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I.  Exclusions From Liability and Defenses Under the FTDA and the TDRA: Overview
Seven years before the passage of the Federal Trademark Dilution Act of 1995 (FTDA),[footnoteRef:2] an earlier proposed dilution provision failed amid concerns that a dilution statute would over-protect trademarks.[footnoteRef:3] Of particular concern was restriction against communicative uses such as parody and satire, comparative advertising, and other uses that do not involve the use of the mark as another’s trademark.[footnoteRef:4] When Congress finally enacted the FTDA, the statute expressly excluded three categories of uses from dilution liability: “fair use” in comparative advertising, “noncommercial use,” and news reporting and commentary.[footnoteRef:5] These three exclusions[footnoteRef:6] were intended to accommodate First Amendment values in the dilution analysis.[footnoteRef:7] [2: Pub. L. No. 104-98, 109 Stat. 985 (1995).]  [3: A dilution provision was proposed as part of the Trademark Law Revision Act of 1988, Pub. L. No. 100-667, 100 Stat. 3935, but was ultimately rejected. See discussion in Chapter 6, §§I, II.B, II.C.]  [4: See H.R. REP. NO. 100-1028, at 5–6 (Oct. 3, 1988) (noting opposition to dilution provisions due to First Amendment concerns); H.R. REP. NO. 100-374, at 8, (Nov. 30, 1995) (discussing exclusions contained in proposed FTDA); 141 CONG. REC. S19,312 (Dec. 29, 1995) (remarks of Sen. Leahy) (noting the inclusion of the exclusions).]  [5: Lanham Act §43(c)(4)(A)–(C), 15 U.S.C. §1125(c)(4)(A)–(C), superseded by Trademark Dilution Revision Act of 2006 (TDRA), Pub. L. No. 109-312, 120 Stat. 1730 (2006) (codified at 15 U.S.C. §1125(c)(3)(A)–(C)).]  [6: The term “exclusions” is probably a more accurate term than “defenses” to denominate the categories covered by §43(c)(3) of the Lanham Act, as amended by the TDRA. Section 43(c)(3) deems these categories “not … actionable” as dilution under the statute, and that same language was included in former §43(c)(4), before the TDRA. It is also significant that the current provision is labeled “Exclusions.” However, the term “defense” is often employed as a description of these categories, despite its technical inaccuracy. The distinction could be important when considering whether a waiver of these exclusions is possible. See FED. R. CIV. P. 8(c). It also affects the burden of proof. The Trademark Trial and Appeal Board (TTAB) has referred to these categories as “affirmative defenses,” American Express Mktg. & Dev. Corp. v. Gilad Dev. Corp., 94 USPQ2d 1294, 1296 (T.T.A.B. 2010), as has the Fourth Circuit, Rosetta Stone, Ltd. v. Google, Inc., 676 F.3d 144, 167, 102 USPQ2d 1473 (4th Cir. 2012). The ABA Model Jury Instructions on dilution also characterize the exclusions as defenses. MODEL JURY INSTRUCTIONS: COPYRIGHT, TRADEMARK, AND TRADE DRESS LITIG. 2.6.5–2.6.7 (ABA 2008). See MillerCoors, LLC v. Anheuser-Busch Cos., 385 F. Supp. 3d 730, 733 n.1 (W.D. Wis. 2019) (characterizing the fair use exclusion as a defense and imposing the burden of proof on defendant). See also Pronman v. Styles, 2013 U.S. Dist. LEXIS 104995, at *13 (S.D. Fla. July 26, 2013) (fair use is a defense under Florida law, meaning that plaintiff’s complaint need not negate fair use). The Supreme Court has referred to them as “exclusions,” but it is unclear whether the Court views that as relevant to the burden of proof. Jack Daniel’s Prop., Inc. v. VIP Prods. LLC, 599 U.S. 140, 161–63 (2023). In this text the statutory label of “exclusions” is used.]  [7: 1995 H.R. REP. 100-374, at 4 (discussing exclusions contained in proposed §43(c)–(4)).
] 

The Trademark Dilution and Revision Act of 2006 (TDRA) contains three categories of exclusions, which are contained in Section 43(c)(3) of the Lanham Act:
(3) Exclusions
The following shall not be actionable as dilution by blurring or dilution by tarnishment under this subsection:
(A) Any fair use, including a nominative or descriptive fair use, or facilitation of such fair use, of a famous mark by another person other than as a designation of source for the person’s own goods or services, including use in connection with—
(i) advertising or promotion that permits consumers to compare goods or services; or
(ii) identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner.
(B) All forms of news reporting and news commentary.
(C) Any noncommercial use of a mark.[footnoteRef:8] [8: Lanham Act §43(c)(3), 15 U.S.C. §1125(c)(3).] 

The first exclusion—for “fair use”—is very broad and complicated, and is discussed in detail in Section II, below. It is evident that this exclusion is intended to incorporate many doctrines used by courts to preclude liability in trademark actions. Nevertheless, there is one overriding question that must be answered in all situations involving this exclusion: what makes a use “fair”? There is, as we shall see, no simple answer to this question.
The news reporting exclusion, discussed in Section III, is rarely invoked. With the lines between news and entertainment becoming increasingly blurred, however, there are a number of situations that could straddle the line and create interpretive problems. What if commentary is supplied by someone with a commercial motive? Does the exclusion apply to advertisements that include commentary? What, exactly, constitutes “commentary”?
The noncommercial use exclusion, discussed in Section IV, was part of the original statute and has received the most judicial attention (particularly under the original FTDA) . Unfortunately, this attention has not produced consistent and coherent answers to the key questions raised by the exclusion. How do we draw the line between commercial and noncommercial? To what degree are uses not covered by the fair use exclusion covered by this exclusion? These are both difficult issues.
The original draft of the TDRA included an omnibus “fair use” provision that apparently was intended to supplant the noncommercial use exclusion as the means of protecting communicative uses.[footnoteRef:9] However, in the end, although the statute included a broad fair use exclusion, it also retained the existing noncommercial use and news reporting exclusions. [9: The House version would have retained the preexisting news reporting and comparative advertising exclusions. The details of the legislative process are described in Chapter 6, §II.D.2. For further discussion, see §III, below.] 

One important concept that is often overlooked when discussing the exclusions is that they are intended to shield from liability uses that would otherwise be considered diluting under the operative language of Section 43(c)(1). Thus, the exclusions are not intended to draw a line between diluting and nondiluting activity; if a use is not likely to cause dilution, then it is not actionable, and there is no need to resort to an exclusion.[footnoteRef:10] Rather, the exclusions represent categories of uses that are not subject to liability even if they are likely to cause dilution. [10: This is not to say that the exclusion categories do not include some nondiluting activity. Clearly, they do that as well. However, that is not their primary function.] 

Along with the exclusions in Section 43(c)(3), there is a separate statutory bar in Section 43(c)(6), which protects a federally registered mark from state-law-based dilution liability.[footnoteRef:11] That provision does not affect liability under federal law, however. [11: See §V, below.] 

Finally, the statutory bars are not the only barriers to imposing dilution liability. The First Amendment is another potential basis for defending against a dilution claim, to the extent its protections are not already encompassed by the statutory exclusions. In addition, a number of equitable and common-law defenses are available, as they are in other cases.[footnoteRef:12] The statute of limitations may be invoked as well.[footnoteRef:13] However, we shall begin the discussion with the three categorical exclusions found in Section 43(c)(3). [12: See §§VII.A, VII.C, below.]  [13: See §VII.B, below.] 

II.  The Fair Use Exclusion
The current federal dilution statute contains a seemingly broad “fair use” exclusion. Section 43(c)(3)(A) of the Lanham Act excludes the following from federal dilution liability:
(A) Any fair use, including a nominative or descriptive fair use, or facilitation of such fair use, of a famous mark by another person other than as a designation of source for the person’s own goods or services, including use in connection with—
(i) advertising or promotion that permits consumers to compare goods or services; or
(ii) identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner.[footnoteRef:14] [14: Lanham Act §43(c)(3)(A), 15 U.S.C. §1125(c)(3)(A).] 

By way of comparison, the Restatement (Third) of Unfair Competition takes the position that a potentially diluting use that parodies, comments on, ridicules, disparages, or criticizes the original mark owner is only subject to liability if “the [diluter’s] conduct meets the requirements of a cause of action for defamation, invasion of privacy, or injurious falsehood.”[footnoteRef:15] This would be a broader shield against dilution liability than Section 43(c)(3)(A) provides. For one thing, it does not require the use to be “fair.” For another, it expressly includes ridicule and disparagement. And it requires the diluting conduct to be independently tortious. [15: Restatement (Third) of Unfair Competition §25(2) (1995).] 

Section 43(c)(3)(A) begins with a broad statement: “Any fair use. …” After listing some illustrations of presumptively fair uses, it goes on to limit the category to uses “other than as a designation of source for the person’s own goods or services”; in other words, an excluded use must be a non-trademark use.[footnoteRef:16] The provision then goes on to delineate two general categories of fair uses: (1) comparative advertising and (2) parody, criticism, or commentary. However, the wording of the statute makes clear that these two categories are not all-encompassing. The first part of the section excludes “Any fair use, including a nominative or descriptive fair use. …” Similarly, when introducing the two categorical subdivisions, the statute again provides, “including use in connection with [the following].” Thus, the categories of nominative and descriptive uses and the categories of advertising and parody/commentary are illustrative only. Other fair uses may exist, and they would be excluded from liability by this provision. [16: See New York Yankees P’ship v. IET Prods. & Servs., Inc., 114 USPQ2d 1497, 1509 (T.T.A.B. 2015) (refusing to consider fair use exclusion in opposition proceeding where applicant intended to use the mark as a trademark). But cf. Louis Vuitton Malletier, S.A. v. My Other Bag, Inc., 156 F. Supp. 3d 425, 437–38, 117 USPQ2d 1537, 1545 (S.D.N.Y. 2016) (holding that defendant’s use of a drawing of a Louis Vuitton handbag on its canvas tote bags was not used as a designation of the source of the defendant’s goods), aff’d, 674 F. App’x 16 (2d Cir. 2016) (affirming the district court’s determination that this was not a designation of source). In McKeon Prods., Inc. v. SureFire LLC, 2023 WL 6397754, 2023 BL 346655 (E.D. Mich. Sept. 29, 2023), the court applied this exclusion in a somewhat odd way. It seemed to hold that any non-trademark use was excluded from liability by the fair use exclusion. Id. at *7. 
] 

The limitation of this exclusion to non-trademark uses tracks the descriptive fair use defense to trademark infringement contained in Section 33(b)(4):
That the use of the name, term, or device charged to be an infringement is a use, otherwise than as a mark, of the party’s individual name in his own business, or of the individual name of anyone in privity with such party, or of a term or device which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin.[footnoteRef:17] [17: Lanham Act §33(b)(4), 15 U.S.C. §1115(b)(4) (emphasis added).] 

Therefore, standing alone, the limitation to non-trademark uses seems unexceptional. However, interpretive problems arise when this provision is considered in light of the operative dilution provision, Section 43(c)(1). That section grants a cause of action against one who “commences use of a mark or trade name in commerce that is likely to cause dilution.”[footnoteRef:18] This appears to require the offending user to be making a trademark use in order to be liable for dilution. If that is the proper interpretation of Section 43(c)(1) (something not universally accepted),[footnoteRef:19] then the fair use exclusion would be superfluous.[footnoteRef:20] [18: Lanham Act §43(c)(1), 15 U.S.C. §1125(c)(1) (emphasis added).]  [19: See Rosetta Stone, Ltd. v. Google, Inc., 676 F.3d 144, 169, 102 USPQ2d 1473 (4th Cir. 2012) (suggesting that trademark use is not required). The meaning of this language is discussed further in Chapter 9, §IV.]  [20: If the operative language of §43(c)(1) requires a trademark use, then one should attempt to interpret §43(c)(3)(A) in a manner that avoids it being superfluous. The complicated wording provides a possible interpretation—that the phrase “other than as a designation of source” refers to nominative and descriptive uses, but not all other fair uses. However, that would still make the provision partly superfluous, and the omission of a comma before the phrase in the statute makes that interpretation grammatically unsatisfactory.
] 

As originally drafted, the fair use exclusion would have replaced both the fair use in comparative advertising and the noncommercial use exclusions contained in the original FTDA.[footnoteRef:21] That would have made all exclusions except news commentary subject to a requirement of fairness. However, the Senate decided to retain separate noncommercial use and news reporting exclusions, while incorporating comparative advertising into a broader fair use exclusion. That version ultimately prevailed. But that leaves open the question of what uses that are not excluded by the fair use provision may be covered by the noncommercial use exclusion.[footnoteRef:22] [21: See Chapter 6, §II.D.1. The original House version of the exclusion provisions would have retained the comparative advertising and news reporting exclusions, but replaced the noncommercial use exclusion with an exclusion as follows:
Fair use of a famous mark by another person, other than as a designation of source for the person’s goods or services, including for purposes of identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner.
 H.R. REP. NO. 109-23, at 2 (Mar. 17, 2005).]  [22: See §IV, below.] 

What constitutes a “fair” use is best discussed in the context of the use. However, courts should be careful not to label a use “unfair” simply because it is likely to cause blurring or tarnishment. The import of these exclusions is that uses within the excluded categories are shielded from liability even if they are likely to cause dilution by blurring or tarnishment. Otherwise, the exclusions would not be terribly useful.[footnoteRef:23] [23: See KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S. 111, 121–22, 72 USPQ2d 1833 (2004) (defendant not required to negate confusion in order to invoke descriptive fair use defense).] 

II.A. 	Descriptive and Nominative Fair Use
The very beginning of Section 43(c)(3)(A) specifically refers to two types of “fair use”: descriptive and nominative uses. These two types of uses are often referred to in trademark infringement cases. Descriptive fair use has long been a defense to infringement—it is an express defense to the presumed validity of a registered mark.[footnoteRef:24] Nominative fair uses are not expressly recognized by the Lanham Act, but have been regarded as noninfringing by many courts for a number of years.[footnoteRef:25] The original version of the FTDA contained no express reference to any “fair use” defense other than in connection with comparative advertising. Nevertheless, the larger number of “fair use” discussions in dilution cases under that version of the statute did not deal with the comparative advertising exclusion. Rather, they dealt with nominative and descriptive uses. Now that the TDRA has included both within the “fair use” exclusion, many of the cases decided under the original FTDA can be useful when interpreting the current Section 43(c)(3)(A). [24: Lanham Act §33(b)(4), 15 U.S.C. §1115(b)(4).]  [25: E.g., Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 21–22, 76 USPQ2d 1769 (3d Cir. 2005); New Kids on the Block v. News Am. Publ’g, Inc., 971 F.2d 302, 23 USPQ2d 1534 (9th Cir. 1992). But see Lorillard Tobacco Co. v. S&M Brands, Inc., 616 F. Supp. 2d 581, 588–89 (E.D. Va. 2009) (noting that the Fourth Circuit had not adopted nominative fair use and declining to follow it). Comparative advertising, which is a form of nominative use, has been recognized as a category of noninfringing use for a longer time. See R.G. Smith v. Chanel, Inc., 402 F.2d 562, 159 USPQ 388 (9th Cir. 1968).] 

It is not surprising that, despite the absence of express statutory language, courts considered these categories of fair use to be applicable under the original FTDA. Both nominative and descriptive fair use involve a form of non-trademark use of the mark analogous to the uses excluded from liability under former Section 43(c)(4)(A).[footnoteRef:26] In the nominative use situation, a mark may be used in its trademark sense to refer to the actual mark owner or to the goods or services for which the mark is used. In the descriptive fair use situation, the mark is used descriptively, but not in its trademark sense. Under the original FTDA, one might have questioned the use of these doctrines, since they were not included in the statute. Now that the TDRA has included them in the “fair use” exclusion, their use should not be under any cloud of suspicion. [26: Lanham Act §43(c)(4)(A), 15 U.S.C. §1125(c)(4)(A), superseded by the Trademark Dilution Revision Act of 2006, Pub. L. No. 109-312, 120 Stat. 1730 (2006) (codified at 15 U.S.C. §1125(c)(3)(A)).] 

II.A.1. 	Descriptive Fair Use
Consider first the “descriptive” fair use provision. This provision was among those added by the TDRA, but even before the TDRA, courts invoked this doctrine as a defense to dilution[footnoteRef:27] in a judicial gloss on the FTDA.[footnoteRef:28] Presumably, Congress wished this provision to be analogous to the defense available to incontestability under Section 33(b)(4).[footnoteRef:29] One can only presume this, because the legislative history of this section is not enlightening on this point. There is only a small piece of evidence from the 1988 dilution bill (which was not enacted) indicating that this was intended.[footnoteRef:30] [27: In the infringement section of the Lanham Act, this is a defense. See KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S. 111, 115, 72 USPQ2d 1833 (2004) (describing it as an “affirmative defense”).]  [28: E.g., TCPIP Holding Co. v. Haar Commc’ns, Inc., 244 F.3d 88, 103–04 & n.12, 57 USPQ2d 1969 (2d Cir. 2001); Trans Union LLC v. Credit Research, Inc., 142 F. Supp. 2d 1029, 1045 (N.D. Ill. 2001); Rainforest Café, Inc. v. Amazon, Inc., 86 F. Supp. 2d 886, 906 (D. Minn. 1999) (court applied fair use defense simultaneously to infringement and dilution claims). The Second Circuit also had promulgated a multifactor test for dilution that included “adjectival use” as a factor counting against dilution. Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 221, 51 USPQ2d 1882 (2d Cir. 1999). Clearly, this factor was in accord with the descriptive fair use defense.]  [29: Section 33(b)(4) provides:
That the use of the name, term, or device charged to be an infringement is a use, otherwise than as a mark, of the party’s individual name in his own business, or of the individual name of anyone in privity with such party, or of a term or device which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin. …
15 U.S.C. §1115(b)(4).]  [30: Unlike the FTDA, the 1988 bill contained no express exclusions from liability. See Chapter 6, §II.B.2, for a discussion of the 1988 bill. However, the bill did require courts to consider the good-faith use of one’s own name or of a geographic term as a basis for refusing relief. The Senate report states: “[I]n determining how to tailor relief in such cases, the courts may on occasion wish to look to the fair use doctrine of Section 33(b)(4) of the [Lanham] Act.” S. REP. NO. 100-515, at 43 (Sept. 15, 1988). This language also shows that the Senate was not averse to using other provisions of the Lanham Act to interpret the dilution sections. However, this admonition was not included in the FTDA, and the legislative history from 1995 is not illuminating on this point. The history of the TDRA similarly provides no assistance.] 

A mark that is easily used in a descriptive manner may not be particularly distinctive, making dilution unlikely.[footnoteRef:31] Of course, if a common word is used in an arbitrary or suggestive manner, it will be a distinctive trademark.[footnoteRef:32] Moreover, one must be using plaintiff’s mark as a descriptor—and not in some other fashion—in order to claim the benefit of this provision.[footnoteRef:33] [31: See Something Old, Something New, Inc. v. QVC, Inc., 53 USPQ2d 1715, 1725 (S.D.N.Y. 1999) (after applying §33(b)(4) to infringement claim, court easily found marks not famous under FTDA).]  [32: See Visa Int’l Serv. Ass’n v. JSL Corp., 610 F.3d 1088, 1090–91, 95 USPQ2d 1571 (9th Cir. 2010) (context of plaintiff’s Visa mark sufficiently different from common definition to be deemed highly distinctive). Apple Computer or Ivory Soap would be examples of arbitrary uses of common words as marks.]  [33: Soaptronic, LLC v. J.A.R. Sols., 2013 WL 12129398, at *6 (C.D. Cal. Apr. 15, 2013).
] 

A somewhat unusual application of the descriptive fair use exclusion occurred in Rin Tin Tin, Inc. v. First Look Studios, Inc.[footnoteRef:34] The plaintiffs, owners of a registered trademark Rin Tin Tin for breeding German shepherds, sued the defendants, who distributed a movie entitled Finding Rin Tin Tin: The Adventure Continues, which was based on the life of the dog named Rin Tin Tin. (The plaintiffs claimed both infringement and dilution, and the court did not distinguish those claims for fair use purposes.) The court found the use to be a descriptive fair use.[footnoteRef:35] The case is unusual in that the descriptive term was a proper name, not an ordinary word. Nevertheless, the court found it descriptive because it represented the name of an historical figure, and its use in the title of the movie furthered the description of the movie’s content.[footnoteRef:36] The court found the use fair, because it was undisputed that the title accurately portrayed the movie and did not attempt to denote the source of the film—in other words, the name Rin Tin Tin was not used as a trademark.[footnoteRef:37] [34: 671 F. Supp. 2d 893, 93 USPQ2d 1132 (S.D. Tex. 2009).]  [35: Id. at 899–901.]  [36: Id. at 899.]  [37: Id. at 900–901. The court applied the fair use analysis to infringement and dilution claims under state law as well, citing First Amendment concerns (Texas’s then-existing dilution law did not contain express exclusions). Id. at 902. The court also noted that there is no obligation on the part of defendants to negate the existence of confusion when raising a fair use defense. Id. It did not comment on any obligation to negate dilution. Another court also applied the fair descriptive use defense/exclusion in a dilution case involving a name. See JA Apparel Corp. v. Abboud, 682 F. Supp. 2d 294, 313–317 (S.D.N.Y. 2010) (permitting designer Joseph Abboud to describe himself as the designer of a new line of clothing under another trademark).] 

II.A.2. 	Nominative Fair Use
Nominative fair use, like descriptive fair use, has roots in the need to allow breathing space in trademark law for free expression. As was the case with descriptive fair use, it was invoked in both infringement and dilution cases even before its inclusion in the fair use exclusion of the TDRA. Promulgated by the Ninth Circuit in the New Kids on the Block case,[footnoteRef:38] the nominative use doctrine creates a defense to trademark infringement “where the use of the trademark does not attempt to capitalize on consumer confusion or to appropriate the cachet of one product for a different one.”[footnoteRef:39] Unlike the descriptive fair use defense of Section 33(b)(4), this exclusion (or defense, in the case of infringement) would be expected to apply primarily in cases involving well-known trademarks.[footnoteRef:40] In essence, where one reasonably needs to use the mark to identify the goods or services, where the use is not more than needed, and where there is no implication of endorsement, the defense is allowed.[footnoteRef:41] Probably the major difference from the descriptive fair use defense is that the nominative use defense anticipates using the mark in its trademark sense, though not as a trademark. That is, the mark is used to refer to the famous mark owner (or its goods), not as a generic descriptor of one’s own goods or services. An example might be a computer maker that called its product the Porsche of the computer world to indicate its speed and power. Such uses do not cause confusion; whether they are likely to cause blurring or tarnishment is certainly open to question. [38: New Kids on the Block v. News Am. Publ’g, Inc., 971 F.2d 302, 23 USPQ2d 1534 (9th Cir. 1992).]  [39: Id. at 308.]  [40: See id. at 306.]  [41: Id. at 306; see Avery Dennison Corp. v. Acco Brands, Inc., 1999 WL 33117262, at *4 (C.D. Cal. Oct. 12, 1999) (distinguishing descriptive from nominative fair use); see also Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 228–31, 76 USPQ2d 1769 (3d Cir. 2005) (modifying the New Kids test for use in the Third Circuit).] 

The general provision of Section 43(c)(3)(A) excludes any fair nominative use from federal dilution liability. Subsection (i) of Section 43(c)(3)(A) separately recognizes a form of nominative fair use, namely the use of another’s mark to refer to the other in an advertisement. In the original FTDA, comparative advertising was the only expressly recognized nominative use exclusion.[footnoteRef:42] [42: See, e.g., Avery Dennison,, 1999 WL 33117262, at *9–10 (applying §43(c)(3)(A) [then numbered 43(c)(4)(A)] but simultaneously referring to the nominative fair use defense); see also Playboy Enters., Inc. v. Welles, 279 F.3d 796, 806, 61 USPQ2d 1508 (9th Cir. 2002) (noting the comparative advertising exclusion in the original FTDA and comparing it to the nominative use defense).] 

But nominative uses can occur outside of the realm of comparative advertising. In those noncomparative situations, the theory behind nominative fair use was recognized as applying to dilution claims as well as infringement claims even before the TDRA added nominative use as an exclusion. This is illustrated in Playboy Enterprises, Inc. v. Welles,[footnoteRef:43] where the Ninth Circuit applied the nominative use defense in a case asserting both infringement and dilution. In Welles, the publisher of Playboy magazine sued a woman who was a former Playboy Playmate of the Year.[footnoteRef:44] She had a website, whose Web pages identified her as “Playmate of the Year 1981.” (The domain name identified her by her own name, not as Playmate of the Year.) Upholding the district court’s grant of summary judgment,[footnoteRef:45] the court specifically held that the nominative use defense applies in dilution cases.[footnoteRef:46] The court noted that the comparative advertising exclusion of former Section 43(c)(4)(A) and the nominative use defense served analogous functions by exempting uses that referred to the trademark owner’s products rather than to a new product.[footnoteRef:47] As the court stated, “[a nominative use] does not create an improper association in consumers’ minds between a new product and the trademark holder’s mark.”[footnoteRef:48] [43: 279 F.3d 796, 61 USPQ2d 1508 (9th Cir. 2002).]  [44: Id. at 799.]  [45: The court of appeals reversed the district court in one respect: the use of “PMOY ’81” on the “wallpaper” of the website, which it found not to be a nominative use. Id. at 806.]  [46: Id.]  [47: Id.]  [48: Id.] 

The court found Welles’s use of the Playmate of the Year designation to be an accurate identification of her that did not dilute the award.[footnoteRef:49] The court’s dilution discussion did not distinguish between the use of the Playmate of the Year designation on the website and the use of Playmate in metatags on the website;[footnoteRef:50] however, its confusion discussion specifically found the metatag use to be nominative.[footnoteRef:51] As long as the metatags used the marks only as reasonably necessary, they would be exempt from dilution liability.[footnoteRef:52] The court did, however, find that “PMOY ’81” was used in a pattern as the background of a greater number of Web pages than was necessary to identify Welles, and therefore was not a nominative use.[footnoteRef:53] [49: Id. Curiously, the court noted that “the conferrer of such honors and awards is free to limit the honoree’s use of the title or references to the award by contract.” Id. See Comparion Med. Analytics, Inc. v. Prime Healthcare Servs., Inc., 2015 WL 12746228, at *4–5 (C.D. Cal. Apr. 14, 2015) (applying nominative use defense to trademark claims relating to awards given by plaintiff to defendant).]  [50: “Metatags” are invisible pieces of code on Web pages used by search engines to find relevant websites.]  [51: Playboy Ent. v. Welles, 279 F.3d at 803 (“In the context of metatags, we conclude that she has no practical way of identifying the content of her website without referring to [Playboy’s] trademarks.”).]  [52: Id. at 804. But cf. Key3Media Events, Inc. v. Convention Connection, Inc., 2002 WL 385546, at *4 (D. Nev. Jan. 25, 2002) (defendant’s use of COMDEX marks as part of domain names and in metatags for website selling travel services, including to the COMDEX convention, found diluting). Key3Media was decided before the Ninth Circuit’s Welles decision.]  [53: 279 F.3d at 804, 806. The court did not rule on whether PMOY was a trademark, much less a famous one. Id. at 806 (remanding for determination whether PMOY was a trademark). See University of Kan. v. Sinks, 2008 WL 2724924 (D. Kan. June 24, 2008) (rejecting nominative use claim where defendant used University’s name and colors on T-shirts on grounds that the use was unnecessary and suggested endorsement); Canfield v. Health Commc’ns, Inc. 2008 U.S. Dist. LEXIS 28662, at *23–26 (C.D. Cal. Apr. 1, 2008) (rejecting a nominative use claim on grounds that defendant invoked a connection between it and plaintiff that was inaccurate); S&L Vitamins, Inc. v. Australian Gold, Inc., 521 F. Supp. 2d 188, 207, 210 n.6 (E.D.N.Y. 2007) (finding issues of fact on nominative use claim regarding possible confusion). But cf. Caterpillar, Inc. v. Telescan Techs., LLC, 2002 WL 1301304, at *5, 2002 BL 2374 (C.D. Ill. Feb. 13, 2002) (rejecting fair use defense where defendant registered domain names containing plaintiff’s mark (such as caterpillarusedequip.com), along with other descriptive terms); PACCAR, Inc. v. Telescan Techs., L.L.C., 115 F. Supp. 2d 772, 778–79 (E.D. Mich. 2000) (rejecting fair use defense to infringement when defendant used plaintiff’s mark in an Internet domain name, peterbiltusedtrucks.com; court stated that use in a domain name necessarily associates it with the mark owner), vacated in part, aff’d in part, 319 F.3d 243, 65 USPQ2d 1761 (6th Cir. 2003) (the Sixth Circuit did not rule on dilution issues, but held no fair use in infringement context and narrowed the scope of the injunction as to the use of metatags). The Ninth Circuit distinguished the Caterpillar case in Toyota Motor Sales U.S.A., Inc. v. Tabari, 610 F.3d 1171, 95 USPQ2d 1702 (9th Cir. 2010). In Tabari, the court, reversing the trial court, found a likely nominative use in the domain names buy-a-lexus.com and buyorleaselexus.com.] 

An analogous situation occurred in Clark v. America Online, Inc.[footnoteRef:54] America Online (AOL) sent a mailer targeted at middle-aged Americans. The mailer stated: “If you danced to the Beatles, cruised in a Thunderbird, or tuned into Dick Clark, you have earned … 100 hours free [of the Internet service on America Online].”[footnoteRef:55] Clark sued, alleging various theories including trademark dilution and infringement. The court first discussed the infringement claim and found that AOL’s use constituted a nominative fair use of Clark’s name.[footnoteRef:56] The use was not one suggesting an endorsement, but rather one designed to conjure the cultural image and era of Dick Clark’s American Bandstand show.[footnoteRef:57] Turning to the dilution claim, the court referred to its nominative fair use discussion and stated that such non-trademark uses could not be considered diluting under federal or California law.[footnoteRef:58] Thus, the court melded the concept of nominative fair use with a requirement that diluting uses (at least blurring uses) must be trademark uses. Since nominative fair uses are non-trademark uses, no dilution could occur.[footnoteRef:59] [54: 2000 WL 33535712 (C.D. Cal. Nov. 30, 2000).]  [55: Id. at *1.]  [56: Id. at *3–6.]  [57: Id.]  [58: Id. at *6.]  [59: Whether this accurately states the law is open to question. See Chapter 9, §IV, for further discussion of the requirement of trademark use.] 

Another pre-TDRA nominative use occurred in Bijur Lubricating Corp. v. Devco Corp.[footnoteRef:60] Plaintiff Bijur complained that Devco was using its mark on a website to sell, among other things, non-Bijur manufactured replacement parts for Bijur machines, and that this caused dilution and confusion. The court rejected those arguments and granted judgment for the defendant. On the dilution claim, the court held that Devco was making a nominative use of the Bijur marks by advertising its replacement parts.[footnoteRef:61] [60: 332 F. Supp. 2d 722, 72 USPQ2d 1180 (D.N.J. 2004).]  [61: Id. at 734 (citing Playboy Enters., Inc. v. Welles, 279 F.3d 796, 61 USPQ2d 1508 (9th Cir. 2002)).] 

Post-TDRA, the nominative use portion of the fair use exclusion has been applied in a relatively small number of cases. One reason for this may be the overlap between a fair nominative use and a noncommercial use. Although a comparative advertising use may be considered a “commercial” use, many other nominative uses (such as the one in the New Kids case, where a newspaper contest referred to the New Kids, or in the sports section, referring to the names of the teams) would not be considered commercial uses. In those cases, the noncommercial use exclusion would be applicable as well.
One case in which the court did apply the TDRA’s nominative use provision is Architectural Mailboxes, LLC v. Epoch Design, LLC.[footnoteRef:62] The case was somewhat unusual in that it was decided on a motion to dismiss, not a motion for summary judgment.[footnoteRef:63] Pointing to the court’s analysis of nominative fair use in the infringement context, in which it found a valid nominative use defense, the court stated that the same result would apply under Section 43(c)(3)(A).[footnoteRef:64] While it is fairly clear that the use was an appropriate nominative use—the plaintiff claimed that there were many negative references to its Oasis brand mailboxes on the defendant’s website—it is not clear that the analysis of nominative use in an infringement context should be the same for dilution. Nominative fair use includes an analysis of the amount of confusion likely to result from the use.[footnoteRef:65] But dilution dispenses with a requirement of confusion. [62: 99 USPQ2d 1799 (S.D. Cal. 2011).
]  [63: See id. at 1802 (noting that some cases in the Ninth Circuit have refused to decide nominative use claims on the pleadings).]  [64: Id. at 1803. See Comparion Med. Analytics, Inc. v. Prime Healthcare Servs., Inc., 2015 WL 12746228, at *4–5 (C.D. Cal. Apr. 14, 2015) (analyzing nominative use once for all trademark-related claims and using the New Kids formulation). Cf. Pennsylvania State Univ. v. Keystone Alternatives LLC, 2020 WL 1082647, at *2-3, 2020 BL 82751 (M.D. Pa. Mar. 5, 2020) (denying motion to dismiss on nominative use ground as premature—defendant allegedly used goPSUrv.com domain name and similar marks).]  [65: See id. at 1802 (noting a lack of any indication of confusion).] 

Another case applying the nominative fair use defense on a motion to dismiss was Stevo Design, Inc. v. SBR Marketing, Ltd.[footnoteRef:66] The court held that messages on the defendant’s message board that used the names of the plaintiff’s sports betting analysts was a nominative use and that the lack of custom of endorsement in the industry demonstrated that there was no likelihood that consumers would consider the use to be an endorsement.[footnoteRef:67] The case also illustrates two other points about nominative uses: (1) that the circuits do not apply a consistent analysis to nominative uses,[footnoteRef:68] and (2) that there is some disagreement about whether it is appropriate to consider nominative use on a motion to dismiss. [66: 919 F. Supp. 2d 1112, 105 USPQ2d 1925 (D. Nev. 2013).
]  [67: Id. at 1124.
]  [68: Id. at 1123 (citing a Colorado district court case that refused to apply nominative use on a motion to dismiss). The Ninth Circuit, as the court noted, applies a different set of confusion factors in nominative use cases, while other circuits simply use it as an affirmative defense. See, e.g., Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 222–24, 76 USPQ2d 1769 (3d Cir. 2005) (disagreeing with the Ninth Circuit analysis and applying nominative use as an affirmative defense).
] 

In Radiance Foundation, Inc. v. NAACP,[footnoteRef:69] a district court denied a nominative use claim where the declaratory judgment plaintiff altered the NAACP’s name to “National Association for the Abortion of Colored People.”[footnoteRef:70] The court stated that this unauthorized use “neither describes nor references the NAACP’s services.”[footnoteRef:71] However, on appeal, the Fourth Circuit reversed, applying the nominative use exclusion.[footnoteRef:72] The court rejected the district court’s rationales that the NAACP’s services were not referenced and that the use was not a parody.[footnoteRef:73] Instead, the court of appeals focused on the fact that the use clearly was commenting on and criticizing the NAACP’s actions, which provides an independent basis for the exclusion.[footnoteRef:74] Indeed, as the Court of Appeals stated, the offending use was “plainly” within the realm of the exclusion.[footnoteRef:75] In somewhat of a contrast, the Ninth Circuit, in V.I.P. Products, LLC v. Jack Daniel’s Properties, Inc.,[footnoteRef:76] refused to apply the nominative use exclusion in a case involving a dog toy that was a parody of a Jack Daniel’s whiskey bottle. The court held that the exclusion does not apply where the mark used is not identical to the mark being referred to.[footnoteRef:77] (However, the court dismissed the dilution claim on non-commercial use grounds.)[footnoteRef:78] As noted above, the nominative use concept as a more generalized exception or defense to trademark infringement was pioneered by the Ninth Circuit, and not all circuits have adopted it in trademark infringement cases.[footnoteRef:79] However, the refusal to recognize a nominative use exclusion in federal trademark dilution cases (as at least one court has done[footnoteRef:80]) is improper. The statute is clear that nominative use is to be recognized as an exclusion from liability, and this trumps the failure of any circuit to recognize it in other contexts. [69: 25 F. Supp. 3d 865, 111 USPQ2d 1863 (E.D. Va. 2014), vacated and remanded, 786 F.3d 316, 114 USPQ2d 1772 (4th Cir. 2015).
]  [70: Id. at 897.
]  [71: Id. The court did not discuss whether the use would be considered “fair.” It did find Radiance’s use of other NAACP marks—Scales of Justice and Image Awards—to be nominative fair uses. Id. The difference seems to be that Radiance used the actual NAACP marks in those cases, not an alteration of the marks.
]  [72: 786 F.3d 316, 330–31, 114 USPQ2d 1772 (4th Cir. 2015).
]  [73: Id. at 331.
]  [74: Id.
]  [75: Id. at 330. Note that the court of appeals found it to be a fair use without independently assessing fairness; apparently, the fact that it was plainly commentary or criticism was deemed sufficient.
]  [76: 953 F.3d 1170 (9th Cir. 2020), rev’d on other grounds, 599 U.S. 140 (2023).]  [77: Id. at 1174.]  [78: Id. at 1176. Ultimately, the Supreme Court reversed the Ninth Circuit’s application of the noncommercial use defense. This defense, and the Supreme Court’s decision in Jack Daniel’s, is discussed further below.]  [79: The Ninth Circuit has a separate likelihood-of-confusion test in nominative use cases. Toyota Motor Sales U.S.A., Inc. v. Tabari, 610 F.3d 1171, 1175, 95 USPQ2d 1702 (9th Cir. 2010). The Third Circuit treats nominative use as an affirmative defense and thus will conduct a separate confusion analysis. Century 21, 425 F.3d at 222–24. The Second Circuit rejects both of those approaches and employs its usual likelihood-of-confusion factors in nominative use cases, with the addition of factors taken from the Ninth and Third Circuit tests. International Info. Sys. Sec. Certification Consortium, Inc. v. Security Univ., LLC, 823 F.3d 153, 165–69, 120 USPQ2d 1388 (2d Cir. 2016).]  [80: Lorillard Tobacco Co. v. S&M Brands, Inc., 616 F. Supp. 2d 581, 588–89 (E.D. Va. 2009) (refusing to recognize nominative use as an exclusion because the Fourth Circuit had not adopted the doctrine).] 

If the second user is affiliated in some way with the famous mark owner, that also can result in a nominative use of the mark.[footnoteRef:81] To succeed in this context, the use must be one that accurately depicts the relationship and uses no more of the mark than is needed to accurately describe the relationship.[footnoteRef:82] Moreover, as discussed in Welles, the use of another’s mark in a “metatag” on a Web page raises a nominative use issue. If the parties are affiliated, then the use of the mark in a metatag is considered a fair use, actually a nominative use, since the mark is used in its trademark sense, insofar as it accurately notifies the searcher that the second user’s site may be of interest to one seeking information about goods or services connected with the mark.[footnoteRef:83] [81: See Trans Union LLC v. Credit Research, Inc., 142 F. Supp. 2d 1029, 1039–40, 1045 (N.D. Ill. 2001) (“Although the affiliation between the parties does not entirely trump [plaintiff’s] trademark rights, it does raise the question whether defendants have engaged in fair use of the marks.”).]  [82: Of course, the parties contractually may permit a greater use of the owner’s mark than would be permitted otherwise.]  [83: Trans Union, 142 F. Supp. 2d at 1039–40 (citing cases). Permitting nominative uses of marks in metatags is an important result, because it has been held that the Anticyber
squatting Consumer Protection Act (ACPA) does not apply to the use of metatags. Bihari v. Gross, 119 F. Supp. 2d 309, 316, 56 USPQ2d 1489 (S.D.N.Y. 2000).] 

II.B. 	Excluding Comparative Advertising
Section 43(c)(3)(A)(i) excludes from dilution use in “advertising or promotion that permits consumers to compare goods or services.”[footnoteRef:84] This language seems intended to exclude use in what is commonly referred to as comparative advertising. The uncertainty is due to the difference between the language of the current exclusion and the language in the original FTDA, which excluded “[f]air use … in comparative commercial advertising or promotion … .”[footnoteRef:85] [84: Lanham Act §43(c)(3)(A)(i), 15 U.S.C. §1125(c)(3)(A)(i).]  [85: Id. §43(c)(4)(A), 15 U.S.C. §1125(c)(4)(A), superseded by the Trademark Dilution Revision Act of 2006.] 

Comparative advertising has long been exempt from trademark infringement liability, as long as the advertising is truthful.[footnoteRef:86] The theory is that the public should be entitled to truthful information that helps them make informed purchasing decisions. Although one could compare goods and services to an unnamed “Brand X,” advertisers have long found it useful to compare their goods and services to actual branded items. This necessarily involves using the other’s mark in order to make the comparison. Because the use refers not to the advertiser’s own goods or services but to the mark owner’s goods or services, such uses can easily be fit into the category of nominative uses—uses that refer to the actual trademark owner. [86: Smith v. Chanel, Inc., 402 F.2d 562, 569, 159 USPQ 388 (9th Cir. 1968).] 

Comparing the current exclusion to the original shows two significant changes. First, the current version eliminates the word “commercial” from the exclusion.[footnoteRef:87] This broadens the scope of the exclusion by including “noncommercial” promotions. It also eliminates potential litigation issues over whether the offending use is considered “commercial.” This change is a logical adjunct to the change made in the operative language of Section 43(c)(1). Originally, Section 43(c)(1) required the offending use to be a “commercial use in commerce.” Thus, a noncommercial advertisement seemingly would not be within the scope of the statute. However, the TDRA altered the operative language; now an offending user need only “commence[] use … in commerce” of a mark likely to cause dilution. Consequently, noncommercial uses may be within the scope of liability, necessitating a broadening of the scope of the advertising exclusion. [87: The phrase “commercial advertising or promotion” probably derives from §43(a)(1)(B), which uses the same wording. However, §43(a)(1)(B) serves a different purpose. That section grants a cause of action for false advertising; thus, the word “commercial” was used to limit the scope of the false advertising claim to commercial advertising. By contrast, §43(c)(3)(A)(i) (like the former §43(c)(4)(A)) is intended to exclude certain communicative uses from liability. Limiting the exclusion to commercial uses makes less sense than limiting the scope of a cause of action to such uses.] 

This leaves three important interpretive questions: What constitutes “advertising or promotion”? What constitutes advertising or promotion “that permits consumers to compare goods or services”? What constitutes a “fair” (or unfair) use in this context?
The first and third questions were equally relevant under the original FTDA exclusion and, to the extent that the current exclusion includes “comparative” advertising, there may be some interpretive clues in cases decided under the old wording. Unfortunately, there were not many cases decided under the original exclusion, and there are few cases interpreting the current provision.[footnoteRef:88] Therefore, we can only guess at some of the intended meaning. [88: See Dow Corning Corp. v. Xiao, 101 USPQ2d 1802, 1813 (E.D. Mich. 2011) (applying the exclusion where defendant only used plaintiff’s marks to compare defendant’s products to those of plaintiff).] 

It should also be noted that comparative advertising can be viewed as a subset of the category of nominative uses, as most comparative advertisements will use another’s mark to refer to the products of that other source as a point of comparison with the advertiser’s goods or services.
II.B.1. 	“Advertising or Promotion”
Unfortunately, the case law has not directly addressed the meaning of the phrase “advertising or promotion” under the federal dilution law. Two cases decided under the original statute implicitly dealt with the issue by determining that a comparison printed on a box containing the defendant’s goods fell within the ambit of “commercial advertising or promotion.”[footnoteRef:89] Although neither court discussed the issue, the fact that both determined that the then-existing exclusion applied indicates that they believed such use constituted advertising or promotion, most likely promotion. In a post-TDRA case, the court applied the comparative advertising exclusion in a case involving keyword advertising—that is, advertising that appears when a user types a purchased keyword into a search engine.[footnoteRef:90] [89: Cumberland Packing Corp. v. Monsanto Co., 32 F. Supp. 2d 561, 566 (E.D.N.Y. 1999); Avery Dennison Corp. v. Acco Brands, Inc., 1999 WL 33117262, at *9 (C.D. Cal. Oct. 12, 1999).]  [90: Allied Interstate, LLC v. Kimmel & Silverman, P.C., 2013 U.S. Dist. LEXIS 113465, at *10–12 (S.D.N.Y. Aug. 12, 2013).
] 

One might also look to case law under Section 43(a)(1)(B) of the Lanham Act, which gives a cause of action for false advertising, to illuminate the dilution exclusion. However, because Section 43(a)(1)(B) is limited to “commercial advertising or promotion” and because that was intended to limit the scope of protection to instances of commercial speech, one must use caution when applying its lessons to a provision meant to exclude certain uses from coverage that does not use the term “commercial.”
II.B.2. 	“That Permits Consumers to Compare Goods or Services”
The original exclusion applied to “comparative advertising.” The TDRA changed this to “advertising or promotion that permits consumers to compare goods or services.” Whether this makes a substantive change in the statute is unclear. The legislative history is silent on the Senate’s reason for making this change.[footnoteRef:91] In a case decided under the original exclusion, one court found that the use of a noncompetitor’s trademark in an advertisement was not a “comparative advertisement.”[footnoteRef:92] However, it is not clear that noncompetitive advertisements fall outside of the current exclusion. By defining the category as “advertising or promotion that permits consumers to compare goods or services,” the exclusion arguably goes beyond a “comparative advertisement,” which usually would refer to a competitor. It may be that the noncompetitive use would permit consumers to compare goods or services—just not the ones sold by the owner of the famous mark. [91: As discussed in §II.B, above, the original bill introduced in and passed by the House would have retained the original comparative advertising exclusion.]  [92: Liquid Glass Enters., Inc. v. Dr. Ing, 8 F. Supp. 2d 398, 405 (D.N.J. 1998). The court also found that it was not “fair” to make use of the mark as a means of attracting attention. Id. at 402–03.] 

In one case, a district court applied this exclusion even though the parties were not in direct competition.[footnoteRef:93] The case arose from keyword advertising—that is, purchasing keywords from Google so that one’s advertisements appear when a user types the keywords into the search engine. The defendant was in the business of credit adjustment, while the plaintiff was a direct lender. The court characterized them as competitors, however, because one might seek to use defendant’s services rather than contacting the lender directly.[footnoteRef:94] Thus, the court reasoned that the advertising permitted consumers to compare the services provided by the parties. (Notably, the court did not discuss whether the use was a “fair” one—it apparently assumed that it was fair.) [93: Id.
]  [94: Id. at *12.
] 

II.B.3. 	A “Fair” Use in Advertising or Promotion
In three cases decided under the pre-TDRA fair use exclusion, the courts also discussed whether the defendant’s use of the mark in a comparative advertisement was a “fair” one. In one case, involving a comparison on the box of the defendant’s goods, the court found the use to be fair.[footnoteRef:95] The defendant in that case used both the plaintiff’s word mark and its font.[footnoteRef:96] In the second case, involving competing adhesive labels (the defendant claimed its labels were “comparable to” those of the plaintiff), the court also found the use to be fair. But that finding was more controversial. The plaintiff argued that because the defendant had (allegedly) falsely stated that its adhesive labels were “comparable to” those of the plaintiff, the use could not be “fair.” The court, however, stated that false advertising was a separate issue to be dealt with under Section [95: Cumberland Packing, 32 F. Supp. 2d at 581.]  [96: Id.] 

43(a)(1)(B). The only issue the court found relevant was whether the purpose of the comparative use was to identify the famous mark owner, which it was.[footnoteRef:97] [97: Avery Dennison, 1999 WL 33117262, at *9.] 

In the third case,[footnoteRef:98] the court found the use to be unfair. The alleged diluter manufactured car cleaners and polishes. In a magazine advertisement and a promotional video, it used a Porsche 911 automobile as the car on which the product was being applied.[footnoteRef:99] The court found that the use of the Porsche 911 was unnecessary, since the advertisement could have used just a portion of the car without featuring the trademark as prominently as it did.[footnoteRef:100] It is worth noting that the court applied the same fair use defense to both confusion and dilution claims. For confusion claims, however, the proper defense is Section 33(b)(4), or the judicially recognized nominative use defense, whereas Section 43(c)(3)(A) provides an independent exemption for dilution claims. [98: Liquid Glass, 8 F. Supp. 2d at 405.]  [99: Id. at 399–400. Porsche’s ire may also have been raised by the apparent sexual overtones of the advertising. Id.]  [100: Id. at 402–03. The court found the advertisement had clearly portrayed the model, as well as the manufacturer, of the car. Id. at 402.] 

The paucity of precedent under the FTDA leaves important questions about fair uses unanswered. One question is the status of cases like Deere & Co. v. MTD Products, Inc.[footnoteRef:101] Deere involved a television commercial for a lawnmower aired by a Deere competitor. During the defendant’s commercial, an animated version of Deere’s logo (a deer) is seen bounding away from the defendant’s mower, apparently in fear.[footnoteRef:102] Applying New York’s dilution statute, the Second Circuit held that the commercial diluted Deere’s mark.[footnoteRef:103] In particular, the court cited the defendant’s alteration of Deere’s logo as the key factor in this holding.[footnoteRef:104] [101: 41 F.3d 39, 32 USPQ2d 1936 (2d Cir. 1994).]  [102: Id. at 41.]  [103: Id. at 44.]  [104: Id. at 45.] 

If Section 43(c)(3)(A) excluded all comparative advertising from dilution, not just “fair” comparative advertisements, then the facts of Deere clearly would qualify for the exclusion. Defendant MTD’s use was in an advertisement that was designed to allow consumers to compare its goods with those of Deere. It used the Deere logo to refer to Deere and its goods. The Restatement takes the position that a non-trademark use, even one that “criticize[s], ridicule[s], parod[ies], or disparage[s] the other or the other’s goods,” is not subject to a dilution claim, unless the use is independently tortious (as a defamation or injurious falsehood, for example).[footnoteRef:105] If “fair use” under the TDRA includes any non-trademark use that is not independently tortious, that interpretation will preclude a federal dilution claim in cases like Deere.[footnoteRef:106] [105: RESTATEMENT (THIRD) OF UNFAIR COMPETITION §25(2) (1995); see id. cmt. i. MTD’s use of Deere’s logo did not indicate the source of MTD’s goods. Therefore, it was a non-trademark use.]  [106: Indeed, arguably, the statute now does not include non-trademark uses, so the question may be moot. But that issue has yet to be definitively decided. For a discussion of non-trademark uses as noncommercial uses under the TDRA, see §IV, below.] 

If one were to take the position that any tarnishing use was an “unfair” one, the situation would be more uncertain. As noted in an earlier chapter,[footnoteRef:107] the Deere opinion stated that it was not a case of tarnishment.[footnoteRef:108] However, the subsequent Hormel decision[footnoteRef:109] by the Second Circuit reinterpreted Deere as involving a form of tarnishment.[footnoteRef:110] According to that approach, tarnishment could be an unfair use under the TDRA. One could also take the position that the advertisement at issue in Deere was more than a comparative advertisement—it was a parody and a criticism of the famous mark owner (Deere). In that case, perhaps such a use should be deemed excluded by Section 43(c)(3)(A)(ii), which excludes parody of and commentary on the famous mark owner’s goods. Alternatively, the fact that it was both a comparative advertisement and a parody/criticism should tip the balance in favor of it being deemed “fair.”[footnoteRef:111] [107: See Chapter 3, §IV.B.3.b.]  [108: Deere, 41 F.3d at 44.]  [109: Hormel Foods Corp. v. Jim Henson Prods., Inc., 73 F.3d 497, 37 USPQ2d 1516 (2d Cir. 1996).]  [110: Id. at 507.]  [111: The facts of Deere also raise the question of precisely what is an advertisement that permits consumers to compare goods and services. The advertisement in question did not explicitly compare the qualities of the advertiser’s lawnmowers and those of Deere, but it clearly implied that the advertiser’s mowers were superior.
] 

Moreover, an interpretation that makes any tarnishing use unfair does not comport with the normal way one would interpret the exclusion. Clearly, the reference in the statute to parody and criticism means that some potentially tarnishing uses must be deemed fair uses. Although potential tarnishment may not be irrelevant to the determination of fairness, the mere potential for tarnishment should not extinguish the protection of the statute. After all, a comparative advertisement by its nature seeks to diminish the reputation of the famous mark owner relative to that of the advertiser.
Deere and Hormel were decided under New York law; those decisions do not bind courts interpreting the TDRA. The legislative history of the FTDA and TDRA does not answer the question of how the Deere advertisement would fare under the amended statute, though a witness at the 1995 hearings representing INTA indicated that she thought Deere would still apply under the original FTDA.[footnoteRef:112] One court, applying the original FTDA exclusion, implicitly accepted Deere as applicable to such claims by distinguishing Deere from a situation the court regarded as true “fair use.”[footnoteRef:113] However, another court implicitly rejected Deere by allowing the defense despite an argument that the comparison in the advertisement was not accurate.[footnoteRef:114] Whether such a mild parody as the one in Deere, even one deemed “tarnishing,” should be deemed an “unfair” comparative advertisement is problematic and will need to await further decisions. It is noteworthy that even the Deere court did not say that all alterations of a mark would subject one to liability for dilution.[footnoteRef:115] [112: Testimony of Mary Ann Alford, on behalf of the International Trademark Association, before the House Comm. on the Judiciary, Subcomm. on Courts and Intellectual Property, 1995 WL 435750 (July 19, 1995).]  [113: Cumberland Packing Corp. v. Monsanto Co., 32 F. Supp. 2d 561, 581 (E.D.N.Y. 1999).]  [114: Avery Dennison Corp. v. Acco Brands, Inc., 1999 WL 33117262, at *9 (C.D. Cal. Oct. 12, 1999).]  [115: Deere & Co. v. MTD Prods., Inc., 41 F.3d 39, 45, 32 USPQ2d 1936 (2d Cir. 1994). The fact that a use is tarnishing should not be dispositive. Otherwise, the exclusion would not apply at all to dilution by tarnishment, which would make little sense.] 

II.C. 	Fair Use and Parody, Criticism, and Commentary
The fair use exclusion under the TDRA does more than give express recognition to descriptive and nominative fair uses as exclusions from liability. It adds parody, criticism, and commentary to the list of uses covered by the “fair use” exclusion. This addition is contained in subsection (ii) of Section 43(c)(3)(A): “(ii) identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner.”
Much of what is now expressly included in this exclusion was included in the noncommercial use exclusion in former Section 43(c)(4)(B) (now Section 43(c)(3)(C)). Because the noncommercial use exclusion remains unchanged after the TDRA, it is worth asking what is covered by the new fair use exclusion that was not part of the noncommercial use exclusion.[footnoteRef:116] The most logical answer is that some “commercial” uses constituting parody or criticism will now be excluded from liability—as long as they are deemed “fair use.”[footnoteRef:117] The Mattel case[footnoteRef:118] tells us that “commercial” is not the same as “money making.” In that case, Barbie Girl records were sold, but the use was still deemed “noncommercial” within the meaning of the statutory exclusion. However, case law interpreting the FTDA was not consistent on this point.[footnoteRef:119] When it enacted the TDRA, Congress may have wanted to make it clearer that parodies and criticism were not intended to be the subject of dilution suits even if they were used to make money. On the other hand, to be excluded under Section 43(c)(3)(A)(ii), the use must be other than a trademark use.[footnoteRef:120] [116: See, e.g., Burnett v. Twentieth Century Fox Film Corp., 491 F. Supp. 2d 962, 974 (C.D. Cal. 2007) (finding a parody to be excluded as noncommercial use without considering §43(c)(3)(A)).]  [117: It is also possible that the Senate, in particular, wanted to make certain that First Amendment values were protected by giving the additional protection of the noncommercial use. See 152 CONG. REC. S1921-01 (Mar. 8, 2006) (remarks of Sen. Leahy) (indicating that the Senate version of the TDRA had preserved “important constitutionally protected first amendment freedoms”). The House would have eliminated the noncommercial use exclusion, leaving only the fair use exclusion to protect parodies and criticism.]  [118: Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003).]  [119: E.g., American Dairy Queen Corp. v. New Line Prods., Inc., 35 F. Supp. 2d 727 (D. Minn. 1998) (rejecting parody defense in suit against movie entitled Dairy Queens).]  [120: Louis Vuitton Malletier, S.A. v. Haute Diggity Dog, LLC, 507 F.3d 252, 266, 84 USPQ2d 1969 (4th Cir. 2007).] 

One possible example of a “commercial” use that would fall under this exclusion is a T-shirt with a parody of a trademark printed on it.[footnoteRef:121] Although such parodies may be protected First Amendment uses under Mattel, arguably, because their primary function is simply to make money from the use of the famous mark, they are “commercial” uses.[footnoteRef:122] The caveat under the fair use exclusion is that the use must “parody,[] criticiz[e], or comment[] upon the famous mark owner” or its goods or services. However, it should mean that the medium of the parody or criticism ought to be irrelevant—even if the medium is an article of merchandise.[footnoteRef:123] One court has discussed this exclusion in connection with decals using Ford Motor Company’s logo that criticized the bailout of some U.S. auto manufacturers in 2009.[footnoteRef:124] [121: See Cornette v. Graver, 2020 WL 1643370, 2020 BL 124076 (W.D. Pa. Apr. 2, 2020) (discussing dilution claim concerning t-shirts critical of plaintiff). Unfortunately, the court in Cornette held that the defendant’s First Amendment defense—which could have also been analyzed under the fair use or noncommercial use exclusion—could not be determined on a motion to dismiss the complaint. Id. at *7.]  [122: As the Mattel court noted, even commercial speech is entitled to some First Amendment protection, albeit a lower level of protection. 296 F.3d at 905 n.7; cf. Mutual of Omaha Ins. Co. v. Novak, 836 F.2d 397, 5 USPQ2d 1314 (8th Cir. 1987) (mugs and T-shirts using alteration of plaintiff’s logo to make anti-nuclear statement found infringing), cert. denied, 488 U.S. 933 (1988).]  [123: Cf. Anheuser-Busch, Inc. v. Balducci Publ’ns, 28 F.3d 769, 31 USPQ2d 1296 (8th Cir. 1994) (parody advertisement on the back of magazine, where real ads are often found, held infringing), cert. denied, 513 U.S. 1112 (1995); Mutual of Omaha Ins. Co., 836 F.2d 397 (finding T-shirts and mugs to be infringing though they parodied Mutual of Omaha mark in order to comment on nuclear issues). Of course, a court might use the medium as a measure of the fairness of the use.]  [124: National Business Forms & Printing, Inc. v. Ford Motor Co., 2009 WL 3570387, at *3, 2009 BL 235905
 (S.D. Tex. Oct. 30, 2009), aff’d in part, rev’d in part, 671 F.3d 526, 536, 101 USPQ2d 1746 (5th Cir. 2012) (court of appeals did not reach the fair use question, but held that defendant, by printing the forms, did not make an actionable “use” under the TDRA). However, in University of Kansas v. Sinks, 565 F. Supp. 2d 1216 (D. Kan. 2008), the court summarily rejected a claim of fair use of the University’s marks (including colors) on T-shirts, some of which included references to sex and alcohol, as well as messages critical of the University of Kansas and of other universities. Id. at 1261.] 

On the other hand, Section 43(c)(3)(A)(ii) contains an omission that limits its coverage. Although parodies are specifically mentioned, satire is not. It is unclear to what extent this means that the section incorporates a parody vs. satire approach to fair use.[footnoteRef:125] One might think that the distinction between parody and satire should not make a difference, but courts have placed significance on the distinction.[footnoteRef:126] Thus, a satiric use might not be considered a “fair use,” or at least not a fair use within this particular subsection, though it would be protected expression and a candidate for exclusion from liability under the noncommercial use provision, or perhaps the “any fair use” portion of Section 43(c)(3)(A).[footnoteRef:127] [125: E.g., Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 580–81, 29 USPQ2d 1961 (1994).]  [126: See Dr. Seuss Enters., LP v. Penguin Books USA, Inc., 109 F.3d 1394, 42 USPQ2d 1184 (9th Cir. 1997) (rejecting copyright fair use defense). However, in the same case, the district court found the use to be within the noncommercial use exclusion of the FTDA. 924 F. Supp. 1559, 1574 (S.D. Cal. 1996), aff’d, 109 F.3d 1394, 42 USPQ2d 1184 (9th Cir. 1997) (the Ninth Circuit’s opinion did not specifically address the noncommercial use exclusion).]  [127: See §II.D, below.] 

One district court applied this exclusion in a case involving keyword advertising, where the defendant’s website was found to be critical of the lending services offered by the plaintiff (the defendant offered credit adjustment services).[footnoteRef:128] [128: Id.
] 

Another district court refused to apply the exclusion to the alteration of “National Association for the Advancement of Colored People” to “National Association for the Abortion of Colored People,” stating that the unauthorized use was not a parody.[footnoteRef:129] The court did not discuss whether the use was otherwise “fair,” nor did it discuss whether the use could be protected as “commenting upon” the famous NAACP mark, which is expressly provided for in Section 43(c)(3)(A)(ii). However, on appeal, the Fourth Circuit reversed, finding the use to be “plainly” within the exclusion.[footnoteRef:130] The court of appeals specifically stated that, “The fair use defense, however, is not limited to parody; it also embraces uses that “criticiz[e]” or “comment[ ] upon” the NAACP or its services.”[footnoteRef:131] Thus, the fact that the use was an alteration of the NAACP mark and the fact that it was a nasty criticism did not make the use unfair. [129: Radiance Found., Inc. v. NAACP, 25 F. Supp. 3d 865, 897, 111 USPQ2d 1863 (E.D. Va. 2014), vacated and remanded, 786 F.3d 316, 114 USPQ2d 1772 (4th Cir. 2015).
]  [130: 786 F.3d at 330.
]  [131: Id. at 331.
] 

The Southern District of New York applied the fair use exclusion in Louis Vuitton Malletier, S.A. v. My Other Bag, Inc.,[footnoteRef:132] where the defendant (MOB) made a series of canvas tote bags with “My Other Bag” on one side and a drawing depicting a well-known accessories maker’s handbag, such as Louis Vuitton (but not exclusively so), on the other side.[footnoteRef:133] The court held that this was not a trademark use of the Louis Vuitton mark because the company’s mark was clearly “My Other Bag …” and the famous accessory brands on the other side were not used to designate the source of the canvas tote bags.[footnoteRef:134] The court also held that this fit squarely within the exclusion for “parody,” rejecting Louis Vuitton’s argument that MOB’s uses were not parodies of Louis Vuitton, but of more general branding, and that there was no need to use the Louis Vuitton mark to make its point.[footnoteRef:135] The court countered that MOB needed to use some famous brand or brands to make its point, and noted that it was not necessary for the parody to be a good one in order for it to qualify for the exclusion.[footnoteRef:136] On appeal, the Second Circuit affirmed, largely on the reasoning of the district court regarding the fair use exclusion.[footnoteRef:137] The court held that MOB’s use was a parody, in that it simultaneously sent the message that it was and was not the parodied item.[footnoteRef:138] In addition, the appeals court agreed with the district court that MOB had not used Louis Vuitton’s mark as a source identifier, made clear by its use of the “My Other Bag” designation on one side of its bags.[footnoteRef:139] [132: 156 F. Supp. 3d 425, 117 USPQ2d 1537 (S.D.N.Y. 2016), aff’d, 674 F. App’x 16 (2d Cir. 2016).
]  [133: Id. at 431.
]  [134: Id. at 437–38.
]  [135: Id. at 435–36.
]  [136: Id. at 435–37. The court applied the same reasoning to the dilution claim under New York law, asserting that New York law had been held to include the same restrictions as federal law. Id. at 434 n.3.
]  [137: 674 F. App’x 16 (2d Cir. 2016).
]  [138: Id. at 18.
]  [139: Id. The court also affirmed the dismissal of the state dilution claim, on the grounds that the parody precluded a finding that the two marks were “substantially similar.” Id.
] 

This exclusion was also applied in Ebony Media Operations v. Univision Communications,[footnoteRef:140] where defendant published an article criticizing Ebony for allegedly not paying its contributors, accompanying the article with a mock-up of an Ebony cover (including fake headlines). The court found that this “easily satisfies” the provisions of this exclusion.[footnoteRef:141] [140: 2019 U.S. Dist. LEXIS 93555 (S.D.N.Y. June 3, 2019).]  [141: Id. at *13.] 

However, in The National Academy of Television Arts & Sciences, Inc. v. Multimedia Systems Design, Inc.,[footnoteRef:142] the court refused to apply the fair use defense to plaintiff’s dilution claims. The claims involved an alleged dilution of plaintiff’s Emmy award statuette, by a parody award that replaced the globe with a simulation of a coronavirus molecule. The defendant further promoted its “Crony Awards” ceremony to criticize the world’s response to COVID-19. The court, however, held that the fair use defense did not apply because the use did not criticize or comment on plaintiff’s mark or its goods or services.[footnoteRef:143] This would seem to be an unduly cribbed interpretation of the statute, which excludes any fair use from liability. [142: 551 F. Supp. 3d 408 (S.D.N.Y. 2021).]  [143: Id. at 426. The court also indicated that it regarded defendant’s use as a trademark use, which would also preclude the use of this defense. Id. n.11.] 

II.D. 	Other Fair Uses?
Section 43(c)(3)(A) excludes “any fair use” from liability for dilution under federal law. Previous sections have discussed the specifically denominated fair uses: descriptive fair use, nominative fair use, comparative advertising, and parody/commentary (which may be seen as a form of nominative fair use).
One may reasonably ask whether there is anything left. No doubt in drafting this exclusion, Congress was concerned that if it was too specific, a court would read the exclusion narrowly and allow dilution claims in situations in which Congress would not have permitted them. The broad language of this provision invites courts not to read the exclusion too narrowly, but to exclude a broad range of activity, even if it is not specifically mentioned in this subsection.
The range of “fair uses” that are non-trademark uses and also are not nominative uses, descriptive uses, comparative advertisements, or parody or commentary is likely to be small.[footnoteRef:144] Nevertheless, there are some possibilities. First, if satire is not deemed part of Section 43(c)(3)(A)(ii), then it may be considered a “fair use” covered by the general language of this section. Second, the incorporation of a trademark or a trademarked good into a piece of artwork, not for the purpose of commentary or parody but just as part of the art, should be considered a “fair use” under the general terms of this subsection. (It would not be a trademark use and would not necessarily be either nominative or descriptive.) Such uses probably also would be covered by the noncommercial use exclusion, but courts should not hesitate to use the fair use exclusion where it is appropriate to do so. [144: In Radiance Foundation, Inc. v. NAACP, 786 F.3d 316, 114 USPQ2d 1772 (4th Cir. 2015), the Fourth Circuit, reversing the district court, found Radiance’s description of the NAACP as the “National Association for the Abortion of Colored People” to be protected as commentary within the fair use exclusion. Id. at 331. The district court seemingly misread the exclusion to apply only to parody or satire, and did not consider the general “any fair use” language. See 25 F. Supp. 3d 865, 897, 111 USPQ2d 1863 (E.D. Va. 2014), vacated and remanded, 786 F.3d 316, 114 USPQ2d 1772 (4th Cir. 2015). In National Academy of Television Arts & Sciences, Inc. v. Multimedia Systems Design, Inc., 551 F. Supp. 3d 408 (S.D.N.Y. 2021), where the court rejected a fair use claim, the court did not discuss whether the use might be a “fair use” even though it did not comment on the famous mark. The court also did not consider the noncommercial use exclusion.] 

III.  The News Reporting and Commentary Exclusion
The second[footnoteRef:145] exclusion in Section 43(c)(3) of the Lanham Act is one that looks very straightforward: “All forms of news reporting and news commentary.”[footnoteRef:146] Clearly, the exclusion mandated by Section 43(c)(3)(B) goes to the core of expressive content. From the legislative history of the original FTDA, it may be inferred that this exclusion was intended to include product reviews as well as straight news reporting and editorials.[footnoteRef:147] This provision has produced few judicial interpretations, probably because most situations would raise such obvious First Amendment issues that the suits are not brought.[footnoteRef:148] [145: In the original FTDA, this exclusion was listed third in §43(c)(4). The TDRA listed it second, before the noncommercial use exclusion.]  [146: Lanham Act §43(c)(3)(B), 15 U.S.C. §1125(c)(3)(B).]  [147: 141 CONG. REC. S19,312 (Dec. 29, 1995). Product reviews may also be covered by the noncommercial use exclusion, §43(c)(3)(C).]  [148: The advent of blogging produced the first interpretation of this exclusion. In BidZirk, LLC v. Smith, 2007 WL 3119445, 2007 BL 131092 (D.S.C. Oct. 22, 2007), the court held that a blogger could claim the protection of this provision. Id. at *6–7. Although a district court rejected this exclusion in NAACP, 25 F. Supp. 3d at 898 (the court held that defendant’s alteration of the famous mark “does more than recount a newsworthy experience or occurrence that is of interest to the public”), the Fourth Circuit, vacating the district court’s judgment, declined to rule on the issue because it found the other two exclusions to be applicable. 786 F.3d at 330. In Ebony Media Operations v. Univision Communications, Inc., 2019 U.S. Dist. LEXIS 93555 (S.D.N.Y. June 3, 2019), the court invoked this exclusion when dismissing a dilution claim that was based on a parody mock-up of an Ebony magazine cover, accompanying an article in defendant’s publication criticizing Ebony for allegedly not paying its contributing writers. Id. at *13.] 

One situation that might present a closer case would be an advertisement that consisted largely of commentary on an issue of public concern. For example, a company might urge opposition to a piece of legislation supported by another company. Because it was an advertisement that also indirectly promoted the commercial interest of the advertiser, it might not qualify as a “noncommercial” use under Section 43(c)(3)(C). It might qualify for exclusion as commentary under Section 43(c)(3)(A)(ii). But a simple competitive advertisement that also contained commentary might not qualify for this defense.[footnoteRef:149] Therefore, courts ought to consider separately the expressive value of the advertisement under Section 43(c)(3)(B). [149: Cf. U.S. Healthcare, Inc. v. Blue Cross of Greater Phila., 898 F.2d 914, 14 USPQ2d 1257 (3d Cir. 1990) (permitting disparagement claim under what was then §43(a)(2) (now §43(a)(1)(B)) where the advertisement primarily attacked competitor, but also indirectly commented on public issues), cert. denied, 498 U.S. 816 (1990).] 

It has been suggested that the broad wording of this provision might preclude liability even where the use was “only minimally related to news reporting,” unless there was an otherwise clear commercial purpose.[footnoteRef:150] When applying this defense, courts should err on the side of exclusion from dilution liability, leaving it to more traditional infringement claims, such as those under Section 43(a), to impose liability in borderline cases. [150: Miles J. Alexander & Michael K. Heilbronner, Dilution Under Section 43(c) of the Lanham Act, 59 LAW & CONTEMP. PROBS. 93, 120–21 (1996). It should be noted that noncommercial use is excluded under a separate section, so a noncommercial purpose may not be critical under this section.] 

IV.  The Noncommercial Use Exclusion
Section 43(c)(3)(C) exempts “[a]ny noncommercial use of a mark” from a federal dilution claim.[footnoteRef:151] This exclusion raises a considerable interpretive problem: what constitutes a “noncommercial” use is not inherently obvious. This exclusion also must be reconciled with the language of Section 43(c)(1), which provides that “the owner of a famous mark that is distinctive shall be entitled … to an injunction against any person who commences use of a mark … in commerce [that is likely to dilute the famous mark].”[footnoteRef:152] One problem is the extent to which “use in commerce” is broader than “commercial” use.[footnoteRef:153] [151: 15 U.S.C. §1125(c)(3)(C). Before the TDRA, this section was Section 43(c)(4)(B).]  [152: 15 U.S.C. §1125(c)(1) (emphasis added).]  [153: Under the pre-TDRA version of the FTDA, there was an additional issue: how to reconcile the Section 43(c)(1) requirement that a defendant has made a “commercial use in commerce” with the exclusion for noncommercial uses. The TDRA changed “commercial use in commerce” to “use … in commerce,” eliminating this linguistic problem. See §IV.B, below, for a discussion of how the cases attempted to reconcile the former wording of the statute. In one post-TDRA case, the court seems not to have understood that the revision of the statute changed the wording. The court discussed “commercial use in commerce” as an element of the claim, instead of using noncommercial use as an exclusion. Cintas Corp. v. Unite Here, 601 F. Supp. 2d 571, 580 (S.D.N.Y. 2009), aff’d, 355 F. App’x. 508 (2d Cir. 2010). In addition, the TTAB has refused to apply the noncommercial use exclusion in opposition proceedings, partly on the grounds that an applicant who must make a “use … in commerce” of the mark for which registration is applied cannot be making a noncommercial use. American Express Mktg. & Dev. Corp. v. Gilad Dev. Corp., 94 USPQ2d 1294, 1298 (T.T.A.B. 2010). This case is discussed in §IV.G, below, and Chapter 13, §V.D.2.c.] 

A second issue, raised in the Supreme Court’s decision in Jack Daniel’s Properties, Inc. v. VIP Products LLC,[footnoteRef:154] is the extent to which the noncommercial use exclusion may be used where the defendant uses the famous mark (or perhaps a parody thereof) as a source identifier for defendant’s goods or services. [154: 599 U.S. 140 (2023).] 

With regard to the first interpretive issue—what, in general, is a noncommercial use—there are some important guides to its meaning: (1) Congress’s general intent as to the TDRA exclusions, including statements in the legislative history of the FTDA and TDRA; (2) the judicial definition of “commercial speech”; (3) judicial applications of the exclusion; and (4) judicial interpretations of Section 43(a)(1)(B), which gives a cause of action for false statements made in “commercial advertising or promotion.” At the same time, reconciling the concept of noncommercial use with a “use in commerce” is an important facet of the analysis. The second issue—use of the famous mark as a trademark—is discussed below. As we shall see, the Supreme Court has significantly limited the applicability of this exclusion.
IV.A. 	Interpreting Noncommercial Use From Its Legislative History
The legislative history of the noncommercial use exclusion provides useful indications about its intended breadth. The noncommercial use exclusion was part of the original FTDA. Therefore, we can begin the discussion with that legislative history. The 1995 House Judiciary Committee Report on the FTDA states that the three dilution exclusions in the original FTDA were inserted into the statute because of “legitimate First Amendment concerns espoused by the broadcasting industry and media.”[footnoteRef:155] At a later point, the report refers to an intent to exempt constitutionally protected speech from dilution claims.[footnoteRef:156] It goes on to say that the FTDA “will not prohibit or threaten ‘noncommercial’ expression, as that term has been defined by the courts.”[footnoteRef:157] As to the noncommercial use exclusion, the report says the following: [155: H.R. REP. No. 100-374, at 4 (Nov. 30, 1995).]  [156: Id. at 8.]  [157: Id.] 

Section (4)(B) of the bill [what is now Section 43(c)(3)(C)] expressly incorporates the concept of “commercial” speech from the “commercial speech” doctrine, and proscribes dilution actions that seek to enjoin use of famous marks in “non-commercial” uses (such as consumer product reviews). … Nothing in this section of the bill is intended to alter existing case law on the subject of what constitutes “commercial” speech.[footnoteRef:158] [158: Id.] 

In the limited congressional debates on the FTDA, its supporters also referred to this exclusion. After noting the addition of the exclusions (which were not in the failed 1988 version of the dilution bill), Senator Leahy stated, “I continue to believe, as our House colleagues also affirmed, that parody, satire, editorial, and other forms of expression will remain unaffected by this legislation.”[footnoteRef:159] Similar sentiments were, in fact, expressed by Representative Moorhead on the House floor.[footnoteRef:160] [159: 141 CONG. REC. S19312 (daily ed. Dec. 29, 1995) see also Paul Alan Levy, The Trademark Dilution Revision Act—A Consumer Perspective, 16 FORD. INTELL. PROP. MEDIA & ENT. L.J. 1189, 1206–07 (2006) (noting Sen. Hatch’s assertion that the original exclusion would protect noncommercial speech) [hereinafter Levy, Consumer Perspective].
]  [160: 141 CONG. REC. H14317, H14318 (Dec. 12, 1995) (remarks of Rep. Moorhead) (“The bill would not prohibit or threaten noncommercial expression, such as parody, satire, editorial, and other forms of expression that are not part of a commercial transaction.”).] 

The history of the TDRA is less illuminating but consistent with the intent of the original FTDA. The House-passed version of the TDRA did not contain a noncommercial use exclusion. Instead, it would have replaced the noncommercial use exclusion with a “fair use” exclusion worded very much like what became Section 43(c)(3)(A)(ii). (The House version would have retained the news reporting and comparative advertising exclusions in their preexisting form.[footnoteRef:161]) However, the Senate rewrote the fair use exclusion and incorporated a reworded version of the comparative advertising exclusion. More pertinent to the present discussion, the Senate reinstated the separate noncommercial use exclusion, which became Section 43(c)(3)(C). Legislative history from the TDRA indicates that this was done to allay fears that the House’s fair use exclusion would not satisfactorily protect free speech.[footnoteRef:162] Thus, it is reasonable to conclude that the noncommercial use exclusion encompasses uses that would not be covered by the other two exclusions.[footnoteRef:163] Notably, the comments of various supporters of the legislation indicated that satire is encompassed by this exclusion. [161: See Chapter 6, §II.D.2, for a discussion of the legislative history.]  [162: See 152 CONG. REC. S1921 (Mar. 8, 2006) (remarks of Sen. Leahy) (noting that “Senator Hatch and I were successful in including language that definitively shelters important constitutionally protected first amendment freedoms from being caught up in the liability net”).]  [163: Levy, Consumer Perspective, 16 FORD. INTELL. PROP. MEDIA & ENT. L.J., at 1208–10 (noting that the ACLU viewed the fair use exclusion, discussed in §II, above, as insufficiently speech protective, and that the elimination of the noncommercial use exclusion appeared aimed at a speech protective opinion interpreting that exclusion from the Ninth Circuit).] 

IV.B. 	“Use in Commerce” Versus “Noncommercial Use”
The legislative history of the exclusions tells us that Congress intended “noncommercial use” to be interpreted with reference to the commercial speech doctrine in First Amendment law. The relevant boundaries of commercial speech are explored below in Section IV.C. However, the noncommercial use exclusion also must be understood in relation to the statutory elements of dilution set out in Section 43(c)(1), most notably the “use in commerce” requirement.[footnoteRef:164] [164: Use in commerce as an element of a dilution claim is discussed in Chapter 7, §III.] 

At one level, this requirement is simply jurisdictional: federal regulation of trademarks is founded on Congress’s power to regulate interstate commerce. Thus, “use in commerce” is the necessary prerequisite to the invocation of federal power.[footnoteRef:165] Indeed, the term “commerce” is defined in Section 45 as “all commerce which may be lawfully regulated by Congress.”[footnoteRef:166] As the Supreme Court has noted in another trademark context, that definition is extremely broad.[footnoteRef:167] The critical issue for our purposes is distinguishing between those uses that are “commercial” in the sense intended by Section 43(c)(1), and the presumably overlapping, but narrower, group of uses considered “noncommercial” in the sense intended by Section 43(c)(3)(C).[footnoteRef:168] [165: See Trade-Mark Cases, 100 U.S. 82, 96–98 (1879) (holding federal trademark statute unconstitutional, citing lack of interstate commerce requirement).]  [166: 15 U.S.C. §1127 (definition of commerce).]  [167: See Steele v. Bulova Watch Co., 344 U.S. 280, 283, 95 USPQ 391 (1952).]  [168: As discussed below, if “noncommercial use” is simply another way of saying “those uses not encompassed by use in commerce,” then the exclusion serves no functional purpose. Therefore, it must be assumed that what is intended is that some “uses in commerce” will also be considered “noncommercial uses.” It is also worth noting that the entire phrase “use in commerce” is the subject of a separate definition in §45. That phrase “means the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark.” 15 U.S.C. §1127 (definition of use in commerce). This definition has caused its own interpretive problems, as discussed later in this section.] 

The Ninth Circuit issued a significant opinion applying the noncommercial use exclusion and comparing it to the requirement of a “commercial use in commerce,” which was the operative phrase used in Section 43(c)(1) prior to the TDRA. In Mattel, Inc. v. MCA Records, Inc.,[footnoteRef:169] the court affirmed the district court’s dismissal of a dilution claim relating to a song called “Barbie Girl,” distributed by the defendants. The song made fun of Barbie dolls and all that they symbolize. The most significant analytical aspect of the Ninth Circuit’s opinion is its discussion of the apparent “conundrum” caused by the statutory language. Many courts treated the two parts of the statute (commercial use in commerce and noncommercial use) as essentially stating two sides of the same thing. However, as the Ninth Circuit noted, if the exclusion is to have real meaning, it should be possible for a use to be “commercial” under Section 43(c)(1) and yet be “noncommercial” for purposes of the statutory exclusion.[footnoteRef:170] Otherwise, either the “commercial use” portion would be read overly narrowly or the statute would threaten First Amendment rights. [169: 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003).]  [170: Id. at 904. At that time, the statutory exclusion was codified at 15 U.S.C.
§1125(c)(4)(B).] 

In Mattel, the court held that the distribution of recordings constituted a “commercial use in commerce” of the Barbie mark by the defendants. But the court then held that the noncommercial use exclusion applied to this use. Although the literal language of the statute might lead one to conclude that the two phrases have the same meaning, the court was unwilling to reach what it called “an absurd, and perhaps unconstitutional, result,” and so it looked to the legislative history for guidance.[footnoteRef:171] The court found that the noncommercial use exemption was inserted to uphold First Amendment rights.[footnoteRef:172] The legislative history of the statute demonstrated that Congress did not want the FTDA to be used to stifle expressions of criticism or parody. Therefore, the use fell within the exclusion. The court further noted that the defendant’s use would not be considered commercial speech, and thus would be fully protected by the First Amendment.[footnoteRef:173] The Ninth Circuit reaffirmed its view a year later in another case involving the Barbie mark.[footnoteRef:174] [171: Id. at 905 (quoting Green v. Bock Laundry Mach. Co., 490 U.S. 504, 527 (1989) (Scalia, J., concurring)).]  [172: Id.]  [173: Id. at 906 (citing Hoffman v. Capital Cities/ABC, Inc., 255 F.3d 1180, 1184, 59 USPQ2d 1363 (9th Cir. 2001)).]  [174: Mattel, Inc. v. Walking Mountain Prods., 353 F.3d 792, 812, 69 USPQ2d 1257 (9th Cir. 2003) (pictures of Barbie dolls with household appliances and in sexually suggestive poses).] 

Perhaps the most important aspect of the Mattel opinion is its clarification of the role of the noncommercial use exclusion. As the Ninth Circuit notes, there ought to be cases in which a “commercial” use is made of the famous mark which is nevertheless “noncommercial” for purposes of the exemption. By separating the two concepts, the court has made the analysis of the noncommercial exemption much clearer.[footnoteRef:175] A commercial use is not automatically commercial speech. The Fourth Circuit apparently agrees with this analysis. In Radiance Foundation, Inc. v. NAACP,[footnoteRef:176] the court of appeals, addressing the noncommercial use exclusion, stated: “The term “noncommercial” refers to the First Amendment commercial speech doctrine.”[footnoteRef:177] It went on to address the noncommercial use exclusion in terms of whether the speech in question was commercial speech.[footnoteRef:178] [175: Other courts, however, continued to conflate the “commercial use in commerce” analysis with the “noncommercial use” analysis. E.g., TMI, Inc. v. Maxwell, 368 F.3d 433, 437–38, 70 USPQ2d 1630 (5th Cir. 2004) (finding defendant’s “cybergriping” site, which used plaintiff’s trademarked name, not a commercial use, but also citing Mattel).]  [176: 786 F.3d 316, 330, 114 USPQ2d 1772 (4th Cir. 2015).
]  [177: Id. at 331.
]  [178: Id. at 331–32. The Ninth Circuit has maintained its interpretation of the noncommercial use exclusion. In V.I.P. Prods., LLC v. Jack Daniel’s Props., Inc., 953 F.3d 1170 (9th Cir. 2020), rev’d on other grounds, 599 U.S. 140 (2023), the issue was whether a dog toy that parodied a Jack Daniel’s bottle was within this exclusion. The Ninth Circuit held that it was. Although the use of the Jack Daniel’s mark promoted a commercial product, it also constituted a humorous expression. Id. at 1176. Thus, it was not commercial speech and the dilution claim was dismissed. However, the Supreme Court reversed, holding that the noncommercial use exclusion did not apply where the offending use was as a trademark. 599 U.S. at 161–62. 
] 

Several other pre-TDRA cases adopted the Ninth Circuit’s reasoning. The U.S. District Court for the Northern District of Ohio relied on the Mattel opinion and rejected a dilution claim (as well as other claims) brought by the insurance company AFLAC against an Ohio gubernatorial candidate.[footnoteRef:179] The plaintiff (AFLAC) had aired several popular commercials featuring a duck that squawks “AFLAC!” at various points in the commercial. The Democratic gubernatorial candidate created a series of campaign “commercials” featuring a cartoon duck, whose head was replaced by the head of the Republican incumbent, Robert Taft. In response to various comments by another character, the duck would respond “TaftQuack!” in a style mimicking the AFLAC! sound made by the duck in the AFLAC commercials. The campaign commercials were featured on a website (www.taftquack.com), which also solicited campaign contributions. Although the court found that the solicitation made the website a “commercial use in commerce,” it also found that the commercials were protected from liability by the noncommercial use exclusion.[footnoteRef:180] [179: American Family Life Ins. Co. v. Hagan, 266 F. Supp. 2d 682, 64 USPQ2d 1865 (N.D. Ohio 2002).]  [180: Id. at 696–701.] 

In another case involving a political campaign, a district court in New York rejected dilution claims under both the FTDA and New York law, relating to the use by the Ralph Nader 2000 presidential campaign of an advertisement parodying the “Priceless” series of advertisements run by MasterCard.[footnoteRef:181] Citing the Hagan case, discussed above, the court held that the Nader ads were a noncommercial use, even though they might have assisted the fundraising activities of the Nader campaign, noting that the exemption was intended to protect political speech from liability.[footnoteRef:182] As in Mattel, the court distinguished uses that are “in commerce” for purposes of infringement from “noncommercial uses,” which are exempt from FTDA (and TDRA) claims.[footnoteRef:183] [181: MasterCard Int’l, Inc. v. Nader 2000 Primary Comm., Inc., 70 USPQ2d 1046, 1048, 1053–54 (S.D.N.Y. 2004).]  [182: Id. at 1054.]  [183: Id. at 1053–54. New York’s dilution law does not include a “noncommercial use” exclusion. However, the court granted summary judgment on MasterCard’s claim under New York law as well, stating that there was no evidence of any likelihood of dilution by either blurring or tarnishment. Id. at 1055. Accord Griffith v. Fenrick, 486 F. Supp. 2d 848, 853 (W.D. Wis. 2007) (political candidate for sheriff who changed name to Andy Griffith is within the noncommercial use exclusion).] 

A more recent case (since reversed on appeal) illustrates the danger of conflating “use in commerce” with “commercial use.” In Radiance Foundation, Inc. v. NAACP,[footnoteRef:184] a district court rejected the application of the noncommercial use exclusion where the offending use was “National Association for the Abortion of Colored People” in an article on an organization’s website. The court noted that the website contained requests for donations and thus the use was “in connection with the offering for sale of [the organization’s] services” (which could make it a use in commerce).[footnoteRef:185] The court went on to say: [184: 25 F. Supp. 3d 865, 111 USPQ2d 1863 (E.D. Va. 2014), vacated and remanded, 786 F.3d 316, 114 USPQ2d 1772 (4th Cir. 2015).
]  [185: Id. at 898–99.
] 

While the politically-driven speech is protectable under the First Amendment, the absence of an economic motivation for the speech does not preclude a finding that the mark was used in commerce.[footnoteRef:186] [186: Id. at 898 (emphasis added).
] 

Moreover, the court began its analysis of noncommercial use by looking (“in the absence of a definition of ‘noncommercial use’”) to the definition of “use in commerce.”[footnoteRef:187] It appears, then, that the court equated use in commerce with “commercial use,” an interpretation that would render the exclusion superfluous. However, this case was reversed on appeal to the Fourth Circuit, with the court of appeals analyzing whether the speech in question was commercial speech, and noting that the article in which the offending use appeared did not solicit donations—thus separating the commercial aspects from the speech aspects.[footnoteRef:188] [187: Id.
]  [188: 786 F.3d at 331–32.
] 

Although courts often mistakenly conflate the issue with noncommercial use, there is a separate issue regarding what constitutes an actionable “use” in commerce. This issue of actionable use can cause difficult interpretive problems, especially if courts are not careful to distinguish it from the noncommercial use issue. This problem was on display in Ford Motor Co. v. GreatDomains.com, Inc.[footnoteRef:189] One defendant, Great Domains, operated a site on the Internet where people could auction domain names.[footnoteRef:190] The other defendants were registrants of various domain names offered for auction on the website,[footnoteRef:191] including 4fordparts.com, jaguar enthusiastsclub.com, and vintagevolvos.com.[footnoteRef:192] The court began by separating the phrase “commercial use in commerce” (which was the prescribed element before the TDRA) into its constituent parts: “commercial,” “use,” and “in commerce.”[footnoteRef:193] That the defendants’ actions were commercial was clear—they were selling or facilitating the sale of the domain names. Similarly, the “in commerce” portion was satisfied, because it clearly was within Congress’s power to regulate sales of Internet domain names.[footnoteRef:194] The “use” portion, however, was problematic. The court held that use requires a use as a trademark “in connection with goods or services.”[footnoteRef:195] It reached this conclusion by reference to the Lanham Act’s definition of “use in commerce,” which refers to placing the mark on goods or using it in advertising or displays connected with services.[footnoteRef:196] This interpretation would bring the Supreme Court’s decision in Jack Daniel’s Properties, Inc. v. VIP Products LLC[footnoteRef:197] into play; requiring a “trademark” use would render the exclusion inapplicable.[footnoteRef:198] Alternately, the court decided that selling domain names containing trademarks does not constitute a use of those marks on goods or services.[footnoteRef:199] At a minimum, the defendant would have to be operating a website using the offending domain name to sell goods and services in order for its activity to constitute a use.[footnoteRef:200] [189: 177 F. Supp. 2d 635, 61 USPQ2d 1718 (E.D. Mich. 2001).]  [190: Id. at 640. Great Domains also would appraise domain names. Id.]  [191: Id.]  [192: Id. at 641.]  [193: Id. at 648.]  [194: Id. at 649.]  [195: Id. But see Rescuecom Corp. v. Google, Inc., 562 F.3d 123, 90 USPQ2d 1287 (2d Cir. 2009) (Google’s AdWords program is a use in commerce).]  [196: 177 F. Supp. 2d at 649.]  [197: 599 U.S. 140 (2023).]  [198: This issue is discussed in §D.1 below.]  [199: Id. at 655.]  [200: Id. The court’s conclusion as to dilution did not foreclose an action under the ACPA. Id. See Chapter 14 for a discussion of the ACPA.] 

Another problem regarding actionable Internet use was raised in Taubman Co. v. Webfeats.[footnoteRef:201] The plaintiff operated a shopping mall called The Shops at Willow Bend. The defendant registered the domain name shopsatwillowbend.com. Originally, the defendant’s website contained information about the mall and its stores, plus a link to the plaintiff’s official website (and a prominent disclaimer).[footnoteRef:202] The defendant’s site also contained links to his girlfriend’s business and his own Web design business site.[footnoteRef:203] However, once the defendant removed the links to the two businesses, with a promise not to recreate them, the Sixth Circuit found the site not to be infringing because there was no use in connection with goods or services offered for sale within the meaning of Section 32 of the Lanham Act.[footnoteRef:204] Although Section 32’s requirement of use in connection with sales of goods and services is not an express part of Section 43(c)(1) (which simply requires a “use … in commerce”), the Great Domains analysis appears to have imported its essence into the analysis of “[commercial] use in commerce.” Unlike the Great Domains decision, the Webfeats decision separates the issue of actionable use from that of noncommercial use—the former being a threshold requirement, while the latter excludes things that would otherwise be actionable. However, the Webfeats court’s analysis is not entirely without analytical melding; it asserted that a use that was not “‘in connection with the sale … or advertising of any goods or services,’ and not likely to cause confusion” would “necessarily [be] protected by the First Amendment.”[footnoteRef:205] [201: 319 F.3d 770, 65 USPQ2d 1834 (6th Cir. 2003).]  [202: Id. at 772.]  [203: Id.]  [204: Section 32, in relevant part, provides that liability for infringement shall attach to:
Any person who shall, without the consent of the registrant
(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion ….
Lanham Act §32(1)(a), 15 U.S.C. §1114(1)(a) (emphasis added). The Sixth Circuit held that the defendant had not violated the italicized portion of the statute; it did not analyze the “commercial use in commerce” language of §43(c)(1). Webfeats, 319 F.3d at 775.]  [205: Id.; see TMI, Inc. v. Maxwell, 368 F.3d 433, 437–38, 70 USPQ2d 1630 (5th Cir. 2004) (finding defendant’s “cybergriping” site, which used plaintiff’s trademarked name, not a commercial use, but also alluding indirectly to First Amendment concerns).] 

The unfortunate conflation of the two rules was evident in Bosley Medical Institute, Inc. v. Kremer,[footnoteRef:206] where the Ninth Circuit held that the defendant’s “gripe” site, www.BosleyMedical.com, was not a commercial use and was not actionable as either infringement or dilution. In doing so, the court defined commercial use in commerce as “use in connection with the sale of goods.”[footnoteRef:207] It found no commercial links on the defendant’s website; a link to a public interest group representing the defendant was deemed not commercial.[footnoteRef:208] An equally problematic decision (though coming to an opposite conclusion), Charles Atlas, Ltd. v. DC Comics, Inc.,[footnoteRef:209] in which the court opined that the issue of “use in commerce” may devolve to whether the use was “for an expressive purpose,”[footnoteRef:210] does not properly address the underlying problem. [206: 403 F.3d 672, 74 USPQ2d 1280 (9th Cir. 2005).]  [207: Id. at 677; see Best W. Int’l, Inc. v. Doe, 2006 U.S. Dist. LEXIS 77942, at *8–9 (D. Ariz. Oct. 24, 2006) (citing Bosley post-TDRA as requiring use “in connection with goods and services”).]  [208: 403 F.3d at 678. But cf. Compana, LLC v. Aetna, Inc., 2006 WL 829111, at *5, 2006 BL 43484 (W.D. Wash. Mar. 27, 2006) (finding issues of fact regarding commercial use involving a domain name registrar alleged to have also resold domain names and participated in redirecting potential consumers to competitors’ websites).]  [209: 112 F. Supp. 2d 330, 56 USPQ2d 1176 (S.D.N.Y. 2000).]  [210: Id. at 336. In this case, the court discussed the issue of commercial use in the context of confusion, but seemingly blended the trademark dilution claim into the same analysis. See id. at 341 & n.18 (same considerations that lead to denial of Lanham Act claim lead to denial of, inter alia, New York dilution claim).] 

Moreover, the issue of the proper scope of actionable “use” and its relation to the Lanham Act definition of use in commerce was complicated by the Second Circuit’s opinion in Rescuecom Corp. v. Google, Inc.[footnoteRef:211] In Rescuecom, the court held that Google’s AdWords program, which permits competitors to “purchase” a word (including a trademark) in order to display competitive ads in response to user searches, was a “use in commerce.” The court rejected the proposition that Google had to use the plaintiff’s mark as a trademark in order for its actions to be considered a use in commerce. And the court went even further, albeit in dicta. In an appendix to its decision, the court called into question the application of the Lanham Act’s definition of the phrase in infringement cases (as opposed to registration cases).[footnoteRef:212] Rather, the court opined, a broader definition of “commerce” was appropriate in infringement (and, possibly, dilution) cases.[footnoteRef:213] Because the TDRA no longer refers to a “commercial use in commerce,” instead simply referring to a “use … in commerce,” the Second Circuit’s interpretation of the phrase “use in commerce” undoubtedly will be influential in dilution cases involving the Internet. However, it should not be read to limit the scope of the noncommercial use exclusion, which assumes an actionable use.[footnoteRef:214] [211: 562 F.3d 123, 90 USPQ2d 1287 (2d Cir. 2009).
]  [212: Id. at 139–140.]  [213: Id. Rescuecom did not involve a mere registration of a domain name, so it could be argued that registration is distinguishable from “use.” See also NBBJ East Ltd. P’ship v. NBBJ Training Acad., Inc., 201 F. Supp. 2d 800, 806 (S.D. Ohio 2001) (noting the broad definition of the word “commerce”).]  [214: See National Bus. Forms & Printing, Inc. v. Ford Motor Co., 671 F.3d 526, 536, 101 USPQ2d 1746 (5th Cir. 2012) (commercial printer who prints offending decals for customer does not engage in actionable “use” under TDRA). The issue of actionable use was sidestepped by the Fourth Circuit in Rosetta Stone, Ltd. v. Google, Inc., 676 F.3d 144, 168–170, 102 USPQ2d 1473 (4th Cir. 2012). This issue is discussed further in Chapter 9, §IV.] 

A related aspect of the actionable use issue is the problem that occurs when either the famous mark or the offending use is aimed at overseas customers and the other party has an Internet website containing the mark at issue. This is illustrated in Cable News Network, L.P. v. cnnews.com,[footnoteRef:215] where the owner of the CNN mark brought an in rem ACPA action against a Chinese website, cnnews.com, which provided news service primarily to a Chinese-speaking audience.[footnoteRef:216] Although the court referred to the “use in commerce” definition in Section 45 of the Lanham Act, it did not focus on the use requirement, focusing instead on the “in commerce” issue.[footnoteRef:217] In this case, the offending site was aimed at Chinese users, not users in the United States; nevertheless, the court found it to have a substantial effect on U.S. commerce.[footnoteRef:218] It noted the international nature of the Internet, the international renown of the CNN mark, and the existence of “a not insubstantial number” of Chinese speaking people in the U.S.[footnoteRef:219] Finally, the court’s order under the ACPA would be aimed at a registrar located in the United States, not abroad.[footnoteRef:220] [215: 177 F. Supp. 2d 506, 61 USPQ2d 1331 (E.D. Va. 2001), aff’d in part, vacated in part, 56 F. App’x. 599, 66 USPQ2d 1057 (4th Cir. 2003) (unpublished opinion).]  [216: Id. at 512–13. Not all of its services were in the Chinese language, however. Id. at 513.]  [217: Id. at 517 (“other circuits have reached the sensible conclusion that the term ‘use in commerce’ under the Lanham Act ‘denotes Congress’s authority under the Commerce Clause rather than an intent to limit the [Lanham] Act’s application to profit making activity’ ”) (footnote citation omitted).]  [218: Id. at 517–18.]  [219: Id. at 517.]  [220: Cf. Barcelona.com, Inc. v. Excelentisimo Ayuntamiento de Barcelona, 189 F. Supp. 2d 367, 371–74 (E.D. Va. 2002) (allowing ACPA claim by owner of a foreign trademark against a U.S. domain name registrant), rev’d, 330 F.3d 617, 67 USPQ2d 1025 (4th Cir. 2003) (district court erred by not applying U.S. law to issues raised by domain name owner).] 

It is to be hoped that United States courts will tread cautiously when applying U.S. trademark laws to international situations. The mere availability of international access to the Internet should not be deemed a sufficient basis to assert U.S. jurisdiction over all Internet-related disputes.[footnoteRef:221] Dilution cases, in particular, pose a problem for the international application of trademark law because they dispense with a requirement of likelihood of confusion. Protecting the international goodwill of the mark of a company from actions taken abroad and essentially not seen by U.S. citizens may not be an appropriate matter for a U.S. court. [221: See, e.g., Cybersell, Inc. v. Cybersell, Inc., 130 F.3d 414, 44 USPQ2d 1928 (9th Cir. 1997); Enterprise Rent-A-Car Co. v. Stowell, 137 F. Supp. 2d 1151, 1156 (E.D. Mo. 2001). See also Chapter 12, §III.] 

IV.C. 	Noncommercial Use and the Contours of Commercial Speech
If, as Congress appears to have intended, the parameters of the noncommercial use exclusion are framed by the constitutional “commercial speech” doctrine, one must examine that doctrine as well to understand this exclusion. It is also important to understand that one can use a mark in a manner that can be described as “commercial” while communicating a message that would be considered noncommercial speech, and thus subject to this exclusion.[footnoteRef:222] [222: This issue is discussed above in §IV.B.] 

It is not clear what Congress understood to be the precise contours of commercial speech when it enacted the FTDA or the TDRA.[footnoteRef:223] It is evident that Congress understood the commercial speech doctrine to give less protection to commercial speech than is given to other forms of speech. However, the commercial speech doctrine has not been static. Some members of the Supreme Court have advocated abandoning the doctrine altogether and granting commercial speech full First Amendment protection.[footnoteRef:224] In 2001, the Court stuck to its two-decades-old framework, but did not heartily endorse it.[footnoteRef:225] [223: There is some indication that the drafters of the TDRA had a better idea of what they thought were the parameters of commercial speech. Paul Alan Levy, The Trademark Dilution Revision Act—A Consumer Perspective, 16 FORD. INTELL. PROP. MEDIA & ENT. L.J. 1189, 1209–10 (2006) (noting that the elimination of the noncommercial use exclusion appeared aimed at a speech-protective opinion interpreting that exclusion from the Ninth Circuit).]  [224: 44 Liquormart, Inc. v. Rhode Island, 517 U.S. 484, 517 (1996) (Scalia, J., concurring in part, concurring in the judgment); id. at 518 (Thomas, J., concurring in part, concurring in the judgment); see id. at 510–14 (joint opinion of Stevens, Kennedy, and Ginsburg, JJ.) (casting doubt on the commercial speech analysis of Posadas de Puerto Rico Assocs. v. Tourism Co. of Puerto Rico, 478 U.S. 328 (1986)).]  [225: Lorillard Tobacco Co. v. Reilly, 533 U.S. 525, 553–55 (2001). The Supreme Court accepted, then declined, an opportunity to clarify the commercial speech doctrine in the unfair competition context. The Court was asked to decide whether certain representations made by a corporation were “commercial speech” and thus regulable under state unfair practices statutes. Kasky v. Nike, Inc., 27 Cal. 4th 939, 119 Cal. Rptr.2d 296, 45 P.3d 243 (2002), cert. granted, 537 U.S. 1099 (2003). The California Supreme Court had ruled that the statements were commercial speech, appearing to take a broader view of commercial speech than the one taken by the Ninth Circuit in Hoffman v. Capital Cities/ABC, Inc., 255 F.3d 1180, 59 USPQ2d 1363 (9th Cir. 2001). However, after granting certiorari and hearing argument, the Supreme Court dismissed certiorari as improvidently granted. Nike, Inc. v. Kasky, 539 U.S. 654, 67 USPQ2d 1001 (2003). Even if the contours of the commercial speech doctrine change, that does not necessarily eliminate protection for “commercial” uses of a famous trademark. In Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003), the court noted in a footnote that although commercial speech may not fall within the noncommercial use exclusion, it may still claim protection under the First Amendment. Id. at 905 n.7 (dictum).] 

Because commercial speech is given less protection than noncommercial speech, it is important to determine how to draw the line between commercial and noncommercial speech. Just because the defendant sells a product or service does not, by itself, make the use in question “commercial speech.”[footnoteRef:226] Beyond that, things are murkier, and opinions are not consistent. [226: New York Times Co. v. Sullivan, 376 U.S. 254, 266 (1964).] 

In a case analogous to trademark law, the Ninth Circuit found the commercial speech doctrine inapplicable even in an arguably commercial context. Hoffman v. Capital Cities/ABC, Inc.[footnoteRef:227] was a suit by actor Dustin Hoffman against Los Angeles Magazine brought after the magazine used a computer-generated picture of Hoffman, showing his head and a background scene as it appeared when Hoffman played the lead role in the movie Tootsie,[footnoteRef:228] together with a body double wearing a different gown and shoes.[footnoteRef:229] The picture appeared in a story about Hollywood in the magazine. However, the caption identified both the designer of the gown and the designer of the shoes.[footnoteRef:230] The shoe designer, Ralph Lauren, also advertised in the magazine, and a “Shopper’s Guide” in the back of the magazine listed the prices of the items and stores where they could be bought.[footnoteRef:231] Although the district court found this to be a commercial use, the Ninth Circuit disagreed and reversed.[footnoteRef:232] The court stated that “[a]ny commercial aspects are ‘inextricably intertwined’ with expressive elements,” including comments on the film and the actors, as well as the fashion photography contained in the article.[footnoteRef:233] Moreover, the court rejected the district court’s determination that the use of the article, and this photograph, was commercial speech because it was intended to attract attention to (and sell copies of) the magazine.[footnoteRef:234] The ruling was based on the court’s core principle that commercial speech is speech that “does no more than propose a commercial transaction.”[footnoteRef:235] [227: 255 F.3d 1180, 59 USPQ2d 1363 (9th Cir. 2001).]  [228: Hoffman’s character dressed up as a woman to obtain a part in a television show.]  [229: Id. at 1182.]  [230: Id.]  [231: Id. at 1185.]  [232: Id. at 1184.]  [233: Id. at 1185.]  [234: Id. at 1186 (“While there was testimony that the Hollywood issue and the use of celebrities was intended in part to ‘rev up’ the magazine’s profile, that does not make the fashion article a purely ‘commercial’ form of expression.”).]  [235: Id. at 1185 (quoting Bolger v. Young’s Drug Prods. Corp., 463 U.S. 60, 66 (1983)).] 

Similarly, in Mattel, Inc. v. MCA Records, Inc.,[footnoteRef:236] which did include a dilution claim, the Ninth Circuit held that although recordings of the song “Barbie Girl” constituted a “commercial use” of the Barbie mark, they were not commercial speech.[footnoteRef:237] Again, the “does no more than propose a commercial transaction” test was central to the decision. [236: 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003).]  [237: See also Mattel, Inc. v. Walking Mountain Prods., 353 F.3d 792, 812, 69 USPQ2d 1257 (9th Cir. 2003) (pictures of Barbie dolls with household appliances and in sexually suggestive poses); Sporting Times, LLC v. Orion Pictures Corp., 291 F. Supp. 3d 817, 826–27 (W.D. Ky. 2017) (dismissing dilution claim as noncommercial use in a movie scene and applying the Ninth Circuit’s test in Mattel ); Smith v. Wal-Mart Stores, Inc., 537 F. Supp. 2d 1302, 1339–40, 86 USPQ2d 1835 (N.D. Ga. 2008) (T-shirts sold with Walocaust and Wal-Qaeda logos parodying Wal-Mart logo). But cf. Pfizer, Inc. v. Sachs, 652 F. Supp. 2d 512, 524–25, 92 USPQ2d 1835 (S.D.N.Y. 2009) (rejecting First Amendment defense to infringement and dilution claims where defendant’s use of plaintiff’s Viagra mark on a missile was to promote defendant’s advertising services).] 

In Radiance Foundation, Inc. v. NAACP,[footnoteRef:238] the Fourth Circuit discussed the noncommercial use exclusion in the context of what constitutes commercial speech. The district court had rejected the noncommercial use exclusion because Radiance’s website contained appeals for donations.[footnoteRef:239] However, the Fourth Circuit reversed, applying the exclusion. Regarding commercial speech, the court began by defining commercial speech as “‘speech that does no more than propose a commercial transaction,’”[footnoteRef:240] which is consistent with the Ninth Circuit’s approach. It went on to cite its own multipart test for whether speech is commercial: [238: Id. at 331.
]  [239: Id. at 332.
]  [240: Id. at 331 (quoting Harris v. Quinn, 134 S. Ct. 2618, 2639 (2014)).
] 

In determining whether speech is commercial, we consider several factors: (1) whether the speech is an advertisement; (2) whether speech refers to specific products or services; (3) whether the speaker has an economic motivation for the speech; and (4) “the viewpoint of the listener,” i.e. whether the listener would perceive the speech as proposing a transaction. … The factors are cumulative, but, again, the absence of any particular element does not necessarily render the speech noncommercial.[footnoteRef:241] [241: Id. at 331–32.
] 

Applying this test to the use in question, it noted that the reference to the NAACP as the “National Association for the Abortion of Colored People” was contained in an article on Radiance’s website, and that the article was separate from any requests for donations contained on the website.[footnoteRef:242] Thus, the article was not an advertisement and was not commercial speech.[footnoteRef:243] [242: Id. at 332.
]  [243: Id.
] 

However, not all courts have embraced the Ninth Circuit’s view of the parameters of commercial speech. For example, the Eighth Circuit appears to use a three-part test: “if it is an advertisement, if it refers to a specific product or service, and the economic motivation of the speaker.”[footnoteRef:244] This test would put many more uses into the more regulable “commercial speech” category than the Ninth Circuit’s test. [244: Dryer v. National Football League, 689 F. Supp. 2d 1113, 1117 (D. Minn. 2010) (citing Porous Media Corp. v. Pall Corp., 173 F.3d 1109, 1120, 50 USPQ2d 1419 (8th Cir. 1999)).
] 

The differences among the tests used by various circuits can lead to different interpretations of the noncommercial use exclusion. For example, in American Dairy Queen v. New Line Productions, Inc.,[footnoteRef:245] where a district court in the Eighth Circuit imposed liability on the producer of a movie entitled Dairy Queens, the title of the movie almost certainly would be deemed noncommercial expression by the Ninth Circuit. Similarly, it would be difficult to square the Ninth Circuit’s holding in Hoffman with the Eighth Circuit’s decision that the parody advertisement of Michelob Oily in the Balducci case was a “commercial” use.[footnoteRef:246] Note that the question is not whether the speech at issue could be regulated consistent with ordinary First Amendment principles. Rather, the question is whether or not the speech tips the balance towards “commercial speech.” This is important because the history of the FTDA and TDRA shows that the noncommercial use exclusion is defined according to this division, not necessarily according to whether the speech is regulable under other constitutional principles.[footnoteRef:247] [245: 35 F. Supp. 2d 727 (D. Minn. 1998).]  [246: See Anheuser-Busch, Inc. v. Balducci Publ’ns, 28 F.3d 769, 31 USPQ2d 1296 (8th Cir. 1994). However, as noted above, the Eighth Circuit uses a less stringent test to distinguish commercial from noncommercial speech than does the Ninth Circuit.]  [247: Cf. Comedy III Prods., Inc. v. Saderup, 25 Cal. 4th 387, 106 Cal. Rptr.2d 126, 21 P.3d 797, 58 USPQ2d 1823 (2001) (holding that California’s right-of-publicity law could be applied to a case where an artist does not add “significant transformative elements” to lithographs depicting celebrities, even though the lithographs are not considered commercial speech), cert. denied, 534 U.S. 1078 (2002).] 

Although not heavily relied on by lower courts in more recent cases, the Supreme Court’s opinion in San Francisco Arts & Athletics, Inc. v. United States Olympic Committee (SFAA)[footnoteRef:248] is also important to note. The Court upheld a statute granting the United States Olympic Committee (USOC) the exclusive rights to the word “Olympic” “for the purposes of trade, to induce the sale of any goods or services, or to promote any theatrical exhibition, athletic performance, or competition.”[footnoteRef:249] As the Court’s opinion acknowledged, the right granted by the statute is analogous to the rights granted by a trademark dilution statute, because it precludes even nonconfusing uses of Olympic without permission.[footnoteRef:250] Thus, the Court clearly believed that dilution protection, at least in some contexts, is permitted by the First Amendment. More recently, the Court cited to SFAA approvingly when upholding a section of the Lanham Act against a First Amendment challenge.[footnoteRef:251] [248: 483 U.S. 522, 3 USPQ2d 1145 (1987).]  [249: Amateur Sports Act §10, 36 U.S.C. §380.]  [250: See 483 U.S. at 539 (“[Congress] also could determine that unauthorized uses, even if not confusing, nevertheless may harm the USOC by lessening the distinctiveness and thus the commercial value of the marks.” (citation omitted)).]  [251: Vidal v. Elster, 602 U.S. 286, 306–07 (2024).] 

In SFAA, the defendant was promoting the Gay Olympic Games and claimed that the statute was suppressing expressive speech.[footnoteRef:252] However, the Court stated that the statute did not prevent SFAA “from conveying its message,” noting that the athletic event was eventually held under a modified name,[footnoteRef:253] and that the effect on expression was only “incidental to the primary Congressional purpose.”[footnoteRef:254] The opinion contains broad language supporting the protection of the USOC’s rights against misappropriation by others.[footnoteRef:255] However, the Court also pointedly referred to the commercial speech underpinnings of the case, specifically referring to the limitation of the statute to commercial activities and promotion.[footnoteRef:256] Although the Court has not disavowed the commercial speech precedents cited in SFAA, the opinion should be read together with the Court’s more recent commercial speech precedents cited above, which are more protective of commercial speech.[footnoteRef:257] And, as noted previously, the noncommercial speech exemption seems to turn on the commercial/noncommercial distinction, not on whether the speech could be regulated by Congress. Moreover, somewhat in contrast to SFAA, one must consider the Supreme Court’s more recent decision in Matal v. Tam,[footnoteRef:258] where the Court struck down the Lanham Act’s bar to registration of disparaging marks as violative of the First Amendment.[footnoteRef:259] In an opinion for four Justices, Justice Alito found the ban would violate even the lower scrutiny given to commercial speech.[footnoteRef:260] Four other Justices found that commercial speech cannot protect viewpoint discrimination.[footnoteRef:261] That suggests that dilution by tarnishment, at least, may be more heavily scrutinized in the future, and that categorizing it as commercial speech may not prevent it from being protected by the First Amendment.[footnoteRef:262] In addition, in Iancu v. Brunetti,[footnoteRef:263] the Court struck down the bar to registering “immoral or scandalous” marks, further indicating that tarnishment claims will be carefully scrutinized to determine whether dilution is being used to cut off a particular viewpoint. [252: 483 U.S. at 535.]  [253: Id. at 536. When the suit was in progress, the games were renamed simply Gay Games I. Id.]  [254: Id.]  [255: Id. at 539–40. The Court even cited and quoted the well-known case of International News Service v. Associated Press, 248 U.S. 215, 239–40 (1918). 483 U.S. at 532, 540.]  [256: See 483 U.S. at 535, 539–40. The Court also cited its commercial speech precedents. Id. at 535 & n.9.]  [257: Justice Brennan dissented vigorously in SFAA, joined only by Justice Marshall. See id. at 548 (Brennan, J., dissenting).]  [258: 582 U.S. 218 (2017).
]  [259: Id. at 223.
]  [260: Id. at 243–47 (opinion of Alito, J.). The Court’s current commercial speech doctrine is guided by Central Hudson Gas & Electric Corp. v. Public Service Commission of N.Y., 447 U.S. 557 (1980), although, as noted above, several Justices have expressed disagreement with the Central Hudson analysis.
]  [261: Tam, 582 U.S. at 250–53 (Kennedy, J., concurring).
]  [262: The implications of Tam are discussed below in §IV-A of this chapter.
]  [263: 588 U.S. 388 (2019).] 

Regardless of the test used to denominate commercial speech, it is important to remember that the noncommercial use exclusion shields any type of noncommercial use, not just certain categories of uses. This distinction appeared to be lost on one court, which denied a motion to dismiss as “premature and speculative” in a case where the plaintiff environmental group used the mark Earth Protectors and claimed that a Walt Disney movie featuring a group called Earth Protectors that committed various evil acts diluted and tarnished the plaintiff’s mark.[footnoteRef:264] The court appeared to believe that only parodies could be deemed “noncommercial uses,” noting that the cases cited by the defendants involved parodies.[footnoteRef:265] Clearly, Congress did not intend to limit noncommercial uses to parodies, and the court should have accounted for this in its opinion.[footnoteRef:266] [264: Davis v. The Walt Disney Co., 2004 WL 1895234, at *6 (D. Minn. Aug. 23, 2004).]  [265: Id.]  [266: In a somewhat odd opinion, an Ohio district court found that a prior Sixth Circuit opinion had not limited dilution to commercial speech, and the district court denied a motion to dismiss on that basis. Moore v. The Weinstein Co., LLC, 2010 U.S. Dist. LEXIS 112587, at *35 (D. Ohio May 12, 2010). However, the case the court referred to, ETW Corp. v. Jireh Publishing, Inc., 332 F.3d 915, 67 USPQ2d 1065 (6th Cir. 2003), barely discussed the dilution claim, disposing of it in a footnote, id. at 923 n.7, and did not have any reason to discuss the noncommercial use exclusion. Thus, the district court in Moore should have considered on its own the extent to which the noncommercial use exclusion shields any use not considered commercial speech.] 

IV.D. 	Judicial Applications of the Noncommercial Use Exclusion
The number of actual applications of the noncommercial use exclusion by courts is relatively small. There are several possible explanations for this. Prior to the TDRA, the requirements of fame and, especially, actual dilution reduced the need to examine this exclusion. Post-TDRA, the fame requirement has been further tightened[footnoteRef:267] and many potential noncommercial uses will be excludable under the fair use exclusion of Section 43(c)(3)(A). Also, it is important to remember, as discussed below, that the Supreme Court’s decision in Jack Daniel’s Properties, Inc. v. VIP Products LLC limits the noncommercial use exclusion to non-trademark uses of the famous mark.[footnoteRef:268] [267: See Chapter 8 for a discussion of the requirement of fame.]  [268: 599 U.S. 140, 161–62 (2023). This decision is discussed in the next section below.] 

In addition, there are several litigation and pre-litigation scenarios that would reduce the number of judicial decisions in this area. First, many potential defendants undoubtedly stop the offending activity upon receipt of a cease-and-desist letter. Only defendants with sufficient resources can afford to litigate the issue with a famous mark owner.[footnoteRef:269] Second, in other situations the famous mark owner may realize that the case clearly involves expressive conduct and choose not to litigate a probably futile case (or choose not to risk adverse publicity for appearing to be a trademark “bully”[footnoteRef:270]). Third, many defendants simply default. Although in theory, a court might refuse to grant a default judgment on the grounds that the use was protected by an exclusion, that is somewhat unlikely to occur unless the applicability of the exclusion is very clear. Finally, in many cases, courts simply find no likelihood of dilution, without resorting to the exclusion.[footnoteRef:271] [269: See William McGeveran, The Trademark Fair Use Reform Act, 90 B.U. L. Rev. 2267, 2269 (2010) (noting that many defendants are unwilling to defend potential suits); Paul Alan Levy, The Trademark Dilution Revision Act—A Consumer Perspective, 16 FORD. INTELL. PROP. MEDIA & ENT. L.J. 1189, 1208 (2006) (discussing the expense of defending trademark suits).]  [270: See Trademark Technical and Conforming Amendment Act of 2010, Pub. L. No. 111-146, 124 Stat. 66 (2010) (requiring Patent & Trademark Office to study trademark bullying); Request for Comments: Trademark Litigation Tactics, USPTO, http://www.uspto.gov/trademarks/litigation_study.jsp (requesting comments).]  [271: See Chapter 9, §II.E.2.b.] 

Litigated cases usually, but not exclusively, fall into one of two categories: (1) parodies, satire, or ridicule using the famous mark; and (2) Internet domain names that contain the famous mark.[footnoteRef:272] Before discussing those categories, however, we must consider the Supreme Court’s interpretation of this provision, which will encompass the next section. The two subsections that follow that discussion will discuss cases in those categories. Subsection IV.E, below, will discuss other possible noncommercial uses. [272: These uses may also be the subject of litigation under the ACPA. Dilution issues relating to the ACPA are discussed in Chapter 14.] 

The Supreme Court’s Decision in the Jack Daniel’s Case
The Supreme Court addressed the noncommercial use exclusion in Jack Daniel’s Properties, Inc. v. VIP Products LLC.[footnoteRef:273] The defendant made dog toys that parodied Jack Daniel’s products—they were shaped like whiskey bottles and had parody labels resembling those on Jack Daniel’s products.[footnoteRef:274] Most of the Court’s opinion dealt with whether it was appropriate to use a separate infringement test in a case involving expressive works where the defendant was using the infringing symbol as a trademark for its own goods. The Court held that a separate test was not appropriate in that situation.[footnoteRef:275] Turning to Jack Daniel’s dilution (by tarnishment) claim, the Court examined the noncommercial use exclusion.[footnoteRef:276] The Court first declined to determine whether the Ninth Circuit was correct that a “ ‘use may be “noncommercial” even if used to sell a product.’”[footnoteRef:277] But, the Court stated, the exclusion “cannot include … every parody or humorous commentary.”[footnoteRef:278] The Court then compared the noncommercial use exclusion with the fair use exclusion which, as the Court noted, does not apply when the diluting use is as a source identifier for the diluter’s own goods.[footnoteRef:279] The Court also noted that the fair use exclusion expressly applies to parodies (as well as criticism and commentary).[footnoteRef:280] From this comparison, the Court concluded that “[g]iven the fair-use provision’s carve-out, parody (and criticism and commentary, humorous or otherwise) is exempt from liability only if not used to designate source.”[footnoteRef:281] The Court further stated that the Ninth Circuit’s “expansive view of the ‘noncommercial use’ exclusion effectively nullifies Congress’s express limit on the fair-use exclusion for parody, etc.”[footnoteRef:282] The Court’s decision thus apparently limits the noncommercial use exclusion to non-trademark uses, like the fair use exclusion. [273: 599 U.S. 140 (2023).]  [274: Id. at 150.]  [275: Id. at 153–156, 159. The alternative test rejected by the Court was promulgated by the Second Circuit in Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989), which, for expressive works, required plaintiff to show that the defendant’s use “‘has no artistic relevance to the underlying work’ or that it ‘explicitly misleads as to the source or the content of the work.’” 599 U.S. at 151, quoting Rogers, 875 F.2d at 999. The Court limited its opinion to the situation where the alleged infringing use was as a trademark, and did not address the use of Rogers in other situations. Id. at 163. See Punchbowl, Inc. v. AJ Press, Inc., 90 F.4th 1022 (9th Cir. 2024) (holding that previous Ninth Circuit precedent regarding the use of Rogers, where the infringing use is as a mark, was overruled by Jack Daniel’s.) 
]  [276: 599 U.S. at 161–62.]  [277: Id. at 161–2, quoting 953 F.3d at 1176.]  [278: Id. at 162. 
]  [279: Id., citing 15 U.S.C. § 1125(c)(3)(A).]  [280: Id.]  [281: Id. (emphasis in original).]  [282: Id.] 

While the Court’s concern that the noncommercial use exclusion could swallow up the fair use exclusion is understandable, its conclusion may have rendered the noncommercial use exclusion (and the exclusion for news reporting and commentary) superfluous. The fair use exclusion is very broad, potentially reaching virtually any kind of expression—the specific uses identified in Section 43(c)(3)(A)(ii) are not exclusive, as the exclusion covers “[a]ny fair use … including use in connection with [the uses specified in subsections (i) and (ii)].”  Moreover, as the Court noted, the fair use exclusion is expressly limited to non-trademark uses; the other two exclusions are not so limited by their terms. Finally, as discussed earlier in this treatise, when Congress amended the statute in 2006, the House wanted to replace the existing exclusions with the fair use one, but the Senate added the news reporting and noncommercial use exclusions back into the statute, and the Senate version prevailed. At least on its face, it would seem that Congress wanted the dilution exclusions to be broader than the fair use exclusion alone. Logically, since the fair use exclusion requires a non-trademark use and the others are silent on this point, that should allow trademark uses to be included in the other exclusions. The Court did not consider what sort of non-trademark uses might be covered by the noncommercial use exclusion but not the fair use one. Perhaps the noncommercial use exclusion includes “unfair” uses? If not, it leaves a provision with no obvious use, which is also anomalous.
IV.D.2. 	Parodies and Noncommercial Use
Prior to the Trademark Dilution Revision Act, only the noncommercial use exclusion protected parodies. As noted in Section II, above, the TDRA substantially revised the original comparative advertising exclusion, replacing it with a more general “fair use” exclusion. Part of the fair use exclusion included specific protection for parodies.[footnoteRef:283] However, the fair use exclusion is somewhat limited. For one thing, it appears only to exclude non-trademark uses. Thus, uses of parodies as marks would not be excluded.[footnoteRef:284] Second, the Section 43(c)(3)(A) exclusion protects only those uses deemed “fair.” By retaining the noncommercial use exclusion in the TDRA, and by specifically restoring it in the face of earlier proposals to replace it with a fair use exclusion, Congress[footnoteRef:285] signaled its intent to retain protection for parodies under the noncommercial use exclusion. Thus, although litigants may assert protection for parodies under Section 43(c)(3)(A) (the fair use exclusion), they can also assert protection under Section 43(c)(3)(C). In addition, satires, which are not mentioned in Section 43(c)(3)(A), can claim protection under Section 43(c)(3)(C). Because of this, the legislative history of and case law interpreting former Section 43(c)(4)(B) continue to be relevant. [283: See Section 43(c)(3)(A)(ii), 15 U.S.C. §1125(c)(3)(A)(ii).]  [284: Cf. Jordache Enters., Inc. v. Hogg Wyld, Ltd., 828 F.2d 1482, 4 USPQ2d 1216 (10th Cir. 1987) (use of Lardashe as mark on clothes for women not tarnishing under New Mexico law); Tommy Hilfiger Licensing, Inc. v. Nature Labs, LLC, 221 F. Supp. 2d 410 (S.D.N.Y. 2002). However, such uses have another problem: if they are trademark uses, it will be difficult to show that they are not commercial uses of the famous mark. Thus, in Louis Vuitton Malletier, S.A. v. Haute Diggity Dog, LLC, 507 F.3d 252, 84 USPQ2d 1969 (4th Cir. 2007), the defendant produced a line of pet toys whose names parodied famous marks—one was a chew toy in the shape of a handbag called Chewy Vuiton. Because the name was used as a trademark for the toy, the Fourth Circuit held that the defendant could not avail itself of the fair use exclusion of §43(c)(3)(A). 507 F.3d at 266. The court did not even address the noncommercial use exclusion; presumably, it thought that the use was “commercial” in that the use promoted the sale of a product. Unless all parodies are deemed noncommercial (because they make fun of the famous mark and thereby have communicative value), such trademark uses ordinarily will be deemed commercial. In New York Yankees Partnership v. IET Products & Services, Inc., 114 USPQ2d 1497 (T.T.A.B. 2015), the TTAB rejected an attempt to use a parody defense to dilution. The applicant was attempting to register THE HOUSE THAT JUICE BUILT and an alteration of the New York Yankees “Tophat” logo with a syringe substituted for a baseball bat as marks. Id. at 1508. The Board apparently categorically rejected the Fourth Circuit’s concept that a parody may preclude dilution, a conclusion that is at least problematic. See id. at 1509–10. That aspect of the Board’s decision is discussed further in Chapter 9, §II.D. See American Express Mktg. & Dev. Corp. v. Gilad Dev. Corp., 94 USPQ2d 1294, 1298 (T.T.A.B. 2010) (denying application of noncommercial use exclusion in opposition proceedings).]  [285: This is particularly true of the Senate. The House would have eliminated the noncommercial use exclusion and replaced it with a fair use exclusion, but it was restored by the Senate.] 

Though helpful, the statements in the legislative history concerning noncommercial use are not conclusive, given the confused state of the law in this area.[footnoteRef:286] Several pre-FTDA cases dealt with trademark parodies, where the case law is somewhat inconsistent. Presumably, Congress meant to incorporate into the FTDA and the TDRA the result in L.L. Bean, Inc. v. Drake Publishers, Inc.,[footnoteRef:287] a prominent case where the First Amendment trumped a state dilution claim. In L.L. Bean, the defendant published a parody of the well-known L.L. Bean catalog, incorporating numerous sexual references.[footnoteRef:288] The parody catalog was contained within an issue of the defendant’s High Society magazine. Reversing a district court decision, the First Circuit held that the First Amendment precluded liability under Maine’s antidilution statute.[footnoteRef:289] The First Circuit found it to be a “noncommercial” use because its purpose was to comment on the values represented by the L.L. Bean mark.[footnoteRef:290] [286: The issue of parodies and dilution is discussed in more detail in Chapter 3, §IV.B.3, and Chapter 9, §II.E.2.c. The legislative history of the noncommercial use exclusion is discussed in §IV.A, above.]  [287: 811 F.2d 26, 1 USPQ2d 1753 (1st Cir.), cert. denied, 483 U.S. 1013 (1987).]  [288: Id. at 26. The parody was called L.L. Beam’s Back-to-School-Sex-Catalog. It may be a trademark use, in which case the noncommercial use exclusion would not apply to that use—not because it is “commercial” but because it is a trademark use. See Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140, 161–63 (2023).]  [289: 811 F.2d at 29–32.]  [290: Id. at 32. However, other parodies involving sex or drugs did not always fare as well under state dilution laws. E.g., American Express Co. v. Vibra Approved Labs. Co., 10 USPQ2d 2006 (S.D.N.Y. 1989); Original Appalachian Artworks, Inc. v. Topps Chewing Gum, Inc., 642 F. Supp. 1031, 231 USPQ 850 (N.D. Ga. 1986); Tetley, Inc. v. Topps Chewing Gum, Inc., 556 F. Supp. 785, 217 USPQ 1128 (E.D.N.Y. 1983); Pillsbury Co. v. Milky Way Prods., Inc., 215 USPQ 124, 134–35 (N.D. Ga. 1981); Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183, 175 USPQ 56 (E.D.N.Y. 1972).] 

From L.L. Bean, it can be inferred that “noncommercial” does not mean that no money is made on the parody. Moreover, it is clear from many non-dilution cases that the fact that something is sold does not per se make it commercial speech.[footnoteRef:291] A good illustration of this is a right-of-publicity case, Cardtoons, L.C. v. Major League Baseball Players Ass’n.[footnoteRef:292] Cardtoons involved the sale of parody baseball trading cards. The sales were challenged as a violation of Oklahoma’s right of publicity. The Tenth Circuit held that the cards were protected by the First Amendment. In its opinion, the court stated that the fact that the cards were sold for a profit did not remove them from First Amendment protection.[footnoteRef:293] [291: See New York Times Co. v. Sullivan, 376 U.S. 254, 266 (1964); Hoffman v. Capital Cities/ABC, Inc., 255 F.3d 1180, 1184–86, 59 USPQ2d 1363 (9th Cir. 2001); Cardtoons, L.C. v. Major League Baseball Players Ass’n, 95 F.3d 959, 970, 39 USPQ2d 1865 (10th Cir. 1996), cert. denied, 531 U.S. 873 (2000).
]  [292: 95 F.3d 959.]  [293: Id. at 970.] 

Several cases dealing with the issue of parodic noncommercial use under the FTDA seem to be consistent with the L.L. Bean approach. A good example is Mattel, Inc. v. MCA Records, Inc.,[footnoteRef:294] where Mattel sued the record company and band that produced a song called “Barbie Girl.”[footnoteRef:295] Mattel alleged various trademark claims, including dilution. Mattel objected to the lyrics, which it claimed created a less-than-wholesome association with Barbie dolls.[footnoteRef:296] The district court, however, found that the defendants’ use fell within the noncommercial use exclusion.[footnoteRef:297] Citing L.L. Bean, the court noted that the song lyrics were intended to parody the values of Barbie “rather than to sell knock-off Barbie products.”[footnoteRef:298] And the court held that the possible tarnishing association with the plaintiff’s mark did not avoid the exclusion. Indeed, the court indicated that the First Amendment would require such a defense, even if the FTDA did not.[footnoteRef:299] [294: 28 F. Supp. 2d 1120 (C.D. Cal. 1998), aff’d, 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003).]  [295: Id. at 1125.]  [296: Id. at 1155.]  [297: Id. at 1156.]  [298: Id.]  [299: Id.] 

On appeal, the Ninth Circuit affirmed, also finding the use to be within the noncommercial use exclusion.[footnoteRef:300] The court found that the noncommercial use exclusion was inserted to uphold First Amendment rights.[footnoteRef:301] The legislative history of the statute demonstrated that Congress did not want the FTDA to be used to stifle expressions of criticism or parody. Therefore, the use fell within the exclusion. The court further noted that the defendant’s use would not be considered commercial speech and thus would be fully protected by the First Amendment.[footnoteRef:302] [300: Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003).]  [301: Id. at 905.]  [302: Id. at 906 (citing Hoffman v. Capital Cities/ABC, Inc., 255 F.3d 1180, 1184, 59 USPQ2d 1363 (9th Cir. 2001)); accord Mattel, Inc. v. Walking Mountain Prods., 353 F.3d 792, 812, 69 USPQ2d 1257 (9th Cir. 2003) (pictures of Barbie dolls with household appliances and in sexually suggestive poses); Griffith v. Fenrick, 486 F. Supp. 2d 848, 853 (W.D. Wis. 2007) (political candidate for sheriff who changed name to Andy Griffith was within the noncommercial use exclusion); MasterCard Int’l, Inc. v. Nader 2000 Primary Comm., Inc., 70 USPQ2d 1046, 1048, 1053–54 (S.D.N.Y. 2004); American Family Life Ins. Co. v. Hagan, 266 F. Supp. 2d 682, 696–701, 64 USPQ2d 1865 (N.D. Ohio 2002).] 

Mattel was followed in a post-TDRA case (which did not cite a specific exclusion) in which the animated television show Family Guy used the Charwoman character from the Carol Burnett Show (and referred to actress Carol Burnett) as a means of parodying her and what she represented.[footnoteRef:303] Similarly, in Smith v. Wal-Mart Stores, Inc.,[footnoteRef:304] the court held that the sale of T-shirts with various messages parodying Wal-Mart (such as Wal-Qaeda and Walocaust) were not commercial speech, despite the partial economic motivation involved. Again, the court did not specifically cite the noncommercial use exclusion but used the general principles enunciated in Mattel.[footnoteRef:305] [303: Burnett v. Twentieth Century Fox Film Corp., 491 F. Supp. 2d 962, 974 (C.D. Cal. 2007). It is not clear from the opinion whether the court considered the TDRA amendments at all.]  [304: 537 F. Supp. 2d 1302, 86 USPQ2d 1835 (N.D. Ga. 2008).]  [305: Id. at 1339–40 (noting that economic gain “was a secondary motive at most”).] 

Another example is Lucasfilm Ltd. v. Media Market Group, Ltd.[footnoteRef:306] Lucasfilm sued the producer/distributor of the movie Starballz, which the defendant claimed was a parody—and a sexually explicit one—of the Star Wars films.[footnoteRef:307] Although conceding that the parody would likely tarnish the Star Wars image, the court found the use to be within the noncommercial use exclusion.[footnoteRef:308] The court quoted the legislative history of the FTDA, which indicated that Congress did not intend to prohibit parodies, and it found the offending film not to be “commercial speech.”[footnoteRef:309] In an analogous situation, the owners of the Route 66 trademark unsuccessfully sued Penthouse over a sexually explicit film entitled Route 66.[footnoteRef:310] The court cited First Amendment concerns in its infringement analysis and asserted that the noncommercial use exclusion applied to the dilution claim.[footnoteRef:311] [306: 182 F. Supp. 2d 897 (N.D. Cal. 2002).]  [307: Id. at 899.]  [308: Id. at 900–901.]  [309: Id. at 900.]  [310: Roxbury Entm’t v. Penthouse Media Grp., Inc., 669 F. Supp. 2d 1170, 1175 & n.8 (C.D. Cal. 2009).]  [311: Id.
] 

Similarly, in Dr. Seuss Enterprises, LP v. Penguin Books USA, Inc.,[footnoteRef:312] the court rejected a dilution claim based on the defendant’s publication of a parody entitled The Cat Not in the Hat! A Parody by Dr. Juice, relating to the O.J. Simpson trial.[footnoteRef:313] The parody mimicked the style of the Dr. Seuss book, The Cat in the Hat. The court specifically found that, as “an expressive use,” the book was within the noncommercial defense, despite the fact that it was sold for profit.[footnoteRef:314] [312: 924 F. Supp. 1559 (S.D. Cal. 1996), aff’d, 109 F.3d 1394, 42 USPQ2d 1184 (9th Cir. 1997) (the Ninth Circuit’s opinion did not specifically address the noncommercial use defense).]  [313: 924 F. Supp. at 1561, 1574. In 1995, a former football star named O.J. Simpson, nicknamed “The Juice,” was tried for murdering his ex-wife and another person. He was acquitted in a controversial jury decision.
]  [314: Id. at 1574. This case is significant in the post-TDRA era because the Ninth Circuit characterized the offending book as a satire, not a parody (which had significance in the copyright analysis). 109 F.3d at 1401. Because the fair use exclusion does not mention satire, the noncommercial use exclusion may become an important protector of satirical uses. However, the district court held for the plaintiff on both copyright infringement and trademark infringement claims, rulings that were affirmed by the Ninth Circuit. For a further discussion of the issues in this case, see generally Tyler T. Ochoa, Dr. Seuss, The Juice and Fair Use: How the Grinch Silenced a Parody, 46 J. COPYRIGHT SOC’Y 546 (1998).] 

However, there are some crosscurrents in the trademark infringement cases involving parodies. For example, in Mutual of Omaha Insurance Co. v. Novak,[footnoteRef:315] the Eighth Circuit denied a First Amendment defense where the defendant used a parody of the plaintiff’s Mutual of Omaha mark—called Mutant of Omaha—to oppose nuclear power. The defendant sold T-shirts, caps, and mugs with its parody logo.[footnoteRef:316] Subsequently, in Anheuser-Busch, Inc. v. Balducci Publications,[footnoteRef:317] the Eighth Circuit applied its Novak analysis to a dilution case. The maker of Michelob beer sued the publisher of a humor magazine over a parody advertisement for Michelob Oily contained in the magazine.[footnoteRef:318] The advertisement showed a beer can labeled Michelob Oily being poured onto a fish and, in general, associated the Michelob products with oil and oil slicks.[footnoteRef:319] The Eighth Circuit found that the parody ad constituted dilution by tarnishment.[footnoteRef:320] Other cases involving trademark parodies are mixed, with many courts frowning on parodies containing sexual innuendoes or drug associations.[footnoteRef:321] [315: 836 F.2d 397, 5 USPQ2d 1314 (8th Cir. 1987), cert. denied, 488 U.S. 933 (1988).]  [316: Id. at 398.]  [317: 28 F.3d 769, 31 USPQ2d 1296 (8th Cir. 1994), cert. denied, 513 U.S. 1112 (1995).]  [318: The advertisement used the parody of, among other things, the catch phrase for Michelob Dry: One Taste and You’ll Drink It Dry, substituting Oily for Dry. Id. at 772.]  [319: Id.]  [320: Id. at 777. The appeals court, reversing the district court, also found confusion. Id. at 775.]  [321: Compare Jordache Enters. v. Hogg Wyld, Ltd., 828 F.2d 1482, 1491, 4 USPQ2d 1216 (10th Cir. 1987) (refusing to enjoin defendant’s Lardashe jeans, against claim by maker of Jordache jeans), and Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Chandris Am. Lines, 321 F. Supp. 707, 713, 169 USPQ 290 (S.D.N.Y. 1971) (refusing to enjoin defendant’s advertisement for a Caribbean cruise with slogan The Greatest Show on Earth Isn’t), with American Express Co. v. Vibra Approved Labs. Corp., 10 USPQ2d 2006 (S.D.N.Y. 1989) (enjoining defendant’s “condom card” parody of an American Express card); Coca-Cola Co. v. Alma-Leo USA, Inc., 719 F. Supp. 725, 12 USPQ2d 1487 (N.D. Ill. 1989) (enjoining sales of candy resembling cocaine in bottles resembling Coca-Cola bottles); Dallas Cowboy Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200, 203 USPQ 161 (2d Cir. 1979) (rejecting First Amendment defense in a case involving a pornographic movie entitled Debbie Does Dallas that used cheerleaders in Dallas Cowboy Cheerleader uniforms); and Kraft Foods Holdings, Inc. v. Helm, 205 F. Supp. 2d 942, 952–55, 63 USPQ2d 1353 (N.D. Ill. 2002) (rejecting parody defense to dilution claim involving website offering sexually oriented material). See Anheuser Busch, Inc. v. Balducci Publ’ns, 28 F.3d 769, 778, 31 USPQ2d 1296 (8th Cir. 1994) (upholding liability for a parody associating Michelob beer with oil slicks), cert. denied, 513 U.S. 1112 (1995). See discussion in Chapter 3, §IV.B.2.] 

Some dilution cases reflect this division. In American Dairy Queen Corp. v. New Line Productions, Inc.,[footnoteRef:322] the court rejected a First Amendment defense in a context where such defenses traditionally are viewed more receptively. The defendant produced a movie entitled Dairy Queens, a satire of beauty contests in “dairy country.”[footnoteRef:323] The court found both likelihood of confusion and dilution by tarnishment.[footnoteRef:324] It then rejected a First Amendment defense, based on precedent in the Eighth Circuit. In particular, it found “that alternative avenues are available for [the defendant’s] ideas,” and that the defendant did not need to use the Dairy Queen mark as its title.[footnoteRef:325] [322: 35 F. Supp. 2d 727 (D. Minn. 1998).]  [323: Id. at 728.]  [324: Id. at 732–33.]  [325: Id. at 734. The court cited Mutual of Omaha Ins. Co. v. Novak, 836 F.2d 397, 5 USPQ2d 1314 (8th Cir. 1987), and Anheuser-Busch v. Balducci Publ’ns, 28 F.3d 769, 31 USPQ2d 1296 (8th Cir. 1994), cert. denied, 513 U.S. 1112 (1995), as precedential support.] 

The Dairy Queen analysis is curious. First, it did not even mention the noncommercial use exclusion. The legislative history of the exclusion (as well as the Mattel, Lucasfilm, Roxbury, and Dr. Seuss cases) strongly suggests that a movie title with some expressive content would be considered a noncommercial use. Second, the Eighth Circuit cases cited by the court predated the FTDA and, indeed, did not apply dilution standards to their facts. In light of dilution’s broader reach, a court might be more reluctant to issue an injunction against a movie where the problem was not confusion. Moreover, in one of the cases cited by the Dairy Queen court, the parody mark in question was used to sell mugs, T-shirts, and hats—commercial products that could be divorced from the expressive context of the parody.[footnoteRef:326] Although the movie title may be part of the means of attracting customers, the fact that movies make money does not deprive them of First Amendment protection.[footnoteRef:327] Finally, the court also found the use of the mark to be commercial speech, an odd conclusion in the context of a movie title.[footnoteRef:328] To the extent that Dairy Queen reflects a split between the Second and Eighth Circuits on the applicability of the First Amendment to this situation, it is submitted that the Second Circuit’s approach, as indicated in Rogers v. Grimaldi,[footnoteRef:329] is the better one. Rogers does not create an absolute defense, but requires greater sensitivity toward First Amendment values.[footnoteRef:330] [326: Mutual of Omaha Ins. Co. v. Novak, 836 F.2d 397, 5 USPQ2d 1314 (8th Cir. 1987), cert. denied, 488 U.S. 933 (1988).]  [327: See Rogers v. Grimaldi, 875 F.2d 994, 997–98, 10 USPQ2d 1825 (2d Cir. 1989) (movie title should not be enjoined without strong consideration of First Amendment principles). The Dairy Queen court rejected Rogers as inapplicable. 35 F. Supp. 2d at 734–35.]  [328: 35 F. Supp. 2d at 735.]  [329: 875 F.2d 994.]  [330: Rogers has been followed by the Ninth Circuit and applied in parody situations. See e.g. Mattel v. MC Records, 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002) (song title), cert. denied, 537 U.S. 1171 (2003); Mattel, Inc. v. Walking Mountain Prods., 353 F.3d 792, 807, 69 USPQ2d 1257 (9th Cir. 2003) (pictures of Barbie dolls with household appliances and in sexually suggestive poses), cert. denied, 537 U.S. 1171 (2003); Protectmarriage.com—Yes on 8 v. Courage Campaign, 680 F. Supp. 2d 1225, 1229, 93 USPQ2d 1477 (E.D. Cal. 2010) (not a dilution claim). District Courts in New York and Florida also have applied the Rogers analysis to a dilution claim. Hermes Int’l v. Rothschild, 678 F. Supp. 3d 475, 487 (S.D.N.Y. 2023); Club Mediterranee, S.A. v. Fox Searchlight Pictures, Inc., 2004 U.S. Dist. LEXIS 3543, at *7 (S.D. Fla. Feb. 13, 2004). See also University of Alabama Bd. of Trustees v. New Life Art, Inc., 683 F.3d 1266, 1277, 103 USPQ2d 1070 (11th Cir. 2012) (applying Rogers to a trademark infringement claim); ETW Corp. v. Jireh Publishing, Inc., 332 F.3d 915, 918-919, 67 USPQ2d 1065 (6th Cir. 2003) (applying Rogers to right of publicity and trademark claims).
Rogers also has been applied in non-parody dilution situations. In Stewart Surfboards, Inc. v. Disney Book Group, LLC, 2011 U.S. Dist. LEXIS 155444 (C.D. Cal. May 11, 2011), a federal district court dismissed infringement and dilution claims based on Rogers. The plaintiff complained about the use of its trademark on a surfboard pictured on the back cover of a Hanna Montana book. Id. at *1–2. With regard to the dilution claim, the court noted that the Ninth Circuit had applied Rogers to such claims and held that, because the use of the mark “has some artistic relevance, it is not purely commercial.” Id. at *29. Therefore, it was protected by §43(c)(3)(C). The court did not discuss the “explicitly misleading” aspect of Rogers in this discussion. See also Louis Vuitton Malletier S.A. v. Warner Bros. Entm’t, Inc., 868 F. Supp. 2d 172, 184, 105 USPQ2d 1806 (S.D.N.Y. 2012) (applying Rogers and dismissing a New York state dilution claim relating to use of a knockoff Louis Vuitton bag in a movie scene). It is unclear how the Supreme Court’s decision in Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140 (2023), which held that Rogers was not applicable where the offending use was as a trademark, might be applied in a dilution context.] 

In Pfizer, Inc. v. Sachs,[footnoteRef:331] the court granted summary judgment in favor of the plaintiff on a dilution claim based on the defendant’s use of a missile decorated with the plaintiff’s Viagra mark. The defendant exhibited the missile at various sites, including an “adult entertainment exhibition,” which the court found tarnishing. The court did not address the possibility of the noncommercial use exclusion, presumably because it found (in its analysis of confusion) that the defendant used the mark to bolster its own advertising business.[footnoteRef:332] [331: 652 F. Supp. 2d 512, 92 USPQ2d 1835 (S.D.N.Y. 2009).]  [332: Id. at 524.] 

In another case, a federal district court refused to find a noncommercial use where the court was unsure whether the use was a parody.[footnoteRef:333] In that case, the plaintiff environmental group using the mark Earth Protectors claimed that a Walt Disney movie that featured a group called Earth Protectors that committed various evil acts diluted and tarnished the plaintiff’s mark.[footnoteRef:334] In Chooseco LLC v. Netflix, Inc.,[footnoteRef:335] the court denied application of the noncommercial use exclusion, despite finding that the defendant used the plaintiff’s mark in a movie that clearly constituted an expressive use.[footnoteRef:336] The court theorized that the plaintiff might be able to show that the use of the mark might be shown to be commercial speech.[footnoteRef:337] And in Cornette v. Graver,[footnoteRef:338] the court denied a motion to dismiss using a First Amendment defense in a case involving t-shirts critical of the plaintiff. The court stated that the First Amendment issue was being raised prematurely[footnoteRef:339] and did not even discuss the possibility that the noncommercial use (or any other) exclusion might apply. Although the court cited the need for facts relating to whether the use was a parody, the noncommercial use does not require a parodic use, just an expressive one. [333: Davis v. The Walt Disney Co., 2004 WL 1895234, at *6 (D. Minn. Aug. 23, 2004).]  [334: Id. at *1–2. The court also rejected a more generally based First Amendment defense because the court was unable to determine whether any confusion existed. Id. at *4. However, the court ultimately dismissed the complaint on the grounds that the plaintiff had failed to plead actual dilution. Id. at *6.]  [335: 439 F. Supp. 3d 308 (D. Vt. Feb. 11, 2020), vacated (Nov. 23, 2020).]  [336: Id. at 324. Plaintiff’s Choose Your Own Adventure books were referenced in the film by defendant as a fictional object. 
]  [337: Id.]  [338: 2020 WL 1643370, 2020 BL 124076 (W.D. Pa. April 2, 2020).]  [339: Id. at *7.] 

In Radiance Foundation, Inc. v. NAACP,[footnoteRef:340] the district court rejected the application of the noncommercial use exclusion where the offending use was “National Association for the Abortion of Colored People” on an organization’s website. The court determined that this was not a parody, apparently in large part due to a lack of perceived humor in the alteration.[footnoteRef:341] On appeal, the Fourth Circuit found the use to be within both the fair use and noncommercial use exclusions, but without ruling on whether the use was a parody.[footnoteRef:342] [340: 25 F. Supp. 3d 865, 111 USPQ2d 1863 (E.D. Va. 2014), vacated and remanded, 786 F.3d 316, 114 USPQ2d 1772 (4th Cir. 2015).
]  [341: Id. at 891, 897 (discussing parody in the context of fair use).
]  [342: 786 F.3d at 329–32.
] 

IV.D.3. 	Internet Domain Names
Internet domain name cases have posed a particular challenge to courts. In several cases, individuals or groups have set up websites that parody or criticize the owner of a famous mark. Many of these websites use the famous mark as the principal portion of the domain name (e.g., www.famousmark.com). This requires the courts to determine whether such uses should be deemed “commercial.”
Two of the seminal cases discussing this issue involve the same defendant: Dennis Toeppen.[footnoteRef:343] Toeppen registered numerous domain names consisting of the trademarks of various companies, which he then offered to sell to those companies.[footnoteRef:344] In one case, he was sued by Panavision, which asserted a dilution claim against Toeppen for his panavision.com website.[footnoteRef:345] The Ninth Circuit first held that the act of registering a domain name was not a commercial use.[footnoteRef:346] Turning to Toeppen’s actual use of the domain name, the court confronted the fact that Toeppen used the website only to display a picture of Pana, Illinois.[footnoteRef:347] However, the court also noted that Toeppen sought to sell the domain name and characterized Toeppen as being in the business of registering and selling domain names.[footnoteRef:348] Thus, despite the lack of any use by Toeppen of the Panavision mark on a product or service, the court found a commercial use.[footnoteRef:349] [343: Panavision Int’l, L.P. v. Toeppen, 141 F.3d 1316, 46 USPQ2d 1511 (9th Cir. 1998); Intermatic, Inc. v. Toeppen, 947 F. Supp. 1227, 40 USPQ2d 1412 (N.D. Ill. 1996).]  [344: Panavision Int’l, 141 F.3d at 1319.]  [345: Panavision owned registered trademarks in the words Panavision and Panaflex. Id.]  [346: Id. at 1324.]  [347: Id. at 1325.]  [348: Id.]  [349: Id. at 1325–26.] 

Similarly, in Intermatic Inc. v. Toeppen,[footnoteRef:350] Intermatic claimed that Toeppen’s registration and use of the domain name intermatic.com violated the FTDA. As in the later Panavision case, the court held that Toeppen’s intent to sell the domain names constituted a commercial use.[footnoteRef:351] [350: 947 F. Supp. 1227, 40 USPQ2d 1412 (N.D. Ill. 1996).]  [351: Id. at 1239. The court also held that registering a dot-com (.com) domain did not, by itself, constitute a commercial use. Id. The two cases thus are consistent in this regard as well. Toeppen’s actions, called “cybersquatting,” led to the passage of the Anticybersquatting Consumer Protection Act. See 15 U.S.C. §§1125(d), 1129.] 

However, in Avery Dennison Corp. v. Sumpton,[footnoteRef:352] the Ninth Circuit distinguished the Panavision case and found the use in question not to be a commercial use. Avery Dennison was a suit by an office supply company against an “Internet e-mail provider” that licensed vanity e-mail addresses. Avery Dennison claimed that the defendant’s licensing of the e-mail addresses avery.net and dennison.net violated Avery Dennison’s rights under the FTDA. The Ninth Circuit ruled, however, that the FTDA requires that an offending use be one that “use[s] the trademark as a trademark, capitalizing on its trademark status.”[footnoteRef:353] In this case, the defendant used the names Avery and Dennison as surnames, not for their value as trademarks.[footnoteRef:354] This, the court held, was not a “commercial” use.[footnoteRef:355] The court distinguished Panavision on the grounds that Toeppen (the defendant in Panavision) attempted to make money on the value of the domain name as a trademark.[footnoteRef:356] The Avery Dennison decision raises the question whether a non-trademark use of a mark is actionable under the FTDA. [352: 189 F.3d 868, 51 USPQ2d 1801 (9th Cir. 1999).]  [353: Id. at 880.]  [354: Id.]  [355: The court also held that the Avery Dennison mark was not famous under the FTDA. Id. at 879. See Chapter 8 for a discussion of fame as an element of a claim under the FTDA and TDRA.]  [356: 189 F.3d at 879.] 

An example of the commercial use problem that combines the elements of the Internet and free expression is OBH, Inc. v. Spotlight Magazine Inc.[footnoteRef:357] The plaintiff, publisher of The Buffalo News, sued the defendants, which created a website (www.thebuffalonews.com) “to parody and provide a public forum for criticism of The Buffalo News’ web site.”[footnoteRef:358] The defendants claimed that their use was a noncommercial use, but the court disagreed,[footnoteRef:359] citing links on the defendants’ website to the defendants’ commercial ventures and the fact that the defendants’ website was intended to do commercial harm to the plaintiff.[footnoteRef:360] While the first is a plausible reason for declining the defense (since the links were not intended as expressive commentary and might use the plaintiff’s mark to generate their own business), the second is more questionable. Parodies may intend to harm their target, but this does not remove them from the realm of protected expression.[footnoteRef:361] However, Internet domain name cases present unique problems for this exclusion. If the plaintiff’s mark is truly famous and unique, and the defendant uses a domain name address that could reasonably be mistaken for an address used by the plaintiff, then the defendant’s appropriation of that domain name seems unfairly exploitative. On the other hand, if the defendant uses a domain name that indicates its lack of association with the plaintiff, courts ought to be far more hesitant to allow dilution claims in such instances.[footnoteRef:362] Thus, in Internet cases courts should carefully distinguish the improper appropriation of a domain name from the parodic or other communicative use of a famous mark in the context of a Web page. [357: 86 F. Supp. 2d 176, 54 USPQ2d 1383 (W.D.N.Y. 2000).]  [358: Id. at 184.]  [359: Id. at 192–93.]  [360: Id.]  [361: See Mattel, Inc. v. MCA Records, Inc., 28 F. Supp. 2d 1120, 1137, 1152 (C.D. Cal. 1998), aff’d, 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003).]  [362: See Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp. 2d 1161, 50 USPQ2d 1840 (C.D. Cal. 1998) (Bally sucks website, found under the domain www.compupix.com/ballysucks, not a commercial use).] 

Another somewhat confusing discussion of noncommercial use is found in Planned Parenthood Federation of America, Inc. v. Bucci.[footnoteRef:363] In that case, the defendant registered the domain name www.plannedparenthood.com and used it to display anti-abortion material.[footnoteRef:364] Discussing the noncommercial use exclusion, the court described it as follows: [363: 42 USPQ2d 1430 (S.D.N.Y. 1997).]  [364: Id. at 1432.] 

Defendant argues that his use is not “commercial” within the meaning of §1125(c). I hold, however, the defendant’s use of plaintiff’s mark is “commercial” for three reasons: (1) defendant is engaged in the promotion of the book, (2) defendant is, in essence, a non-profit political activist who solicits funds for his activities, and (3) defendant’s actions are designed to, and do, harm plaintiff commercially.[footnoteRef:365] [365: Id. at 1436.] 

Whether solicitation of funds for a nonprofit activity should be considered “commercial” is a difficult problem.[footnoteRef:366] However, the court’s third criterion—looking at the harm to the plaintiff’s commercial interests—will affect almost any parody that uses a famous mark. In light of Congress’s statements in the legislative history of the FTDA that it intended to exempt parodies from liability under the statute, use of such a factor seems problematic. [366: See Heffron v. International Soc’y for Krishna Consciousness, Inc., 452 U.S. 640, 650 & n.13 (1981) (noting, but not ruling on, various arguments regarding state interests in regulating nonprofit solicitations).] 

The Planned Parenthood court also made a curious statement regarding the noncommercial use exclusion. In another part of the opinion, the court discussed the possible cause of action under Section 43(a)(1), which essentially provides relief when the owner of a trademark can demonstrate likelihood of confusion. The court’s discussion contains the following statement: “Section 1125(a)(1) is also limited by §1125(c)(4)(B) [now §1125(c)(3)(C)], which states that ‘noncommercial use of a mark’ is not actionable under the Lanham Act.”[footnoteRef:367] But nothing in Section 43(c) indicates that the exclusions listed are intended to apply to other sections of the Lanham Act. In any case, a plausible “commercial” link existed in Planned Parenthood because of the use to promote the defendant’s book. [367: 42 USPQ2d at 1437.] 

A similar situation to Planned Parenthood can be found in Jews for Jesus v. Brodsky.[footnoteRef:368] The defendant registered the domain name jewsforjesus.org and used it to create, in the court’s words, “a ‘bogus’ ‘Jews for Jesus’ site intended to intercept, through the use of deceit and trickery, the audience sought by Plaintiff Organization.”[footnoteRef:369] Here, the court used the Planned Parenthood factors in denying the defense.[footnoteRef:370] Again, although a “commercial” link can be found because of the promotion of a book, the court did not attempt to separate the content of the website from the offending name. In both cases, one may question whether the court would have come to the same result had the defendants in those cases used different website domain names—ones that did not include marks strikingly similar to the plaintiffs’—while continuing to criticize the plaintiffs by name. [368: 993 F. Supp. 282, 46 USPQ2d 1652 (D.N.J. 1998), aff’d mem., 159 F.3d 1351 (3d Cir. 1998).]  [369: Id. at 308.]  [370: Id.] 

In contrast to these cases, one must consider Northland Insurance Cos. v. Blaylock.[footnoteRef:371] The defendant registered the domain name www.northlandinsurance.com, which he used to create an Internet website criticizing the Northland Insurance Companies.[footnoteRef:372] Northland sued, claiming trademark infringement, trademark dilution, and violation of the Anticybersquatting Consumer Protection Act (ACPA). After determining that the plaintiff had not shown a likelihood of success on the infringement claim, the court considered the FTDA claim.[footnoteRef:373] The court concluded that the defendant had not made a commercial use of the plaintiff’s mark, and it denied a preliminary injunction.[footnoteRef:374] Rather, it found that the defendant was using the mark “for noncommercial commentary purposes.”[footnoteRef:375] The court referenced its earlier discussion of confusion, in which it noted a lack of commercial motivation for the defendant’s actions. Distinguishing Planned Parenthood and OBH, the court noted that in both of those cases the courts had found specific commercial ventures being promoted in the defendants’ websites.[footnoteRef:376] By contrast, the court asserted that the defendant’s sole purpose in Northland was to comment on the plaintiff’s business practices.[footnoteRef:377] Moreover, the court rejected the plaintiff’s arguments that the registration of a domain name and the intent to harm the plaintiff’s business constituted a commercial use.[footnoteRef:378] [371: 115 F. Supp. 2d 1108, 56 USPQ2d 1662 (D. Minn. 2000).]  [372: Id. at 1114. The defendant was dissatisfied with the plaintiff’s handling of a claim for damage to the defendant’s yacht. Id.]  [373: The plaintiff also alleged dilution under state law, MINN. STAT. §333.285(c)(2), but the court found that law to be the same in all material respects as the FTDA. 115 F. Supp. 2d at 1123.]  [374: Id. at 1122–23.]  [375: Id. at 1123.]  [376: Id. at 1121.]  [377: Id. at 1122.]  [378: Id. As to the second argument, the court did not clearly reject it out of hand, although it noted that the primary precedent for it—Planned Parenthood—was “distinguishable from the present facts.” Id. at 1123 n.7. The court stated that insufficient evidence existed to support that claim. Id.] 

Results strikingly similar to Northland have been reached in several subsequent cases, under both the FTDA and the ACPA.[footnoteRef:379] [379: E.g., Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 672, 678, 74 USPQ2d 1280 (9th Cir. 2005) (dismissing dilution and infringement claims); TMI, Inc. v. Maxwell, 368 F.3d 433, 70 USPQ2d 1630 (5th Cir. 2004) (dismissing FTDA and ACPA claims against defendant for registration of www.trendmakerhome.info, a complaint site against TrendMaker Homes); Lucas Nursery & Landscaping, Inc. v. Grosse, 359 F.3d 806, 809, 70 USPQ2d 1149 (6th Cir. 2004) (dismissing ACPA claim); Mayflower Transit, LLC v. Prince, 314 F. Supp. 2d 362, 369–72, 70 USPQ2d 1814 (D.N.J. 2004) (dismissing ACPA claim). But see Levinson Axelrod, P.A. v. Heyburn, 2010 U.S. Dist. LEXIS 43391, at *6–7 (D.N.J. May 3, 2010) (allegations that defendant included links to his professional e-mail along with criticisms of plaintiff on website www.levinsonaxelrod.net are sufficient to withstand motion to dismiss dilution and infringement claims).] 

Another case finding a noncommercial use on the Internet is Ford Motor Co. v. 2600 Enterprises.[footnoteRef:380] The defendants registered the domain name fuckgeneralmotors.com, which contained an automatic link to the official website of Ford Motor Company, ford.com.[footnoteRef:381] This case differs from other cases in that it was not a parody, nor was it truly a “criticism.” (The defendant regarded its use as a form of art.[footnoteRef:382]) Nevertheless, the court held it was a noncommercial use. The court’s opinion distinguished the Planned Parenthood case, noting that in this case the defendants neither sold goods nor solicited funds from their website.[footnoteRef:383] The court did not believe that the link to the Ford website harmed the company’s commercial success.[footnoteRef:384] Moreover, the court rejected the argument that any use that “hinders the mark owner’s ability to establish a presence on the Internet or disparages the mark owner” is diluting.[footnoteRef:385] Citing the various exemptions in the FTDA, the court noted that all of them involved uses that were potentially harmful to the mark.[footnoteRef:386] The court concluded that the defendants’ “artistic” use of the mark was protected from a dilution claim.[footnoteRef:387] [380: 177 F. Supp. 2d 661 (E.D. Mich. 2001).]  [381: Id. at 662.]  [382: Id.]  [383: Id. at 663.]  [384: Id. at 664. In contrast to the Planned Parenthood and Jews for Jesus cases, the defendant did not use ford.com or a variant of the Ford mark as a domain name. Id.]  [385: Id.]  [386: Id. at 664–65.]  [387: Id. at 665.] 

Another interesting discussion of noncommercial use on the Internet is found in Lockheed Martin Corp. v. Network Solutions, Inc.[footnoteRef:388] The plaintiff sued a domain name registrar for permitting the registration of www.skunkworks.com and various distinctively similar domain names.[footnoteRef:389] The court rejected the plaintiff’s claim that permitting such registrations constituted a “commercial” use of the mark.[footnoteRef:390] Moreover, the court rejected the plaintiff’s claim that impeding its ability to use its mark in a domain name constituted commercial use.[footnoteRef:391] This case presents an interesting contrast to Planned Parenthood and Jews for Jesus. In each of those cases, interference with the plaintiff’s commercial use of the domain name was itself considered a commercial use. In Lockheed Martin, as in Northland and 2600 Enterprises, that argument was not found sufficient to make out a commercial use. However, one should note that Lockheed Martin did not involve the registrant of the offending domain name, the use of which might cause confusion or dilution of the mark.[footnoteRef:392] [388: 985 F. Supp. 949, 44 USPQ2d 1865 (C.D. Cal. 1997), aff’d, 194 F.3d 980, 52 USPQ2d 1481 (9th Cir. 1999).]  [389: Id. at 954. Lockheed operated a fairly well known production and development facility that was commonly known as “Skunk Works.” Id. at 951.]  [390: Id. at 959.]  [391: Id. at 959–60.]  [392: See also Ford Motor Co. v. GreatDomains.com, Inc., 177 F. Supp. 2d 635, 650–51, 61 USPQ2d 1718 (E.D. Mich. 2001) (commercial use requires use as a trademark). This case is discussed further in §IV.B, above.] 

IV.E. 	Non-Parody, Noncommercial Uses
Most noncommercial uses fall into one of the two categories discussed in Section IV.D, above: parody or a use on the Internet. However, it is entirely possible to have noncommercial uses that do not fall into one of those categories. Many will be encompassed in one of the other exclusions—a restaurant review might be deemed a form of news commentary (but just in case a court has other ideas, there is the noncommercial use exclusion to rescue the reviewer). Various descriptive or nominative uses, also potentially covered by the fair use exclusion, may be covered by the noncommercial use exclusion. Also, the use of a famous mark as a cultural reference in a book or movie has been held to be a noncommercial use.[footnoteRef:393] As noted earlier, the noncommercial use exclusion would be particularly useful in the situation where the use was noncommercial but also as a trademark, which would make it ineligible for the fair use exclusion. Although somewhat unusual, this is not an impossible situation.[footnoteRef:394] However, the Supreme Court has decided that trademark uses are not covered by the noncommercial use exclusion.[footnoteRef:395] [393: Stewart Surfboards, Inc. v. Disney Book Group, LLC, 2011 U.S. Dist. LEXIS 155444, at *29 (C.D. Cal. May 11, 2011); see also AM General LLC v. Activision Blizzard, Inc., 450 F. Supp. 3d 467, 488 (S.D.N.Y. 2020) (applying Rogers v. Grimaldi, 875 F.2d 994, 10 USPQ2d 1825 (2d Cir. 1989), to dismiss federal and New York dilution claims regarding the use of plaintiff’s vehicles in Call of Duty video game); Louis Vuitton Malletier S.A. v. Warner Bros. Entm’t, Inc., 868 F. Supp. 2d 172, 184, 105 USPQ2d 1806 (S.D.N.Y. 2012) (applying Rogers and dismissing a New York state dilution claim relating to use of a knockoff Louis Vuitton bag in a movie scene); Dickinson v. Ryan Seacrest Enters., 2018 U.S. Dist. LEXIS 225109, at *20–21 (C.D. Cal. Oct. 1, 2018) (dismissing dilution claim as noncommercial use, applying Rogers); Sporting Times, LLC v. Orion Pictures Corp., 291 F. Supp. 3d 817, 826–27 (W.D. Ky. 2017) (dismissing dilution claim as noncommercial use in a movie scene after applying Rogers to infringement claim); Wild v. HarperCollins Publishers, LLC, 2012 WL 12887690, at *5 (C.D. Cal. Nov. 29, 2012) (applying Rogers and the Ninth Circuit’s commercial speech doctrine and dismissing a dilution claim as a noncommercial use against the publisher of a novel entitled Carnival of Souls where plaintiff had sued for dilution of its Carnival of Souls mark). In Springboards to Education, Inc. v. Houston Independent School District, 285 F. Supp. 3d 989, 993–94 (S.D. Tex. 2018), the court dismissed a dilution claim for failure to show commercial use, but treated noncommercial use as an element of the claim, rather than an exclusion from liability. In Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140 (2023), the Supreme Court held that Rogers could not be applied where the alleged infringer made a trademark use of the owner’s mark. However, it left open the question of Rogers’ applicability in other situations.
]  [394: See Protectmarriage.com—Yes on 8 v. Courage Campaign, 680 F. Supp. 2d 1225, 1229, 93 USPQ2d 1477 (E.D. Cal. 2010) (in an infringement context, court ruled that defendant’s parody of the plaintiff’s logo in a political campaign was a protected use).]  [395: Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140, 162 (2023).] 

Another possibility is a use of a mark, or a non-parodic alteration of a mark, to make a political point.[footnoteRef:396] In Radiance Foundation, Inc. v. NAACP,[footnoteRef:397] a conservative website posted an article denominating the NAACP as the “National Association for the Abortion of Colored People.” The Fourth Circuit held that this constituted a noncommercial use, notwithstanding the district court’s determination that the use was not a parody.[footnoteRef:398] A variant of this was present in Hershey Co. v. Friends of Steve Hershey,[footnoteRef:399] where a political candidate named Steve Hershey used various versions of a brown background with white lettering (apparently resembling the wrapper of a Hershey chocolate bar) with his name in his campaign literature and in personal appearances. The court rejected the application of the noncommercial use exclusion, stating that it had previously determined that the use was not speech protected by the First Amendment.[footnoteRef:400] In support of its opinion it cited a pre-TDRA case that reconciled the pre-TDRA requirement of a “commercial use in commerce” with the noncommercial use exclusion by interpreting the latter to apply to protected speech.[footnoteRef:401] However, the TDRA eliminated the “commercial use” requirement. Moreover, if the noncommercial use exclusion is limited to speech that would otherwise be protected by the First Amendment, it would seem superfluous since the First Amendment applies on its own, regardless of a statutory exclusion. The court also did not consider whether this use might be considered a “fair use” and excluded under Section [396: See Radiance Found., Inc. v. NAACP, 786 F.3d 316, 114 USPQ2d 1772 (4th Cir. 2015), vacating and remanding 25 F. Supp. 3d 865, 898, 111 USPQ2d 1863 (E.D. Va. 2014) (rejecting noncommercial use application where NAACP’s mark was altered to “National Association for the Abortion of Colored People”).
]  [397: Id.
]  [398: Id. at 332. See Eagle Forum v. Phyllis Schlafly’s American Eagles, 451 F. Supp. 3d 910, 922 n.1 (S.D. Ill. 2020) (dispute between factions of political entity; dismissing the complaint, court indicated that the defendant’s use was probably a noncommercial use).]  [399: 2015 U.S. Dist. LEXIS 22789 (D. Md. Feb. 24, 2015).
]  [400: Id. at *15. In a prior opinion in the case, the court dismissed a First Amendment claim in very cursory fashion, stating that because Steve Hershey did not comment on the Hershey Company, but simply “used [the Hershey trade dress] to associate a political candidate with a popular consumer brand,” the use was not protected by the First Amendment. Hershey Co. v. Friends of Steve Hershey, 33 F. Supp. 3d 588, 595, 111 USPQ2d 1826 (D. Md. 2014).
]  [401: 2015 U.S. Dist. LEXIS 22789, at *15 (citing American Family Life Ins. v. Hagen, 266 F. Supp. 2d 682 (N.D. Ohio 2002)). In its earlier opinion, the court also cited Hagen, but seemingly overlooked the fact that the use in Hagen did not comment on the trademark owner, Aflac; the candidate’s use of “Taftquack” did make a humorous point, but it had nothing to do with the trademark owner. Yet the Hagen court found it to be excluded from liability.
] 

43(c)(3)(A). In HomeVestors of America, Inc. v. Warner Bros. Discovery, Inc.,[footnoteRef:402] the court rejected defendant’s invocation of the noncommercial use exclusion, citing its alleged use “in advertising and marketing materials to divert potential customers away from [plaintiff] for [defendant’s] benefit.”[footnoteRef:403] In a suit between the owner of the mark WOKE VOTE against another group using a mark Be Woke. Vote., the court dismissed a dilution claim stating that the claim must fail because the use was not “purely commercial,” applying the Ninth Circuit’s approach in Hoffman v. Capital Cities/ABC, Inc., discussed in section C above.[footnoteRef:404] However, because this case involved an alleged diluting use as a trademark, the Supreme Court’s subsequent decision in Jack Daniel’s appears to preclude the application of the noncommercial use exclusion to this situation. [402: 2023 WL 6880341 (D. Del. Oct. 18, 2023).]  [403: Id. at *6.]  [404: Think Rubix LLC v. Be Woke. Vote., 2022 WL 1750969, at *4 (E.D. Cal. May 31, 2022).] 

IV.F. 	Using Cases Interpreting Section 43(a)(1)(B) to Understand Noncommercial Use
There is another part of Section 43 of the Lanham Act that may be relevant to the discussion of noncommercial use. Section 43(a)(1)(B) prohibits false statements “in commercial advertising or promotion” that would mislead consumers.[footnoteRef:405] Thus, this section requires a “commercial use” as an element of the false advertising claim. Courts may make use of the case law interpreting that language in Section 43(a)(1)(B) when determining whether something is a noncommercial use. However, great care should be exercised when considering these precedents as analogies for Section 43(c)(3)(C). Courts have taken a rather expansive view of what constitutes a “commercial” use under Section 43(a)(1)(B), some alluding to legislative history for support.[footnoteRef:406] Moreover, Sections 43(a)(1)(B) and 43(c)(3) serve rather different functions. Section [405: Lanham Act §43(a)(1)(B), 15 U.S.C. §1125(a)(1)(B).]  [406: See, e.g., Semco, Inc. v. Amcast, Inc., 52 F.3d 108, 111–12, 34 USPQ2d 1635 (6th Cir. 1995) (article written for trade journal and used as a promotional vehicle during trade shows held actionable under §43(a)(1)(B)); Gordon & Breach Sci. Publishers S.A., STBS, Ltd. v. American Inst. of Physics, 859 F. Supp. 1521, 1533–36, 32 USPQ2d 1705 (S.D.N.Y. 1994) (publishing a survey is not commercial advertising, but distribution of survey at a trade show may be actionable). But cf. First Health Grp. Corp. v. BCE Emergis Corp., 269 F.3d 800, 803–04, 60 USPQ2d 1532 (7th Cir. 2001) (criticizing the Gordon & Breach approach).] 

43(a)(1) in general prohibits various forms of deception and misrepresentation, while Section 43(c) does not require any deception, misrepresentation, or confusion. That alone should counsel a less expansive view of the latter. Like the “use in commerce” provision in Section 43(c), the “commercial advertising or promotion” provision is an element of the claim, not an exclusion or a defense. Furthermore, the legislative history of the FTDA, going back to 1988, demonstrates a serious congressional concern that dilution would be used to stifle legitimate expression. The point of Section 43(c)(3)(C) is to respond to those concerns by excluding various forms of speech from liability. The point of Section 43(a)(1)(B) is to insure that advertisers do not deceive the public, something with which the TDRA is not concerned.[footnoteRef:407] [407: On the other hand, it may be appropriate to use the expansive §43(a)(1)(B) cases to determine the coverage of §43(c)(3)(A)(i), which limits the scope of liability under §43(c) where the second use is in an “advertisement or promotion.” However, even here one must use caution because the TDRA removed the descriptor “commercial” from the operative phrase “advertising or promotion.”] 

IV.G. 	The Noncommercial Use Exclusion and Inter Partes Proceedings in the Patent and Trademark Office
Sections 13 and 14 of the Lanham Act permit an opposition to an application for registration and an action to cancel a registration to be based on a likelihood of dilution under Section 43(c). However, the Trademark Trial and Appeal Board has held that the noncommercial use exclusion is inapplicable in inter partes proceedings before the PTO.[footnoteRef:408] The case involved an application to register the mark Grand American Express Railroad (which included the mark in an oval logo), which was opposed by the American Express Company. In response to the opposition on the grounds of likely dilution, the applicant raised the noncommercial use exclusion. The TTAB, however, ruled that the exclusion was inapplicable in inter partes proceedings. Although the TTAB was undoubtedly correct that the applicant was not making a noncommercial use of the opposer’s mark,[footnoteRef:409] its complete rejection of the exclusion appears to be based on flawed assumptions. [408: American Express Mktg. & Dev. Corp. v. Gilad Dev. Corp., 94 USPQ2d 1294, 1298 (T.T.A.B. 2010).]  [409: It should be noted that the TTAB also ruled that the exclusion would not apply to this situation, even if it were considered. Id. at 1299.] 

The TTAB’s conclusion relied primarily on two arguments: (1) a trademark must be used in commerce; (2) to be excluded from liability, the use must not be as a trademark. Both of those arguments are problematic. As to the first component, a key to the TTAB’s reasoning is the following statement: “applicant cannot claim noncommercial use of its marks when it is required to demonstrate use of its marks in commerce as service marks in order to obtain federal registrations.”[footnoteRef:410] [410: Id. at 1298.] 

Thus, the TTAB argued that, because the applicant must make a “use in commerce” of the mark in order to obtain a registration, it cannot claim that it is making a “noncommercial use” of the mark in defense of a dilution claim. But this argument has an obvious problem. Section 43(c) allows a dilution claim only when the diluting is a “use in commerce.” Therefore, if one took the TTAB’s argument for all it was worth, it would effectively eliminate the noncommercial use exclusion. Prior to the TDRA, when the FTDA required a “commercial use in commerce,” the Ninth Circuit recognized that one could make a commercial use in commerce for purposes of Section 43(c)(1) and still be entitled to the noncommercial use exclusion.[footnoteRef:411] Because this is such an obvious problem, one must conclude that the TTAB did not intend its words to be interpreted so broadly. [411: Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003).] 

This brings us to the second aspect of the TTAB’s reasoning: that the noncommercial use exclusion cannot apply where the second user is using the famous mark as a trademark.[footnoteRef:412] There is nothing in the statute that expressly limits the noncommercial use exclusion to non-trademark uses. Moreover, the first exclusion, the “fair use” exclusion, is specifically limited to uses other than as a trademark. This indicates that when Congress intended to limit an exclusion to non-trademark uses, it knew how to do so.[footnoteRef:413] However, in Jack Daniel’s Properties, Inc. v. VIP Products LLC,[footnoteRef:414] the Supreme Court held that the noncommercial use exclusion was not available where the offending use was as a trademark. Therefore, the TTAB’s application appears consistent with the Court’s decision. [412: American Express, 94 USPQ2d at 1299. The TTAB cited with approval Professor McCarthy’s treatise, which takes this position. Id. (citing 4 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §24:128, at 1–2 (4th ed. 2010)).]  [413: Without a doubt, a trademark use would usually make the noncommercial use exclusion unavailing. However, one can imagine a few limited circumstances in which a trademark use could be deemed a noncommercial expressive use. Consider an organization dedicated to boycotting Brand X products because its members deem them to be unsafe, harmful to the environment, produced under unsafe conditions, or the like. The organization, called Stop Brand X, creates a website and a logo containing the Brand X logo (perhaps worded “Stop Brand X” to avoid any confusion) on a lemon or superimposed on an injured worker, or something similar. The organization uses this logo to raise money via letters and on its website and wishes to apply for federal registration of the mark as a service mark and as a trademark for use on T-shirts, sweatshirts, and baseball caps. Although such uses may be deemed “commercial,” the logo itself also conveys a noncommercial message about Brand X products.]  [414: 599 U.S. 140 (2023).] 

In the American Express case, there was virtually no evidence that the applicant intended an expressive use. The mark at issue appeared to be an ordinary service mark, albeit one with historical roots. Thus, as the TTAB found, even applying the exclusion would not have helped the applicant.[footnoteRef:415] [415: American Express, 94 USPQ2d at 1299.
] 

IV.H. 	Noncommercial Use—Summary and Commentary
Clearly, the noncommercial use exclusion is a broad and nuanced exclusion. Under the original FTDA, this exclusion represented the core First Amendment protection in the dilution statute. The broadened fair use exclusion added by the TDRA makes the task of interpreting the noncommercial use exclusion more complicated, but no less important.
First, the “use in commerce” requirement of Section 43(c)(1) should not be read as simply the flip side of the noncommercial use exclusion. As the Ninth Circuit’s opinion in Mattel, Inc. v. MCA Records, Inc.[footnoteRef:416] demonstrated under the original FTDA, one can use a famous mark in a way that satisfies the “use in commerce” requirement, but that also fits within the noncommercial use exclusion.[footnoteRef:417] [416: 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003).]  [417: See generally LeeAnn W. Lockridge, When is a Use in Commerce a Noncommercial Use?, 37 FLA. ST. U. L. REV. 337 (2010).] 

Second, the “fair use” exclusion of Section 43(c)(3)(A) should not be read as coextensive with the noncommercial use exclusion. Congress deliberately left the noncommercial use exclusion in place, while altering and broadening the fair use exclusion. (Recall that the House version would have eliminated the noncommercial use exclusion, but the Senate reinserted it and the Senate’s version became law.[footnoteRef:418]) Therefore, one must assume that the exclusion continues to have meaning. The First Amendment sweeps more broadly than the fair use exclusion, and the noncommercial use exclusion should be available to fill in the gaps in protection. While it might have been reasonable to assume that this exclusion covered trademark uses, the Supreme Court has decided otherwise,[footnoteRef:419] leaving us to ponder what other uses might be included that are not part of the fair use exclusion. There may be non-trademark uses that one might deem “unfair,” but that still merit protection because the use is noncommercial. Such uses might include product reviews and books and plays that refer to the famous mark.[footnoteRef:420] [418: See Chapter 6, §II.D.2.]  [419: Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140, 162 (2023).]  [420: See H.R. REP. NO. 100-374, at 8 (Nov. 30, 1995) (referring to consumer product reviews as excluded).] 

In sum, the noncommercial use exclusion remains an important feature of the federal dilution statute. The TDRA does not eliminate the need for this exclusion, and it must be read in conjunction with the fair use and news commentary exclusions to protect communicative values from undue intrusion by dilution claims.
IV-A. The First Amendment and Dilution Claims
For the most part, the express exclusions in the TDRA insulate dilution claims from assertions that the statute violates the First Amendment. The fair use exclusion is specifically aimed at uses that are expressive (such as parodies and comparative advertisements), albeit only uses that are not trademark uses. The news reporting and commentary exclusion clearly aims at core First Amendment values. The noncommercial use exclusion is not as specific as the others and may depend on future interpretations of commercial speech.[footnoteRef:421] However, there are still some trademark uses that can be characterized as expressive and commercial, or that might not quite fit a “fair” use analysis. Two examples of such cases are University of Kansas v. Sinks,[footnoteRef:422] where a court allowed a dilution claim against parodies of the university’s mascot put on T-shirts, and V Secret Catalogue, Inc. v. Moseley,[footnoteRef:423] where the Sixth Circuit created a presumption of dilution by tarnishment from an association between the famous mark and sex. In the PTO, the TTAB upheld a dilution claim against an obvious parody of the New York Yankees logo.[footnoteRef:424] Thus, there may be some room to argue that the exclusions do not provide the full protection against dilution claims of the First Amendment.[footnoteRef:425] [421: Some cases have applied the analysis of Rogers v. Grimaldi to dilution claims without applying the exclusions. E.g., AM General LLC v. Activision Blizzard, Inc., 450 F. Supp. 3d 467, 488 (S.D.N.Y. 2020). While it would be preferable to apply the exclusions first, at least the cases tend to reach an appropriate result.]  [422: 644 F. Supp. 2d 1287 (D. Kan. 2008).
]  [423: 605 F.3d 382, 95 USPQ2d 1050 (6th Cir. 2010), cert. denied, 562 U.S. 1179 (2011).
]  [424: New York Yankees P’ship v. IET Prods. & Servs., Inc., 114 USPQ2d 1497 (T.T.A.B. 2015).
]  [425: In Cornette v. Garver, 2020 WL 1643370 (W.D. Pa. Apr. 2, 2020), the defendant apparently only asserted a First Amendment defense to a dilution claim involving t-shirts with images of plaintiff that were unflattering and critical. The court denied a motion to dismiss, stating that the assertion of the First Amendment defense was premature. Id. at *7. It did not address any of the statutory exclusions.] 

The Supreme Court’s decision in Matal v. Tam[footnoteRef:426] might signal the Court’s willingness to address such an argument. In Tam, the Court struck down the Lanham Act’s bar to registration of disparaging marks.[footnoteRef:427] It did so on the grounds that the ban constituted impermissible viewpoint discrimination.[footnoteRef:428] The reasoning of Tam could be applied to dilution, especially dilution by tarnishment. One could argue that if a ban on registration of disparaging trademarks is unconstitutional, a ban on using a disparaging (or otherwise harmful but expressive) trademark is equally problematic. Indeed, the statement in Justice Kennedy’s concurring opinion that the lesser scrutiny given to commercial speech does not justify viewpoint discrimination[footnoteRef:429] supports the idea that even a “commercial” use could implicate First Amendment issues. The examples listed above are ones that could fit this category. The Court’s subsequent opinion in Iancu v. Brunetti,[footnoteRef:430] striking down the ban on registering “immoral or scandalous” marks—also on the grounds of viewpoint discrimination—bolsters this argument.[footnoteRef:431] Thus, barring a diluting use that is not necessarily disparaging, but simply unwholesome—especially regarding sex and drugs—could be considered a viewpoint-based regulation that is presumptively unconstitutional.  [426: 582 U.S. 218 (2017).
]  [427: Id. at 223. The ruling that the provision was unconstitutional was unanimous; however, the Justices split 4-4 on much of the rationale for the decision.
]  [428: Id.; see also id. at 247 (Kennedy, J., concurring).
]  [429: Id. at 251 (“To the extent trademarks qualify as commercial speech, they are an example of why that term or category does not serve as a blanket exemption from the First Amendment’s requirement of viewpoint neutrality.”).
]  [430: 588 U.S. 388 (2019).]  [431: Id. at 393–95. 
] 

However, one should be cautious about the effect of Tam and Brunetti on dilution. First, in San Francisco Arts & Athletics, Inc. v. United States Olympic Committee,[footnoteRef:432] the Court upheld a statute essentially giving dilution protection to the USOC against commercial uses of the word “Olympic,”[footnoteRef:433] even in the face of a First Amendment challenge (the petitioners wanted to designate their games as the “Gay Olympics”). Second, even if time has eroded the underpinnings of that decision,[footnoteRef:434] the Court, especially Justice Kennedy’s opinion, expressly left open the effect of Tam on other provisions of the Lanham Act.[footnoteRef:435] Moreover, Tam and Brunetti must be read in light of the Court’s subsequent opinion in Vidal v. Elster,[footnoteRef:436] where the Court upheld a provision of the Lanham Act precluding registration of marks incorporating the name of a living person against a First Amendment challenge. In Elster, the Court distinguished Tam and Brunetti on the grounds that the provision at issue in Elster was viewpoint neutral, and indicated a reluctance to invoke the First Amendment against restrictions that were not viewpoint based.[footnoteRef:437] Nevertheless, Tam and Brunetti open the door to First Amendment arguments that may go beyond the protections of the exclusions. One would expect practitioners to test the limits of that decision fairly quickly. In most cases, courts will seek to resolve the issue on the basis of the statutory exclusions, but, particularly in light of the limitations set by the Jack Daniel’s case, we may see cases relying on Tam and Brunetti alone as a separate defense to a dilution claim.[footnoteRef:438] [432: 483 U.S. 522, 3 USPQ2d 1145 (1987).
]  [433: Id. at 539.
]  [434: And it appears from the Court’s most recent trademark-First Amendment pronouncement that time has not eroded that precedent. Vidal v. Elster, 602 U.S. 286, 306–07 (2024).]  [435: See Tam, 582 U.S. at 252 (Kennedy, J., concurring).
]  [436: 602 U.S. 286 (2024).]  [437: Id. at 307–08; id. at 312 (Barrett, J., concurring); id. at 325–26 (Sotomayor, J., concurring in the judgment).]  [438: On remand to the District Court in Jack Daniel’s, VIP Products did attempt to raise the First Amendment as a separate defense to Jack Daniel’s dilution claim. However, the court refused to address the claim because the VIP did not raise it in its pleadings and did not promptly move to amend the pleadings to include this defense after the remand. VIP Prods. LLC v. Jack Daniel’s Props., Inc., 2025 WL 275909, at *15, 2025 BL 21521 (D. Ariz. Jan. 21, 2025).] 

IV-B. First Sale as a Defense to Dilution Claims
The first sale doctrine is a doctrine of “exhaustion” of trademark rights. That is, once a trademark owner sells its goods (or services) under the trademark, the purchaser can resell the goods with the trademark, provided that the resold goods are considered “genuine” goods.[footnoteRef:439] Such a resale is not considered trademark infringement, and should not be considered diluting either.[footnoteRef:440] [439: See, e.g., Enesco Corp. v. Price/Costco, Inc., 146 F.3d 1083, 1085, 47 USPQ2d 1144 (9th Cir. 1998).
]  [440: Ergowerkx Int’l, LLC v. Maxell Corp. of Am., 18 F. Supp. 3d 430, 451 (S.D.N.Y. 2014); Stevo Design, Inc. v. SBR Mktg., Ltd., 919 F. Supp. 2d 1112, 1122–23, 105 USPQ2d 1925 (D. Nev. 2013) (applying first sale doctrine to a service: sports betting analysis). See also Ford Motor Co. v. O.E. Wheel Distribs., LLC, 868 F. Supp. 2d 1350, 1369 (M.D. Fla. 2012) (finding issues of fact regarding applicability of first sale doctrine).
] 

V.  Registration as a Defense to State Dilution Claims
V.A. 	The Issues: Discussion and Commentary
In addition to the three exclusions provided in Section 43(c)(3) of the Lanham Act, discussed in Sections II through IV, above, there is a defense provided in the TDRA that it is not part of Section 43(c)(3). Section 43(c)(6), entitled “Ownership of valid registration a complete bar to action,” provides as follows:
The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register under this chapter shall be a complete bar to an action against that person, with respect to that mark, that--
(A) is brought by another person under the common law or a statute of a State; and
(B)(i) seeks to prevent dilution by blurring or dilution by tarnishment; or
(ii) asserts any claim of actual or likely damage or harm to the distinctiveness or reputation of a mark, label, or form of advertisement. [footnoteRef:441] [441: Lanham Act §43(c)(6), 15 U.S.C. §1125(c)(6).] 

A similar version of this defense was contained in the original FTDA as Section 43(c)(3). The original version provided:
The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register shall be a complete bar to an action against that person, with respect to that mark, that is brought by another person under the common law or a statute of the State and that seeks to prevent dilution of the distinctiveness of a mark, label, or form of advertisement.[footnoteRef:442] [442: Lanham Act §43(c)(3), 15 U.S.C. §1125(c)(3) (amended and renumbered by the TDRA).] 

Obviously, Congress believed that a valid federal registration should trump a state statutory or common-law dilution action.[footnoteRef:443] The Section 43(c)(6) defense serves two related purposes. First, this defense was necessary because Congress chose not to have the FTDA or [443: This defense also was in the 1988 bill that passed the Senate. S. REP. NO. 100-515, at 19 (Sept. 15, 1988) (reprinting proposed §43(c)(3)).] 

TDRA preempt state laws.[footnoteRef:444] Without this section, litigants would believe that they could use state dilution law to triumph despite the defendant’s ownership of a valid federal registration. Because state dilution laws can be used by owners of nonregistered marks, it seems especially unfair to permit such claims to eliminate the value of the federal registration. Second, by preempting the operation of state law against federally registered marks, Congress was encouraging the federal registration of trademarks.[footnoteRef:445] [444: H.R. REP. NO. 100-374, at 7–8. See Rosenshine v. A. Meshi Cosmetics Indus. Ltd., 2020 WL 1914648, at *6 (E.D.N.Y. Mar. 30, 2020) (state law claims not preempted by federal trademark law).]  [445: See Westchester Media Co. L.P. v. PRL USA Holdings, Inc., 103 F. Supp. 2d 935, 976, 977 (S.D. Tex. 1999), aff’d, 214 F.3d 658, 669 n.11, 55 USPQ2d 1225 (5th Cir. 2000) (Fifth Circuit noted that neither party appealed the magistrate judge’s ruling on this issue); H.R. REP. NO. 100-374, at 7; see also Lanham Act §43(c)(2)(A)(iv) (federal registration as a factor supporting a finding of a famous mark).] 

There are three aspects of Section 43(c)(6) worthy of special mention. First, “registration” includes registrations under the predecessor statutes to the Lanham Act from 1881 and 1905. Second, and more crucial, protected “registrations” under the Lanham Act are only those appearing in the Principal Register. A mark registered on the Supplemental Register is not protected by this defense.[footnoteRef:446] This distinction is not surprising. The Supplemental Register[footnoteRef:447] is used primarily for marks that are otherwise not registrable—often because they are descriptive and have no secondary meaning.[footnoteRef:448] [446: The Supplemental Register is dealt with in §§23–28 of the Lanham Act, 15 U.S.C. §§1091–96.]  [447: See 15 U.S.C. §1096.]  [448: Such registrations also cannot be used to prevent the importation of allegedly infringing goods. Id. §1096.] 

A third interesting aspect is the precise preemptive language. The original (i.e., pre-TDRA) language protected federally registered marks against any state law claim “that seeks to prevent dilution of the distinctiveness of a mark … .”[footnoteRef:449] The amended version goes further. First, Section 43(c)(3)(B)(i) protects against any state claim seeking to protect a mark against “dilution by blurring or dilution by tarnishment.” When the TDRA was enacted in 2006, there were no state dilution laws that used those terms to describe the scope of their protection, but that has since changed.[footnoteRef:450] Because both dilution by blurring and dilution by tarnishment are defined in Section 43(c)(2), one may assume that this section is intended to incorporate those definitions. Whether the definition of “dilution by tarnishment” would be found to be as broad as the definition of “injury to business reputation” in a state statute is an interesting theoretical problem. However, it does not appear that judicial decisions generally interpret “injury to business reputation” to mean anything more than “dilution by tarnishment,” as that phrase is defined in Section 43(c)(2)(C). Moreover, the language of Section 43(c)(6)(B)(ii) preempts state law claims that relate to the “reputation of a mark.” Although it is possible that injury to business reputation encompasses more than injury to the reputation of the mark, the language is probably sufficient, even if imperfect. It is somewhat of an improvement over the original language of this section, which contained no specific reference to any type of tarnishment claim, leaving open the possibility that such claims would not be preempted.[footnoteRef:451] [449: Lanham Act §43(c)(3), 15 U.S.C. §1125(c)(3) (amended and renumbered by the TDRA).]  [450: In 2007, the Model State Trademark Bill was amended to reflect the TDRA and includes this terminology. Several states and Puerto Rico have enacted statutes adopting (to a greater or lesser degree) the 2007 Model Bill. ALA. CODE §§8-12-6(2)–(4), 8-12-17 (2010); CAL. BUS. & PROF. CODE §14202(k)–(m), 14247 (West 2008); MISS. CODE ANN. §§75-25-1(k)–(m), 75-25-25 (West Supp. 2011); OR. REV. STAT. §§647.005(2), 647.107 (2011); 10 L.P.R.A. §§223(a)–(c), 223y (LexisNexis 2009); TEX. BUS. & COM. CODE ANN. §§16.001(2)–(4), 16.103 (2011). The 2007 Model Bill is discussed in more detail in Chapters 1–5.]  [451: This omission was significant because some cases decided under state law point to the “injury to business reputation” language as the authority for injunctions against tarnishment. MDT Corp. v. New York Stock Exch., Inc., 858 F. Supp. 1028, 1034, 30 USPQ2d 1849 (C.D. Cal. 1994) (pointing to this language as denoting tarnishment); Marks v. Cayo Hueso, Ltd., 437 So.2d 775, 777 (Fla. Dist. Ct. App. 1983); Procter & Gamble Co. v. Amway Corp., 80 F. Supp. 2d 639, 670 (S.D. Tex. 1999) (permitting suit for injury to business reputation even if there is no injury to the trademark), aff’d in part, rev’d in part, 242 F.3d 539, 58 USPQ2d 1008 (5th Cir.), cert. denied, 534 U.S. 945 (2001); see Safeway Stores, Inc. v. Safeway Disc. Drugs, Inc., 675 F.2d 1160, 1168, 216 USPQ 599 (11th Cir. 1982). Although Congress no doubt assumed that “dilution” included a claim of tarnishment, by using language that does not expressly include tarnishment, Congress allowed courts to determine that tarnishment claims are not covered by Section 43(c)(3). (As discussed in Chapters 6 and 9, the U.S. Trademark Association (USTA) proposal in 1987, which was the foundation of the FTDA, assumed that tarnishment was a separate claim.) Given the “plain meaning” approach some courts took to the original FTDA, see, e.g., Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432–33, 65 USPQ2d 1801 (2003), and the fact that some cases point specifically to language other than “dilution” to support state-law tarnishment claims, the breadth of preemption under former Section 43(c)(3) was at least open to question. In this vein, it is notable that Congress was careful to preempt claims under state laws protecting “forms of advertisement” from dilution. See GA. CODE ANN. §10-1-451(b) (Harrison 1998).] 

One should also note that the “injury to business reputation” problem is not an issue under all state laws. Some states appear to be indifferent about whether tarnishment is considered part of dilution or a separate claim for “injury to business reputation.” Most state laws enacted after 1990 use the language of the original FTDA, which did not mention tarnishment, although most courts seemed to have assumed that it was included.[footnoteRef:452] [452: However, whether that was an accurate assumption was thrown open to question by the Supreme Court’s decision in Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432, 65 USPQ2d 1801 (2003), which called into question whether tarnishment was included in the original definition of dilution under the FTDA. See Chapter 3, §IV.B.2. The headings of some, but not all, of the newer state statutes are entitled “Injury to business reputation; dilution.” E.g., ARK. CODE ANN. §4-71-213 (LexisNexis 2001); HAW. REV. STAT. ANN. §482-32 (LexisNexis 2005); 54 PA. CONS. STAT. ANN. §1124 (West Supp. 2012). But cf. NEB. REV. STAT. §87-140 (West 2003) (heading does not contain the phrase); N.J. STAT. ANN. §56:3-13.20 (West 2001) (same). The effect of these headings, which may contradict the statutory language, is uncertain. See Chapter 3, §IV.B.1. On the other hand, if state laws do not include claims for tarnishment, then there is no cause for worry since there is no claim to preempt. Some states have enacted statutes patterned after the 2007 Model Bill, which expressly includes a cause of action for dilution by tarnishment.
] 

Moreover, Section 43(c)(6)(B)(ii) preempts “any claim” that asserts harm to the distinctiveness or reputation of a mark or form of advertisement. This is interesting because this subsection does not refer to a claim for “dilution” but instead to any claim that falls within the general category. Thus, even if the claim might not be characterized as a “dilution” claim, it will be preempted.[footnoteRef:453] [453: Some state unfair competition claims might fall into this category.] 

As originally enacted by the TDRA in 2006, there was an oddity in the way that Section 43(c)(6) was worded.[footnoteRef:454] Subsection (A) contained two requirements (subnumbered (i) and (ii)): that the preempted claim be brought under the common law or statutory law of a state, and that it be a claim for dilution by blurring or dilution by tarnishment. Subsection (B) was set off from subsection (A) by the disjunctive “or,” which indicated that the two subsections were independent bases for preemption. Subsection (B) broadly preempted “any claim” and contained no reference to state common law or statutory law. One could interpret this to mean that even federal dilution claims are preempted by the existence of a registration. This would be a major change from the prior language, but there is no indication in the legislative history that such a momentous change was intended.[footnoteRef:455] Assuming that Congress wanted only to preempt state law claims, it would have been more appropriate to number subsection (B) as subsection (A)(iii).[footnoteRef:456] Evidently, this was a drafting error. However, it took six years to correct the problem. In 2012, Congress amended this subsection, making it clear that only state dilution claims are preempted by this provision.[footnoteRef:457] However, the current version only applies to claims filed after the amendment was enacted;[footnoteRef:458] thus, there may still be cases for which the 2006 language would be applicable.[footnoteRef:459] [454: As enacted in 2006, §43(c)(6) provided as follows:
The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register under this chapter shall be a complete bar to an action against that person, with respect to that mark, that—
(A)(i) is brought by another person under the common law or a statute of a State; and
(ii) seeks to prevent dilution by blurring or dilution by tarnishment; or
(B) asserts any claim of actual or likely damage or harm to the distinctiveness or reputation of a mark, label, or form of advertisement]  [455: Nothing in the original FTDA gave a defense against a federal dilution claim to federally registered marks. See Empresa Cubana Del Tabaco v. Culbro Corp., 213 F. Supp. 2d 247, 286 (S.D.N.Y. 2002) (federal registration not a defense to FTDA claim), aff’d in part, rev’d in part on other grounds, 399 F.3d 462, 73 USPQ2d 1936 (2d Cir. 2005); Westchester Media Co. L.P. v. PRL USA Holdings, Inc., 103 F. Supp. 2d 935, 976 (S.D. Tex. 1999), aff’d, 214 F.3d 658, 55 USPQ2d 1225 (5th Cir. 2000).]  [456: There was an oddity presented by the original FTDA language of the provision, when it was numbered §43(c)(3). First, it was different from the FTDA’s definition of dilution. The FTDA defined dilution as “the lessening of the capacity of a famous mark to identify and distinguish goods and services.” Although this may have meant the same thing as “dilution of the distinctiveness” of the famous mark, it is not necessarily the same. (Note, however, that the original language of §43(c)(1) spoke of causing “dilution of the distinctive quality” of a famous mark.)]  [457: P.L. 112-190, 126 Stat. 1436 (Oct. 5, 2012). The preamble to the statute states that it is “to correct an error in the provisions relating to remedies for dilution.”]  [458: Id. §1(b).]  [459: The TTAB held that the amendment is not retroactive in Under Armour, Inc. v. Evade, LLC, 2013 TTAB LEXIS 74 (T.T.A.B. Feb. 14, 2013). Apparently, the statutory error escaped the notice of some litigants. In Swatch S.A. v. Beehive Wholesale, LLC, 888 F. Supp. 2d 738 (E.D. Va. 2012), aff’d, 739 F.3d 150, 109 USPQ2d 1291 (4th Cir. 2014), the plaintiff sought to cancel the defendant’s registration on the grounds of dilution. Id. at 756. Although the court denied relief on the dilution claim, it did not mention the registration defense, which would have been applicable. Id. at 756–58. For the full text of the amendment, see https://www.bloomberglaw.com/document/X3G02V0008D.] 

Although it appears to have been the result of an oversight, barring TDRA claims against federally registered marks would not have been anomalous. The TDRA applies only when the second user begins use after the mark becomes famous. Thus, for a federally registered mark to be vulnerable to a dilution claim, several unusual circumstances would have to exist. The federal registrant would have to be the second user of the mark. The first use by the federal registrant of the now federally registered mark would have to have been made after the other mark became famous. Under those circumstances, the chances that the second user could obtain a federal registration should be small. When the junior user tries to register, its application could be denied on the grounds that it is likely to cause confusion with the senior user’s mark. Given that the senior user’s mark is assumed to be famous, the Patent and Trademark Office might well find that such confusion is likely. In addition, since late 1999, the senior user could bring an opposition proceeding against the junior user’s registration application on the grounds that it would cause (or, since October 2006, would be likely to cause) dilution of the senior user’s mark.[footnoteRef:460] Nothing in the statute requires the opposer to have a registered mark in order to oppose the application for registration as diluting. [460: See 15 U.S.C. §1063. Technically, the senior user must allege that it would be damaged “as a result of dilution … under section 43(c).” This means that the senior user would have to have a famous mark and would be subject to the exclusions listed in that section.] 

There may be some marks that were registered prior to the 1999 amendments (which first permitted oppositions and cancellations based on dilution) that could be diluting other marks. However, one would not expect their numbers to be large, because in many cases such marks also would cause confusion. And Congress could have been unwilling to divest those mark owners of registrations that were obtained lawfully before dilution became a ground for opposition to registration.[footnoteRef:461] Thus, if the original version of Section 43(c)(6) precluded even federal dilution claims against federally registered marks, it would not affect very many marks. [461: If the mark has not become incontestable, see 15 U.S.C. §1065, then the senior user might petition to cancel the diluting, but registered, mark under §14 of the Lanham Act. 15 U.S.C. §1064. The incontestability section does not list dilution as an exception to incontestable status, 15 U.S.C. §1065, and the Supreme Court has, in other contexts, determined that only the listed defenses can be used to defeat incontestable status. Park ’N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S. 189, 195, 224 USPQ 327 (1985).] 

V.B. 	Judicial Interpretations of Section 43(c)(6) and Former Section 43(c)(3)
There have not been many cases interpreting this provision, perhaps because it is clear that a valid federal registration bars a state dilution claim. However, there have been a few interesting applications of this section.
A rather novel issue was analyzed in Exxon Mobil Corp. v. FX Networks, LLC.[footnoteRef:462] Defendant registered and began using the mark “FXX” for a new television network. Although it federally registered the mark in standard Word format, its actual use of the mark involved an interlocking XX, which plaintiff claimed infringed and diluted its Exxon mark (which, in actual use, incorporates an interlocking double x). Defendant claimed that under Section 43(c)(6) its federal registration precluded a state dilution claim against its use of the FXX mark. However, the court disagreed. It held that Section 43(c)(6) only preempted claims to the mark as registered,[footnoteRef:463] and that Exxon’s claim, which attacked the use of a stylized FXX logo, was not preempted.[footnoteRef:464] [462: 39 F. Supp. 3d 868 (S.D. Tex. 2014).
]  [463: Id. at 871 (citing the language of the statute preempting state dilution claims against “that mark”).
]  [464: Id. at 872.
] 

In another case, a district court held that Section 43(c)(6) only applies when the offending use is for goods or services listed in the federal registration.[footnoteRef:465] Since the offending use in that case was for goods not listed in defendant’s federal registration, the court refused to apply the statutory bar to a state dilution claim.[footnoteRef:466] Although this is consistent with the idea that the defense exists to encourage registration, there is nothing in the statute that limits the defense to situations where the federal registrant is using the mark on goods or services listed in the registration.[footnoteRef:467] [465: Amy’s Ice Cream, Inc. v. Amy’s Kitchen, Inc., 60 F. Supp. 3d 738, 745–46 (W.D. Tex. 2014).
]  [466: Id.
]  [467: It should be noted that 15 U.S.C. §1115(b), which gives conclusive validity (subject to certain defenses) to an incontestable registration, specifically limits its effect to the goods and services listed in the registration. Thus, Congress is presumably able to make such distinctions when it so desires. In a case not entirely different from the Amy’s case, a magistrate judge rejected a claim that defendant’s use had changed so much that it was no longer within the registration. Westchester Media Co. v. PRL USA Holdings, Inc., 103 F. Supp. 2d 935, 977 (S.D. Tex. 1999), aff’d in part, vacated in part, 214 F.3d 658, 55 USPQ2d 1225 (5th Cir. 2000). [The Westchester Media case is discussed further below.].
] 

In an interesting holding that would expand the applicability of this defense, one court held that merely asserting a claim for cancellation in a complaint does not avoid the bar of Section 43(c)(6).[footnoteRef:468] [468: Global Brand Holdings, LLC v. Church & Dwight Co., 2017 WL 6515419, at *6 (S.D.N.Y. Dec. 19, 2017).
] 

As discussed in Section V.A., above, the 2006 version of Section 43(c)(6) containing a drafting error that allowed the assertion of federal registration as a defense to a federal dilution claim. An amendment to the statute in 2012 corrected the error. However, just before the 2012 amendment took effect, the Trademark Trial and Appeal Board confirmed Congress’s fears about the 2006 wording. In Academy of Motion Picture Arts & Sciences v. Alliance of Professionals & Consultants, Inc.,[footnoteRef:469] the Board held—in a precedential opinion—that the statutory language was clear and applied to protect a federally registered mark against a cancellation claim based on dilution.[footnoteRef:470] This appears to be the only judicial discussion of the issue. And, given the amendment to the statute, this issue may not arise in the future.[footnoteRef:471] [469: 104 USPQ2d 1234 (T.T.A.B. 2012).]  [470: Id. at 1236-37. The TTAB’s decision was on September 27, just over a week before the amendment became effective.]  [471: Because the amendment only applies to “any action commenced on or after the date of enactment of this Act,” there could be pending cases to which the 2006 version of this section will apply. See P.L. 112-190, §1(b) (Oct. 5, 2012). In Under Armour, Inc. v. Evade, LLC, 2013 TTAB LEXIS 74 (T.T.A.B. Feb. 14, 2013), the TTAB held that the correcting amendment was not retroactive and therefore the federal registration defense applies to claims of dilution under federal law in PTO proceedings filed before the effective date of the amendment.] 

Most of the judicial interpretations of the federal registration defense occurred under the original FTDA.[footnoteRef:472] [472: In GMA Accessories, Inc. v. Dorfman-Pacific Co., 2012 U.S. Dist. LEXIS 161350, at *12 n.4 (S.D.N.Y. Nov. 5, 2012), the court held that the plaintiff’s New York dilution claims were barred by defendant’s registration, but the court did not expressly mention §43(c)(6).] 

The Eighth Circuit examined the federal registration defense in Viacom Inc. v. Ingram Enterprises, Inc.[footnoteRef:473] The plaintiff, the owner of the Blockbuster mark for video and music stores, sued the defendant, who used the Blockbuster mark for fireworks stands. The plaintiff claimed infringement, dilution under the FTDA, and dilution under Missouri law.[footnoteRef:474] The defendant had registered the mark Blockbuster under the Lanham Act in 1992 for fireworks. Reversing the trial court, the Eighth Circuit held that the defendant was entitled to use the registration defense against the state dilution claim, even though the FTDA was enacted after the suit began.[footnoteRef:475] The court held that Congress could alter the law prospectively, narrowing the available grounds for an injunction that might have existed under state law before the passage of the federal law.[footnoteRef:476] Thus, the Lanham Act could prospectively trump an existing state ground for injunctive relief by granting a federal defense to the state claim.[footnoteRef:477] [473: 141 F.3d 886, 46 USPQ2d 1473 (8th Cir. 1998).]  [474: Id. at 888. The original suit began in 1994, before the FTDA existed. The FTDA claim was added later.]  [475: Id. at 890.]  [476: Id. The Eighth Circuit did not dismiss the state dilution claim, however. It remanded for a factual determination concerning the defense, noting that the plaintiff might show that the defendant lacked a valid registration. Id. at 891 n.8.]  [477: In Jet, Inc. v. Sewage Aeration Systems, 165 F.3d 419, 424, 49 USPQ2d 1355 (6th Cir. 1999), the Sixth Circuit avoided the issue of the applicability of §43(c)(3) to pre-FTDA registrations by noting that if the plaintiff was successful in its effort to challenge the validity of the defendant’s federal registration, then the state claim could go forward.] 

However, it must be noted that Section 43(c)(6) does not preclude a challenge to the validity of the federal registration.[footnoteRef:478] If that challenge is successful, then the registration defense is inapplicable.[footnoteRef:479] [478: If a registrant has followed the procedures of §15 of the Lanham Act, 15 U.S.C. §1065, then the registration eventually becomes “incontestable.” The grounds for challenging the registration at that point are significantly narrowed. See id. (listing four defenses); 15 U.S.C. §1064(3)–(5); see also 15 U.S.C. §1115(b)(1)–(8).]  [479: Jet, Inc., 165 F.3d at 424; Viacom Inc. v. Ingram Enters., Inc., 141 F.3d 886, 891 n.8, 46 USPQ2d 1473 (8th Cir. 1998); adidas America, Inc. v. TRB Acquisitions, LLC, 2018 WL 10335661, at *4 (D. Or. Dec. 13, 2018) (denying plaintiff’s motion for summary judgment, but noting that plaintiff had challenged defendant’s registration); Lovetap LLC v. CVS Health Corp., 2017 WL 3250374, at *4 (N.D. Ga. July 31, 2017) (denying motion to dismiss where plaintiff pleaded invalidity of defendant’s federal registration); Waiter.com, Inc. v. Waitr, Inc., 2016 WL 7443656, at *5 (W.D. La. Dec. 22, 2016); Empresa Cubana del Tabaco v. Culbro Corp., 213 F. Supp. 2d 247, 285 n.58 (S.D.N.Y. 2002), aff’d in part, rev’d in part on other grounds, 399 F.3d 462, 73 USPQ2d 1936 (2d Cir. 2005), cert. denied, 547 U.S. 1205 (2006). But see Global Brand Holdings, LLC v. Church & Dwight Co., 2017 WL 6515419, at *6 (S.D.N.Y. Dec. 19, 2017) (a mere claim for cancellation of a registered mark does not avoid the bar of §43(c)(6)).] 

The court in Viacom also discussed the effect of a federal registration on the federal dilution claim.[footnoteRef:480] The defendant argued that applying the FTDA would deprive it of its federal rights resulting from its registration under the Lanham Act, which predated the passage of the FTDA.[footnoteRef:481] The court stated that if a valid right was shown by registration, the “[plaintiff] will presumably not be entitled to an anti-dilution injunction … in the use of this rather common word [i.e., Blockbuster].”[footnoteRef:482] [480: 141 F.3d at 889–90.]  [481: Id. at 889.]  [482: Id. at 890.] 

The Viacom holding is limited, because the defendant’s federal registration predated the FTDA. Nevertheless, at least where the defendant’s registration existed before amendments to the FTDA allowed the Patent and Trademark Office to consider dilution in the registration process, a registrant reasonably may argue that an injunction under the TDRA would unfairly deprive it of its registration.[footnoteRef:483] Because any remedies under the TDRA are “subject to the principles of equity,” at a minimum, a preexisting federal registration should be a strong factor working against the issuance of an injunction under the TDRA.[footnoteRef:484] [483: The registrant’s argument is stronger if the registration is incontestable.]  [484: Indeed, as discussed in Section V.A, above, until a 2012 amendment to this subsection, it might have been a bar to a federal dilution claim. Academy of Motion Picture Arts & Sciences v. Alliance of Professionals & Consultants, Inc., 104 USPQ2d 1234, 1236-37 (T.T.A.B. 2012) (holding that the original TDRA version of the federal registration defense barred federal dilution claims against federally registered marks). Viacom was decided prior to the TDRA. Under the original FTDA, there was no indication in the statute that it could preclude federal dilution claims against federally registered marks. The issue was injected by the TDRA in 2006. The 2012 amendment discussed in §V.A, above, appears to have eliminated this issue for newly filed cases.] 

A separate issue was raised in Westchester Media Co. v. PRL USA Holdings, Inc.[footnoteRef:485] The dispute centered on the plaintiff’s POLO magazine, which the defendant (the company that owns the Ralph Lauren Polo mark) claimed infringed and diluted its famous mark.[footnoteRef:486] The plaintiff owned an incontestable federal trademark registration for POLO, to be used on a “magazine on the subject of equestrian sports and lifestyles.”[footnoteRef:487] The defendant attempted to avoid the bar of Section 43(c)(6) [then denominated 43(c)(3)] by arguing that the plaintiff had changed the content of the magazine so significantly that it was no longer within the subject matter for which the registration had issued.[footnoteRef:488] However, the magistrate judge disagreed, citing the “plain language” of the statute.[footnoteRef:489] He reasoned that the FTDA gave a defense to a registered mark owner, as long as the mark was validly registered. Thus, the court rejected the defendant’s argument that “misuse” of a registered mark vitiates the defense.[footnoteRef:490] [485: 103 F. Supp. 2d 935 (S.D. Tex. 1999) (magistrate judge decision), aff’d in part, vacated in part, 214 F.3d 658, 55 USPQ2d 1225 (5th Cir. 2000).]  [486: The plaintiff filed an action for a declaratory judgment of noninfringement; the defendant counterclaimed for infringement and dilution. Id. at 940.]  [487: Id. at 942.]  [488: Id. at 976–77. Originally, the magazine was devoted almost exclusively to articles about polo and was distributed largely to members of the United States Polo Association. Id. at 943. Shortly after the plaintiff purchased the magazine from its original owners, it altered the content, with far greater emphasis on “lifestyle” articles and with expanded distribution. Id. at 945. The plaintiff continued the prior polo-oriented content in a separate publication called Polo Players Edition. Id. at 943.]  [489: Id. at 977.]  [490: Id.] 

One interesting issue is whether the federal registration must issue before the other user’s mark becomes “distinctive” in order for the defense to apply. The language of the statute does not require that the registration predate the other user’s mark becoming distinctive. The logical conclusion is that the timing of the registration is not pertinent, as long as the registration is valid.[footnoteRef:491] Courts taking a plain meaning approach to the TDRA likely will come to this conclusion. Owners of locally used marks should be encouraged to obtain federal registrations (unless they are not used “in commerce”) lest they risk losing their exclusivity.[footnoteRef:492] [491: See, e.g., Pharmacia Corp. v. Alcon Labs., Inc., 201 F. Supp. 2d 335, 386 (D.N.J. 2002) (claim under New Jersey law barred once defendant’s mark was federally registered).]  [492: See H.R. REP. 100-374, at 7 (Nov. 30, 1995) (noting that §43(c)(6) [then §43(c)(3)] “provides a further incentive for the federal registration of marks”).] 

A final caution is in order. Practitioners should not expect courts to raise the federal registration defense on their own, especially state court judges, who may be unaware of Section 43(c)(6). In Tortoise Island Homeowners Ass’n, Inc. v. Tortoise Island Realty, Inc.,[footnoteRef:493] the Florida state appellate court upheld a dilution claim under Florida law, reversing a decision of the trial court. The opinion makes clear that the defendant’s mark was federally registered.[footnoteRef:494] However, the court made no mention of the federal registration defense or of any other provision of the FTDA. One assumes that the defendant failed to raise the issue. [493: 790 So.2d 525 (Fla. Dist. Ct. App. 2001).]  [494: Id. at 529.] 

VI.  The Patent and Copyright Clause as a Defense to Dilution
The Constitution permits Congress to protect inventions by granting a patent monopoly “for limited times.”[footnoteRef:495] The TDRA permits the court to issue a permanent injunction against dilution. Some of those injunctions may be issued against product configurations if they are famous as source identifiers.[footnoteRef:496] However, product configurations are potentially the subjects of patents.[footnoteRef:497] In the context of a product configuration case, the “limited times” provision of the Patent Clause collides with the permanent monopoly potentially granted by the federal dilution statute. [495: U.S. CONST. art. I, §8, cl. 8. Congress is also empowered to grant a copyright monopoly for limited times. Much of the discussion presented here applies equally to copyrights. However, it should be remembered that the Copyright Act contains defenses that are not available against patents and that could broaden a potential argument in favor of a defense against dilution. That is because Congress intended to leave a greater amount of copyrightable material in the public domain, and subjecting it to dilution claims would subvert that intent.]  [496: See Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 51 USPQ2d 1882 (2d Cir. 1999) (issuing an injunction against crackers whose shapes diluted the shape of Goldfish crackers).]  [497: See L.A. Gear, Inc. v. Thom McAn Shoe Co., 988 F.2d 1117, 1121–22, 25 USPQ2d 1913 (Fed. Cir.), cert. denied, 510 U.S. 908 (1993); see also TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 34–35, 58 USPQ2d 1001 (2001).] 

In other contexts, the Supreme Court has held that states may not grant the equivalent of patent protection under the rubric of various state unfair competition laws.[footnoteRef:498] It is not entirely clear whether the Court did so under the guise of the Patent Clause or as a matter of federal statutory preemption flowing from the patent laws.[footnoteRef:499] Preemption by the patent laws would not apply in the case of the TDRA. Pursuant to the Supremacy Clause of the Constitution, state laws may be superseded by federal statutes; the TDRA, a federal statute, is not so limited. However, all federal statutes are limited by the specific provisions of the Constitution. The question is whether the temporally unlimited protection of the federal dilution statute is preempted by the limited times provision of the Patent Clause of the Constitution. [498: Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 9 USPQ2d 1847 (1989); Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225 (1964); Compco Corp. v. Day-Brite Lighting, Inc., 376 U.S. 234, 140 USPQ 528 (1964). The issue of preemption of state dilution laws is discussed in Chapter 4, §III.]  [499: The Bonito Boats decision appears to have been based on the conflict between state law and the federal patent laws. See Bonito Boats, 489 U.S. at 167–68 (referring to conflicts with federal patent laws).] 

The argument in favor of unconstitutionality can be simply stated. Protecting product configurations under the TDRA, without the limiting factor of likelihood of confusion, creates, in effect, a perpetual patent-like monopoly on that product configuration.[footnoteRef:500] The Patent Clause limits Congress to granting protection to inventions (which include nonfunctional product designs protected by design patents) for a limited period of time. Given the unlimited protective time period of the dilution statute, it arguably violates the Patent Clause.[footnoteRef:501] [500: It is, of course, limited by the requirement that the product configuration be shown to be a “famous mark.”]  [501: See I.P. Lund Trading ApS v. Kohler Co., 11 F. Supp. 2d 112, 131–32 (D. Mass.) (discussing this argument), vacated, 163 F.3d 27, 49 USPQ2d 1225 (1st Cir. 1998). Dilution protection also could be viewed as superior to patent protection, a situation that would upset the statutory patent bargain of limited monopoly in exchange for disclosure. That argument favors a narrow reading of dilution to avoid a conflict, but it is not necessarily a constitutionally based argument.] 

The major counter-argument is also equally simply stated. The trademark laws, unlike the patent laws, are enacted pursuant to Congress’s power under the Commerce Clause.[footnoteRef:502] The Commerce Clause places no temporal limitation on that power. Therefore, Congress was within its authority when it enacted dilution protection that extends to product configurations.[footnoteRef:503] [502: U.S. CONST. art I, §8, cl. 8.]  [503: See Lund, 11 F. Supp. 2d at 132–33 (discussing plaintiff’s argument).] 

No court has given a full-blown treatment of this issue. The most serious judicial treatment of the issue occurred in I.P. Lund Trading ApS v. Kohler Co., which rejected the preemption argument.[footnoteRef:504] That court accepted, for purposes of a preliminary injunction motion,[footnoteRef:505] two arguments made by the plaintiff. First, it found that the doctrine of functionality, which precludes protection for certain forms of trade dress, separated patents from trademarks.[footnoteRef:506] Second, it accepted the argument that Congress could act under the Commerce Clause “to enhance consumer decisions and to create incentives for firms to produce distinguishable goods.”[footnoteRef:507] On appeal, a majority of the First Circuit panel declined to discuss this issue, because it reversed the district court’s finding that the plaintiff was likely to succeed on the merits of its FTDA claim.[footnoteRef:508] One member of the panel, concurring separately, did consider the constitutional issue at more length.[footnoteRef:509] However, while he called it “a difficult constitutional question,” ultimately he, too, determined that it was an issue best left for later decision.[footnoteRef:510] Other courts also have declined to rule on the constitutional issue, having ruled against a dilution claim in a product configuration suit on other grounds.[footnoteRef:511] [504: Id.
]  [505: The court specifically stated that the defendant had to overcome a “very high preliminary injunction standard” to enjoin the FTDA as unconstitutional. Id. at 134.]  [506: Id.]  [507: Id. at 133.]  [508: 163 F.3d at 50–51. The First Circuit found that the district court had not subjected the plaintiff’s claim that its trade dress was famous to sufficiently rigorous analysis, and also found that the plaintiff had not shown a likelihood of dilution by blurring. Id. at 44–50.]  [509: Id. at 51–53 (Boudin, J., concurring).]  [510: Id. at 53 (Boudin, J., concurring).]  [511: Armament Sys. & Procedures, Inc. v. Lansky Lights, Inc., 2002 WL 726801, at *4 (N.D. Ill. Apr. 24, 2002) (dilution claim regarding design of LED flashlights; court declined to decide constitutional issue); Syndicate Sales, Inc. v. Hampshire Paper Corp., 2000 WL 1428665, at *18 (S.D. Ind. Aug. 30, 2000) (citing the Lund opinion in the First Circuit).
] 

The Commerce Clause argument, accepted by the district court in Lund, proves too much. If Congress has the general power under the Commerce Clause to create what is, essentially, a patent monopoly unlimited in time, then the Commerce Clause could be interpreted to permit Congress to create an unlimited-time patent monopoly outright, without resorting to a subterfuge such as a dilution statute.[footnoteRef:512] Several cases imposing limitations on Congress’s power under the Commerce Clause suggest that the Supreme Court would not look kindly on an interpretation of that clause that rendered essentially useless the “limited times” provision of the Patent and Copyright Clause.[footnoteRef:513] Moreover, there are indications in Supreme Court opinions in patent and copyright cases that Congress cannot ignore the limits of the Patent Clause. In Graham v. John Deere Co.,[footnoteRef:514] the Court called the Patent Clause “both a grant of power and a limitation.”[footnoteRef:515] It further stated that “Congress in the exercise of the patent power may not overreach the restraints imposed by the stated constitutional purpose.”[footnoteRef:516] [512: This is not to say that the dilution statute was passed as a subterfuge. In fact, there is no evidence that Congress ever considered this problem when it passed the FTDA. There is nothing in the legislative history discussing the possible constitutional problems raised by this issue. Indeed, there is nothing to indicate that anyone thought of this problem at all. However, as discussed below, Congress did consider this issue when it enacted the TDRA.]  [513: See United States v. Morrison, 529 U.S. 598, 613–19 (2000) (Violence Against Women Act (VAWA) held unconstitutional exercise of Commerce Clause power); id. at 625–26 (VAWA held to exceed Congress’s enforcement power under §5 of the Fourteenth Amendment); United States v. Lopez, 514 U.S. 549, 567–68 (1995) (Gun Free School Zones Act exceeds Congress’s power under the Commerce Clause).]  [514: 383 U.S. 1, 148 USPQ 459 (1966).]  [515: Id. at 5.]  [516: Id. at 5–6.] 

In Feist Publications, Inc. v. Rural Telephone Service Co.,[footnoteRef:517] a copyright case, the Supreme Court held that a minimum degree of originality was required in order for a compilation of facts to be protected by a copyright. In doing so, the Court emphasized more than once its view that this requirement was a constitutional one, not simply one resulting from a statutory interpretation.[footnoteRef:518] It would have been of little moment to have made that point (more than once) if Congress could easily override that conclusion by using the Commerce Clause.[footnoteRef:519] In addition, the Feist Court noted that the objective of copyright is to promote “the Progress of Science and useful Arts.”[footnoteRef:520] In the Court’s view, this meant that the framers intended that others should be allowed to make use of facts, unrestrained by a copyright monopoly.[footnoteRef:521] A similar argument can be made with regard to product configurations. Although the framers of the Constitution may have intended that Congress could permit a limited-time monopoly over such items, the fact that the Patent Clause begins with the phrase “[t]o promote the Progress of Science and useful Arts” means that, eventually, copyists must be able to use the patented article and build on it for future inventions. Thus, if the point of the Patent Clause is to promote the useful arts, and not merely to grant protection to inventors, then keeping a product configuration out of the public domain permanently does not serve the goal of allowing others to build on foundational inventions.[footnoteRef:522] [517: 499 U.S. 340, 18 USPQ2d 1275 (1991).]  [518: Id. at 346, 347, 349, 363.]  [519: Surely, if the subject matter of a patent is a matter in which the Commerce Clause can be applied, copyrightable subject matter is similarly situated.]  [520: Id. at 349; accord Graham v. John Deere Co., 383 U.S. 1, 6, 148 USPQ 459 (1966).]  [521: Feist, 499 U.S. at 344–45; accord Graham, 383 U.S. at 6.]  [522: See Graham, 383 U.S. at 6 (“Congress may not authorize the issuance of patents whose effects are to remove existent knowledge from the public domain, or to restrict free access to materials already available.”).] 

Similarly, the functionality argument, while more cogent, is probably too facile. Despite the argument the Lund court accepted, courts have not had an easy time using functionality to separate patents from trademarks. Since the Lund opinion was issued, the Supreme Court has twice narrowed the scope of trademark protection for product configurations, expressing concern about the potential breadth of trademarks in that area.[footnoteRef:523] The second case, TrafFix Devices, Inc. v. Marketing Displays, Inc.,[footnoteRef:524] was directly concerned with the overlap of trademark and patent, since the plaintiff had an expired utility patent. Moreover, functionality may not adequately distinguish between trademark and design patent protection.[footnoteRef:525] [523: TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 29, 58 USPQ2d 1001 (2001) (utility patent is strong evidence of functionality of a product configuration); Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 216, 54 USPQ2d 1065 (2000) (requiring a showing of secondary meaning before a product configuration can be protected as a trademark).]  [524: 532 U.S. 23.]  [525: Design patents are issued pursuant to 35 U.S.C. §171, and are intended for ornamental designs that “are non-functional in a utilitarian sense.” I.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 51 n.2 (1st Cir. 1998) (Boudin, J., concurring). See generally David S. Welkowitz, Trade Dress and Patent: The Dilemma of Confusion, 30 RUTGERS L.J. 289 (1999).] 

In TrafFix, the Court declined to decide whether the Patent Clause precluded trade dress protection for the holder of an expired utility patent.[footnoteRef:526] However, the Court pointedly noted that “[t]rade dress protection must subsist with the recognition that in many instances there is no prohibition against copying goods and products.”[footnoteRef:527] This latter theme was continued by the Court in Dastar Corp. v. Twentieth Century Fox Film Corp.,[footnoteRef:528] a case concerning rights of attribution under Section 43(a) of the Lanham Act. In its unanimous opinion (written by Justice Scalia, author of Wal-Mart), the Court held that Dastar was not liable for failing to give attribution credit to the former copyright owner whose material Dastar had copied (the material now allegedly being in the public domain). In the course of explaining its decision, the Court discussed the interaction between trademark law, on the one hand, and copyright and patent law, on the other. The Court quoted its opinions in Sears v. Stiffel, TrafFix, and Bonito Boats to the effect that one has a right to copy—without need of attribution—material that is in the public domain.[footnoteRef:529] The Court noted that “‘[t]he Lanham Act,’ we have said, ‘does not exist to reward manufacturers for their innovation in creating a particular device; that is the purpose of the patent law and its period of exclusivity.’”[footnoteRef:530] Further supporting its holding that no attribution was necessary, the Court pointed out that “[t]o hold otherwise would be akin to finding that §43(a) created a species of perpetual patent and copyright, which Congress may not do.”[footnoteRef:531] Thus, one may conclude that the Court is both aware of, and concerned with, the possibility that extensions of trademark law could come into conflict with the Patent and Copyright Clause. These concerns, coupled with the Court’s expressed concerns in Wal-Mart and TrafFix about the use of trademark law to protect product configurations, indicate that the Court may view with skepticism attempts to protect configurations from dilution, if it believes that the full implementation of the TDRA will interfere with the goals of the Patent Clause. The Court’s strict reading of the FTDA in the Moseley case only reinforces this view.[footnoteRef:532] [526: 532 U.S. at 35.]  [527: Id. at 29. The Court also cited Bonito Boats in support of the proposition that copying is not necessarily disfavored. Id.]  [528: 539 U.S. 23, 66 USPQ2d 1641 (2003).]  [529: Id. at 33.]  [530: Id. at 34 (quoting TrafFix, 532 U.S. at 24).]  [531: Id. at 37 (citation omitted).]  [532: See Moseley v. V. Secret Catalogue, Inc., 537 U.S. 418, 433, 65 USPQ2d 1801 (2003) (requiring a showing of actual dilution under the (pre-TDRA) FTDA).] 

Although the TDRA does not attempt to resolve this issue, it does contain an interesting provision that recognizes the problem. Section 43(c)(7), somewhat oddly denominated a “Savings Clause,” reads as follows: “Nothing in this subsection shall be construed to impair, modify, or supersede the applicability of the patent laws of the United States.”[footnoteRef:533] This clause, added to the original bill by the Senate, apparently reflects the view that, should dilution protection for product configurations (or other marks) conflict with the patent laws, the TDRA should not be construed, as the later-passed statute, to override any conflicting patent law provisions. Implicitly, it recognizes that there may be a problem with dilution protection vis-à-vis the patent laws. And, again implicitly, it makes the dilution statute subordinate to the requirements of the patent laws when the two conflict. It does not, of course, directly address the possible constitutional concerns raised by the protection of product configurations. [533: 15 U.S.C. §1125(c)(7). Presumably, it is intended to “save” the TDRA from being held unconstitutional as applied to dilution of a famous trade dress, if that is deemed equivalent to granting a perpetual patent.] 

VII.  Other Defenses to Dilution: Laches, Acquiescence, the Statute of Limitations, and Preclusion
VII.A. 	Laches and Acquiescence as Defenses to Dilution
Laches is a long-recognized defense to claims of all sorts, including intellectual property claims.[footnoteRef:534] There is no reason to exclude dilution claims from the operation of this defense, as courts have recognized.[footnoteRef:535] Under the TDRA, all relief, including injunctive relief, is made “subject to the principles of equity,” adding force to the notion that the equitable defense of laches is available to a defendant. [534: See, e.g., Danjaq L.L.C. v. Sony Corp., 263 F.3d 942, 59 USPQ2d 1880 (9th Cir. 2001) (claims of copyright infringement).]  [535: See, e.g., Ty, Inc. v. Perryman, 2001 WL 1223550, at *5 (N.D. Ill. Oct. 12, 2001), vacated on other grounds, 306 F.3d 509, 64 USPQ2d 1689 (7th Cir. 2002) (reversing finding of dilution), cert. denied, 538 U.S. 971 (2003); Amicus Commc’ns, L.P. v. Hewlett-Packard Co., 2000 WL 33348186, at *21 (W.D. Tex. Jan. 10, 2000) (Texas law).] 

Although the Supreme Court, in Petrella v. Metro-Goldwyn-Mayer, Inc.,[footnoteRef:536] held that laches could not be used to bar a copyright claim for damages brought within the Copyright Act’s statute of limitations, that ruling probably does not affect dilution claims. In Petrella, the Court pointedly noted that the Lanham Act specifically references laches as a defense to incontestability in Section 33(b)(9), implying that Congress intended laches to apply generally to Lanham Act claims.[footnoteRef:537] Moreover, the Lanham Act contains no statute of limitations, so Congress cannot be said to have intended to permit such claims regardless of the equitable considerations of laches.[footnoteRef:538] Finally, both the original FTDA and the TDRA make all remedies “subject to the principles of equity.”[footnoteRef:539] Thus, the more specific language of the TDRA indicates that Congress did intend that dilution claims, even those brought within the statute of limitations, should be subject to the defense of laches.[footnoteRef:540] However, courts may be reluctant to apply laches in cases where the applicable state statute of limitations has not expired.[footnoteRef:541] [536: 572 U.S. 663, 110 USPQ2d 1605 (2014).
]  [537: Id. at 678 n.15. See also id. at 669–70 (applying laches where no federal statute of limitations exists does not contravene congressional intent).
]  [538: As discussed in §VII.B, below, the federal default statute of limitations, 28 U.S.C. §1658, probably should apply to dilution claims as well as cybersquatting claims. However, it is not clear that one can ascribe a congressional intent to exclude laches from a general statute of limitations. Moreover, the specific language of the dilution statute, discussed below, points in the direction of permitting a laches defense.
]  [539: Lanham Act §43(c)(1), 15 U.S.C. §1125(c)(1) (injunctive relief); Lanham Act §43(c)(5), 15 U.S.C. §1125(c)(5) (other remedies, including damages).
]  [540: In Petrella, the Court discussed the problem of applying an equitable defense (laches) to a legal claim for damages. 572 U.S. at 678 (noting that laches was intended to operate as a bar to equitable relief). Curiously, however, the Court did not really characterize the damages claim in Petrella as one for legal relief. It noted that disgorgement of profits, which is what plaintiff sought, could be characterized as equitable and, indeed, accepted it as equitable for purposes of the case. Id at 668 n.1.
]  [541: See Ceballos v. Banda Maguey Corp., 2024 WL 3469047, at *4, 2024 BL 218752 (C.D. Cal. June 24, 2024) (noting that the Ninth Circuit applies a strong presumption against laches when the applicable state statute of limitations would not have expired). See also Pak’s Trading Europe B.V. v. Target, 2018 WL 8333362, at *8, 2018 BL 532244 (C.D. Cal. July 5, 2018) (noting that the statute of limitations is used to determine whether laches defense is available, with a presumption of laches attaching if the applicable state statute of limitations has expired).] 

Establishing a laches defense requires a showing of an inexcusable delay on the plaintiff’s part in bringing the action, and of prejudice to the defendant.[footnoteRef:542] Delay alone is not sufficient to show laches; the element of prejudice to the defendant is essential to the defense.[footnoteRef:543] An unreasonable delay can be presumed if the length of the delay exceeds the applicable statute of limitations.[footnoteRef:544] The defense is subject to waiver if not raised in a timely manner.[footnoteRef:545] In general, the operation of these factors will be the same in a dilution case as in any other case.[footnoteRef:546] [542: E.g., Danjaq, 263 F.3d at 951; Solow Bldg. Co., L.L.C. v. Nine West Grp., Inc., 2001 WL 736794, at *3 (S.D.N.Y. 2001), aff’d, 48 F. App’x. 15 (2d Cir. 2002) (unpublished opinion); Amicus Commc’ns, 2000 WL 33348186, at *21.]  [543: Ty, Inc. v. Jones Grp., Inc., 98 F. Supp. 2d 988, 992 (N.D. Ill. 2000), aff’d, 237 F.3d 891, 57 USPQ2d 1617 (7th Cir. 2001); Birney, 59 USPQ2d 1109, 1118 (S.D. Tex. 2000).]  [544: E.g., Saul Zaentz Co. v. Wozniak Travel, Inc., 627 F. Supp. 2d 1096, 1113, 89 USPQ2d 1665, 1677 (N.D. Cal. 2008) (18 years is unreasonable).]  [545: See Ty, Inc. v. Perryman, 2001 WL 1223550, at *5 (N.D. Ill. Oct. 12, 2001), vacated on other grounds, 306 F.3d 509, 64 USPQ2d 1689 (7th Cir. 2002) (reversing finding of dilution), cert. denied, 538 U.S. 971 (2003).]  [546: In Danjaq, the court noted the existence of an exception to laches for “willful infringement.” 263 F.3d at 956–57. In that case, the court applied the Copyright Act’s definition of willful infringement to the laches defense. Id. at 957. Precisely how that should apply in a dilution claim is not clear. See Vista India v. Raaga, LLC, 501 F. Supp. 2d 605, 624 n.19 (D.N.J. 2007) (suggesting that plaintiff’s delay in asserting its rights would constitute laches).] 

However, one difference between laches in dilution and infringement claims is illustrated in H.G. Shopping Centers L.P. v. Birney.[footnoteRef:547] The plaintiff claimed that the defendant’s use of Galleria Oaks for a residential development infringed and diluted the plaintiff’s Galleria mark, used on commercial real estate.[footnoteRef:548] When the defendant’s complex opened, there was a series of letters, including cease-and-desist demands, but no legal action. Over 10 years later, another cease-and-desist letter was sent, and another about four years after that. In all, the defendant had been using the Galleria name for almost 20 years before the court’s decision was rendered. The plaintiff argued that the delay was justified because initially there was no likelihood of confusion, and Texas did not have a dilution statute until 10 years after the defendant’s first use.[footnoteRef:549] Although in this case, the lack of any dilution statute partially excused the delay, in other cases, the existence of a dilution statute can create a viable claim before an infringement claim exists, thus making delay less excusable.[footnoteRef:550] [547: 59 USPQ2d 1109 (S.D. Tex. 2000).]  [548: Id. at 1111.]  [549: Id. at 1116. The court noted that any claim for unfair competition or infringement accrued earlier and indicated that delay was not excusable for those claims. See id. The plaintiff claimed that its current suit was prompted by a renovation of the defendant’s complex, which changed its character.]  [550: See id. at 1118 (noting that once a dilution statute existed, a tarnishment claim arguably accrued).] 

The Birney court also discussed the doctrine of “progressive encroachment,” which excuses a delay where the defendant’s conduct initially is minimal and noninfringing, but subsequent changes in the defendant’s use of the mark bring the parties into competition.[footnoteRef:551] However, as the Birney court noted, a dilution claim may accrue even before the parties are in direct or indirect competition, making progressive encroachment less applicable to dilution claims.[footnoteRef:552] A dilution statute exists to protect the mark from the possibility that imperceptible, nonconfusing uses will, over time, erode the commercial magnetism of a mark. A trademark owner should be on guard against such uses in order to protect his or her asset (i.e., the famous trademark). Thus, allowing a famous mark owner to ignore diluting uses, even minor ones, allows the very problem—dilution—to occur before a suit is brought. Since the harm is primarily to the mark owner, not the consumer, there is a greater responsibility on the part of the mark owner to police its mark in this situation. This makes progressive encroachment a dubious justification for a mark owner’s failure to bring an early dilution suit. [551: Id. at 1117.]  [552: Id.] 

The Seventh Circuit discussed the application of progressive encroachment under the FTDA in AM General Corp. v. DaimlerChrysler Corp.[footnoteRef:553] DaimlerChrysler (Chrysler), maker of Jeep vehicles, claimed that the Hummer H2 grille design diluted the grille design of its Jeeps. AM General and General Motors (which were building and distributing the H2) claimed that Chrysler’s failure to complain about the similar grille design in earlier vehicles, the Humvee (manufactured for the military) and the Hummer H1 model, estopped it from complaining about the H2 grille.[footnoteRef:554] The court first considered the argument that the doctrine of progressive encroachment should not apply at all to FTDA cases.[footnoteRef:555] It decided, however, that it was too early in the development of FTDA jurisprudence to dismiss the doctrine entirely.[footnoteRef:556] Instead, the court assumed that the doctrine could apply but rejected its application on the facts of the case. Chrysler argued that until the Hummer entered the same consumer market as that of Jeeps, there was no cause to sue. However, as the court noted, that argument “turn[s] dilution on its head” by making it apply only when there is competition,[footnoteRef:557] instead of in the classic situation of noncompeting goods. Finding that the earlier Humvee and Hummer H1 grille designs were as similar to the Jeep grille as the Hummer H2 design, the court rejected progressive encroachment as an excuse for Chrysler’s delay.[footnoteRef:558] [553: 311 F.3d 796, 65 USPQ2d 1001 (7th Cir. 2002).]  [554: Id. at 806.]  [555: It should be noted that the court of appeals adopted the district court’s opinion in this case. Id. at 802.]  [556: Id. at 823.]  [557: Id.]  [558: Id. at 824.] 

A defense related to laches is acquiescence. Acquiescence occurs when the mark “owner gives either implicit or explicit assurances that he or she does not object to the infringer’s actions, and the infringer detrimentally relies on the assurance.”[footnoteRef:559] However, this defense can be defeated if the defendant itself acted inequitably with respect to the use of the mark.[footnoteRef:560] The distinction between laches and acquiescence lies in the affirmative act of the plaintiff in the case of acquiescence. Thus, both laches and acquiescence are grounded in prejudice to the defendant resulting from the actions or inaction of the plaintiff on which the defendant reasonably relied. [559: National Baseball Hall of Fame & Museum, Inc. v. All Sports Promotions Group Inc., 58 USPQ2d 1114, 1123 (S.D.N.Y. 2001).]  [560: Id. (summary judgment on acquiescence denied where plaintiff asserts that its lack of objection to defendant’s use of mark was predicated on use in a certain manner).] 

It is worth noting that, even if a defense of laches or acquiescence is proven, a court has the discretion to issue an injunction, if the balance of equities favors such an action.[footnoteRef:561] [561: Abraham v. Alpha Chi Omega, 708 F.3d 614, 625–28, 105 USPQ2d 1692 (5th Cir. 2013) (upholding injunction despite jury finding of laches).
] 

VII.B. 	The Statute of Limitations
Unlike laches and acquiescence, the statute of limitations is purely a creature of statute, not equity. The main problem in a dilution case is deciding what, if any, statute of limitations applies. The Lanham Act itself includes no statute of limitations. In many situations, courts will use the closest analogous state statute of limitations as the federal limitations period.[footnoteRef:562] However, that probably is the wrong approach for federal dilution claims. As part of the Judicial Improvements Act of 1990 (JIA), Congress took steps to remedy the problem of federal statutes lacking statutes of limitations. One section of the JIA creates a default statute of limitations for federal statutes that lack one, and provides as follows: [562: Farouk Sys., Inc. v. Chi Nail Franchises, LLC, 2015 WL 11347663, at *4 (C.D. Cal. Sept. 8, 2015) (applying state statute of limitations to infringement and dilution claims under federal law). See Au-Tomotive Gold, Inc. v. Volkswagen of Am., Inc., 603 F.3d 1133, 1139–40, 94 USPQ2d 1873 (9th Cir. 2010) (applying state fraud statute of limitations to infringement-by-confusion claim under Lanham Act). Accord Blocker v. Black Entm’t Television, LLC, 2019 WL 1416471, at *4 (D. Ore. Mar. 6, 2019) (applying analogous state statute of limitations); Sarkis’ Cafe, Inc. v. Sarks in the Park, LLC, 2013 U.S. Dist. LEXIS 175846, at *7 (N.D. Ill. Dec. 16, 2013) (applying analogous state statutes to all Lanham Act claims). At least in the Ninth Circuit, there is case law holding that the use of the state statute of limitations for Lanham Act claims is superseded by the laches defense. See Pak’s Trading Europe B.V. v. Target, 2018 WL 8333362, at *8, 2025 BL 21521 (C.D. Cal. July 5, 2018); ThermoLife Int’l, LLC v. Gaspari Nutrition, Inc., 871 F. Supp. 2d 905, 909–11 (D. Ariz. 2012).] 

§ 1658. Time limitations on the commencement of civil actions arising under Acts of Congress
(a) Except as otherwise provided by law, a civil action arising under an Act of Congress enacted after the date of the enactment of this section may not be commenced later than 4 years after the cause of action accrues.[footnoteRef:563] [563: Pub. L. No. 101-650, tit. III, §313(a) (codified at 28 U.S.C. §1658). Subsection (b) to this statute, which was added in 2002, applies only to securities claims.] 

The original Lanham Act was enacted in 1946 and therefore would not be subject to this statute (since it was not “enacted after the date of enactment of this section”). However, the FTDA was enacted after Section 1658. A cause of action brought under the FTDA or TDRA would be “a civil action arising under an Act of Congress [the Federal Trademark Dilution Act of 1995 and/or the Trademark Dilution Revision Act of 2006] enacted after the date of the enactment of [§1658].” Thus, it appears that federal dilution claims should be subject to a four-year statute of limitations. This would be consistent with a decision in which the Supreme Court, construing Section 1658, held that the four-year “catchall” statute applies to causes of action first made possible by post-1990 amendments to preexisting statutes.[footnoteRef:564] The one difficulty with this conclusion is that the statute applies, literally, to “a civil action.” A dilution claim is likely to be one part of a larger action that includes claims under the Lanham Act for infringement, not subject to Section 1658, and state law claims, also not subject to the statute. However, the most sensible interpretation of the statute is to apply it to those claims to which it is relevant and use the otherwise applicable limitations periods for the other claims.[footnoteRef:565] [564: Jones v. R.R. Donnelley & Sons Co., 540 U.S. 369, 382 (2004) (applying §1658 to claim under 42 U.S.C. §1981 made possible by a 1991 amendment).]  [565: See, e.g., Sundaram v. Brookhaven Nat’l Labs., 424 F. Supp. 2d 545, 559–66 (E.D.N.Y. 2006) (applying various state and federal statutes of limitations, including §1658, to different federal and state law claims in one action) (magistrate judge opinion adopted by the district court). In Hugunin v. Land O’ Lakes, Inc., 110 USPQ2d 1404 (N.D. Ill. 2014), aff’d on other grounds, 815 F.3d 1064, 117 USPQ2d 1879 (7th Cir. 2016), the plaintiff asserted §1658 as the basis for a statute of limitations bar on a dilution claim. However, the court found that the defense was barred for failure to plead it. Id. at 1407.] 

VII.C. 	Issue and Claim Preclusion
The doctrines of issue and claim preclusion (sometimes referred to as collateral estoppel and res judicata[footnoteRef:566]) apply to dilution claims in the same manner as to other claims. The precise parameters of preclusion will depend on the forum of the former judgment. If the original judgment was from a federal court, then federal preclusion rules apply. If the original judgment was from a state court, and the present claim (the one to be precluded) is brought in federal court, then the federal court must determine whether the state court that issued the prior judgment would have applied preclusion to the present situation.[footnoteRef:567] Similarly, if both the first and second suits were in state court, then the second (state) court must look to the preclusion doctrine of the judgment-rendering state.[footnoteRef:568] [566: See Minarik Elec. Co. v. Electro Sales Co., 223 F. Supp. 2d 334, 336 & n.5 (D. Mass. 2002).]  [567: 28 U.S.C. §1738; see Christopher D. Smithers Found., Inc. v. St. Luke’s-Roosevelt Hosp. Ctr., 2003 WL 115234, at *3 (S.D.N.Y. Jan. 13, 2003).]  [568: 28 U.S.C. §1738.] 

In general, claim preclusion applies when the cause of action asserted in the second suit is the same as the cause of action asserted in the first suit (and the parties to the two suits are the same). The scope of “cause of action” depends on the law of the judgment-rendering forum, and even under the most commonly used definition, is not subject to easy delineation.[footnoteRef:569] Minarik Electric Co. v. Electro Sales Co.[footnoteRef:570] illustrates some of these issues. In previous litigation in federal court, the plaintiff sued the defendant under various theories, including dilution, claiming that the defendant’s registration of the domain name minarik.com was unlawful.[footnoteRef:571] The defendant contended (successfully) that its registration was a legitimate attempt to carry out its duties as a distributor of Minarik’s products. However, by the end of the second lawsuit, the distribution agreement had been terminated. Because of this change in circumstance, the court held that claim preclusion did not apply.[footnoteRef:572] [569: Many jurisdictions use the test set forth in the RESTATEMENT (SECOND) OF JUDGMENTS §24 (1982).]  [570: 223 F. Supp. 2d 334 (D. Mass. 2002).]  [571: Id. at 335.]  [572: Id. at 339–41.] 

Issue preclusion applies to things actually litigated and necessarily decided in the first litigation.[footnoteRef:573] Issue preclusion was applied in Christopher D. Smithers Foundation, Inc. v. St. Luke’s-Roosevelt Hospital Center.[footnoteRef:574] In a prior state court litigation, it was determined that the hospital had been granted the irrevocable right to use the name of Christopher D. Smithers for its alcoholism treatment center. The court held that this barred a subsequent dilution claim, which depended on the ability of the plaintiff to revoke the right to use the name.[footnoteRef:575] In Georgia Pacific Consumer Products, L.P. v. Four-U-Packaging, Inc.,[footnoteRef:576] the court granted summary judgment based on issue preclusion from a prior infringement suit involving the same plaintiff but a different defendant. However, the court did not separately address the dilution claim in the second suit, apparently resting its decision on the prior court’s determination that there was no likelihood of confusion (and that the relevant facts relating to confusion in the second case were identical).[footnoteRef:577] Because dilution does not require confusion, this may not have been an appropriate basis for preclusion of that claim. On appeal, the Sixth Circuit addressed issue preclusion as to the dilution claims. It held that, although the district court in the original case had not separately analyzed the dilution claim, its decision to dismiss the dilution claim was correct, and therefore the dilution issue was actually litigated and decided.[footnoteRef:578] [573: See B & B Hardware, Inc. v. Hargis Ind., Inc., 569 F.3d 383, 389–90, 91 USPQ2d 1001 (8th Cir. 2009) (rejecting use of issue preclusion because issue of likelihood of confusion was never resolved in the prior litigation).]  [574: 2003 WL 115234 (S.D.N.Y. Jan. 13, 2003).]  [575: Id. at *3–4.]  [576: 821 F. Supp. 2d 948 (N.D. Ohio 2011), aff’d, 701 F.3d 1093, 105 USPQ2d 1082 (6th Cir. 2012).]  [577: Id. at 952–55. There was no indication that the prior lawsuit included a dilution claim.]  [578: 701 F.3d 1093, 1103, 105 USPQ2d 1082 (6th Cir. 2012).
] 

Issue preclusion may also be applied in opposition proceedings in the Patent and Trademark Office, as illustrated by Enterprise Rent-A-Car Co. v. Advantage Rent-A-Car, Inc..[footnoteRef:579] The Trademark Trial and Appeal Board held that a finding in previous litigation that the opposer’s mark was not famous was binding in the opposition proceeding.[footnoteRef:580] [579: 62 USPQ2d 1857 (T.T.A.B. 2002), aff’d, 330 F.3d 1333, 66 USPQ2d 1811 (Fed. Cir. 2003).]  [580: Id. at 1858. If the Federal Circuit reviews a preclusion claim from the Board, then its review is de novo. Sharp Kabushiki Kaisha v. Thinksharp, Inc., 448 F.3d 1368 (Fed. Cir. 2006). And an applicant who requests registration of both a word mark and a word-and-design mark (with the same words) and then defaults on an opposition to the latter can still litigate the former, at least against the same opposer. Id. The Supreme Court, in B&B Hardware, Inc. v. Hargis Industries, Inc., 135 S. Ct. 1293 (2015), held that TTAB findings in an opposition proceeding can be preclusive in a subsequent infringement suit. Id. at 1305–10. Although the case did not involve a dilution claim, the Court’s decision undoubtedly will affect dilution claims as well.] 

However, some limitations on the use of preclusion in the registration context are discussed by the Federal Circuit in Levi Strauss & Co. v. Abercrombie & Fitch Trading Co.[footnoteRef:581] This case involved Abercrombie’s long-running attempt to register and use a “mirror image” stitching design as a trademark on clothing, which Levi Strauss opposed. In a prior litigation between the parties (some of which is discussed in Chapter 9, §II.D.5), Levi Strauss sued Abercrombie for infringement and dilution over Abercrombie’s use of the stitching on its Ruehl line of clothing. Ultimately, Levi Strauss lost a jury trial on the issues of infringement and dilution, but chose only to appeal the decision on the dilution claim, which was reversed and remanded by the Ninth Circuit.[footnoteRef:582] However, Levi Strauss chose not to pursue the dilution claim after remand, and it was dismissed with prejudice.[footnoteRef:583] In the present case, Abercrombie’s application to register the stitching mark was opposed by Levi Strauss. The TTAB held that the opposition was barred by issue preclusion, based on the prior litigation.[footnoteRef:584] However, the Federal Circuit reversed. The court first held that the 2011 judgment dismissing the dilution claim with prejudice could not be issue preclusive because it was a voluntary dismissal (albeit with prejudice), and therefore did not incorporate the findings of the district court’s 2009 judgment of dismissal, which, as to the dilution claim, was reversed by the Ninth Circuit.[footnoteRef:585] The 2009 judgment of dismissal as to the infringement claims could be used for issue preclusion, but only if the issues in the two cases were identical.[footnoteRef:586] However, the prior litigation involved a specific product line—the Ruehl line—which was no longer made and, most important, was not the only product covered by Abercrombie’s application.[footnoteRef:587] Because a registration application is not limited to a particular product line, but rather is circumscribed only by the categories of goods covered by the application, the court held that the registration covered a broader range of potential products and the issue of infringement of those other products was not litigated in the prior suit.[footnoteRef:588] [581: 719 F.3d 1367, 107 USPQ2d 1167 (Fed. Cir. 2013).
]  [582: Id. at 1370 (discussing the history of the litigation).
]  [583: Id.
]  [584: Id. at 1371 (discussing the TTAB decision).
]  [585: Id. at 1372–73. (The reversed judgment clearly could not be used preclusively, as the court also noted. Id. at 1372.) The 2011 judgment could be used for claim preclusion purposes, but only if the requirements of claim preclusion could be met.
]  [586: See id. at 1373.
]  [587: Id. at 1373–74.
]  [588: Id.
] 

The Federal Circuit also held that claim preclusion did not bar Levi Strauss’s opposition. Taking what it termed as a “pragmatic” approach to the problem, the court held that the “transactional facts” involved in the two claims were different, primarily because the infringement and dilution claims in the original suit were aimed at a particular context (the Ruehl line of clothing) and not all of the possible uses that would be permitted by the registration.[footnoteRef:589] [589: Id. at 1374–76.
] 

[Author Note: In its claim preclusion discussion, the court is in essence stating that the claims were not the same and that the judgment in the first case should not be held to encompass the possible claims not before the court. Although claim preclusion typically operates in a broader manner than issue preclusion—it covers what could have been brought as well as what was actually brought—the Federal Circuit seems to be saying that, as a practical matter, the court in the first case could not have considered all of the possible claims of the second case, because trademark claims are inherently contextual, and that an attempt to bind the parties in a context other than that in which the case arose would be akin to an advisory opinion.]
In an unpublished opinion, the California Court of Appeal considered the effect of a prior judgment in a federal suit where the federal claims were disposed of by summary judgment, but supplemental state claims were dismissed for lack of jurisdiction.[footnoteRef:590] In the second suit, the plaintiff reasserted the state law claims that had been dismissed in the federal suit. Because the federal dismissal of these claims was on jurisdictional grounds, the court held that claim preclusion did not apply.[footnoteRef:591] However, the summary judgment on the federal claims was predicated, in part, on an “innocent prior user” defense—that the defendant began using the mark before the plaintiff’s application to register the mark was filed.[footnoteRef:592] Finding that California common law provided a similar defense, the court held that the plaintiff’s claims were barred by issue preclusion.[footnoteRef:593] [590: M.A.C. Prods., Inc. v. BBK Performance, Inc., 2002 WL 1938956 (Cal. Ct. App. Aug. 22, 2002) (unpublished, not citable as precedent).]  [591: Id. at *2.]  [592: Id. at *2–3; see 15 U.S.C. §1115(b)(5).]  [593: 2002 WL 1938956, at *4. Curiously, although the court specifically noted that the federal court’s finding that the defendant actually used the mark first was unnecessary and therefore not preclusive, it did not address the fact that the requirements for dilution are somewhat different from those for infringement. Under the TDRA, a plaintiff must show that the defendant’s use began after the mark became famous; the date of registration, or application, is not necessarily relevant to that issue. Indeed, California’s then-existing dilution statute did not even contain this limitation. CAL. BUS. & PROF. CODE §14330 (West 1987 & Supp. 2003). The court seemed to assume that the federal defense also applied to state dilution claims, which is far from clear.] 

VIII.  State Sovereign Immunity as a Defense to Dilution Claims
Although it may seem incongruous that states would be immune from liability under a federal statute, the Supreme Court has long held that states may not be sued in federal court by a private party, even if that claim arises under federal law.[footnoteRef:594] This sovereign immunity from suit is often said to arise from the Eleventh Amendment;[footnoteRef:595] however, the Court has characterized it as being a structural part of the Constitutional plan.[footnoteRef:596] The Court also has recognized an exception to that immunity, based on the early twentieth-century case of Ex Parte Young.[footnoteRef:597] Under Young, a federal court may issue prospective injunctive relief against state officials to prevent future violations of federal law.[footnoteRef:598] [594: See Seminole Tribe of Fla. v. Florida, 517 U.S. 44, 54 (1996) (noting that the concept dates to the case of Hans v. Louisiana, 134 U.S. 1 (1890)). State sovereign immunity has been held to include the territory of Puerto Rico. See Clemente Props, Inc. v. Urrutia, 693 F. Supp. 3d 215, 234-35 (D.P.R. 2023).]  [595: The Eleventh Amendment provides: “The Judicial Power of the United States shall not be construed to extend to any suit in law or equity, commenced or prosecuted against one of the United States by Citizens of another State, or by Citizens or Subjects of any Foreign State.” U.S. CONST., amend. XI.]  [596: Seminole Tribe, 517 U.S. at 54.]  [597: 209 U.S. 123 (1908).]  [598: See National Ass’n of Boards of Pharmacy v. Board of Regents of the Univ. Sys. of Ga., 633 F.3d 1297, 1308, 97 USPQ2d 1931 (11th Cir. 2011).] 

In limited circumstances, the Supreme Court has recognized that Congress has the power to abrogate state sovereign immunity. Thus, for example, Congress may abrogate state immunity when acting pursuant to its authority under the Fourteenth Amendment.[footnoteRef:599] The Court also held that Congress may impose liability on states under the Bankruptcy Clause of Article I.[footnoteRef:600] But the Court has specifically rejected arguments that Congress may abrogate state sovereign immunity pursuant to the Patent and Copyright Clause[footnoteRef:601] or the Commerce Clause.[footnoteRef:602] A state may also waive its sovereign immunity.[footnoteRef:603] Filing a suit in federal court to overturn a decision of the TTAB has been held to be a waiver of sovereign immunity even as to counterclaims by the defendant.[footnoteRef:604] [599: Fitzpatrick v. Bitzer, 427 U.S. 445, 456 (1976).]  [600: Central Va. Cmty. Coll. v. Katz, 546 U.S. 356, 359, 375–78 (2006). The Court stated that this was not a matter of abrogation of state immunity; rather, the states implicitly assented to Congress’s power to impose liability as part of the Constitutional plan. Id. at 377.]  [601: Florida Prepaid Postsecondary Expense Bd. v. College Sav. Bank, 527 U.S. 627, 636 & n.4, 51 USPQ2d 1081 (1999).]  [602: Seminole Tribe of Fla. v. Florida, 517 U.S. 44, 72–73 (1996).]  [603: College Sav. Bank v. Florida Prepaid Postsecondary Expense Bd., 527 U.S. 666, 670, 51 USPQ2d 1065 (1999) (citing Clark v. Barnard, 108 U.S. 436, 447–48 (1883)).
]  [604: Board of Regents of the Univ. of Wis. Sys. v. Phoenix Int’l Software, Inc., 653 F.3d 448, 451, 99 USPQ2d 1571 (7th Cir. 2011) (citing Lapides v. Board of Regents of the Univ. of Ga. Sys., 535 U.S. 613 (2002)). Apparently, Lapides has yielded varying interpretations by lower federal courts. See Bergemann v. Rhode Island Dept. of Envtl. Mgmt., 665 F.3d 336, 341-42 (1st Cir. 2011) (collecting and discussing cases).] 

Congress has attempted to abrogate state sovereign immunity regarding trademark claims in the Trademark Remedy Clarification Act of 1992 (TRCA).[footnoteRef:605] The TRCA provides: [605: Pub. L. No. 102-542, 106 Stat. 3567 (codified at 15 U.S.C. §1122(b)).] 

Any State, instrumentality of a State or any officer or employee of a State or instrumentality of a State acting in his or her official capacity, shall not be immune, under the eleventh amendment of the Constitution of the United States or under any other doctrine of sovereign immunity, from suit in Federal court by any person, including any governmental or nongovernmental entity for any violation under this chapter [including violations of 15 U.S.C. §1125].[footnoteRef:606] [606: Id.] 

Mindful of the fact that federal regulation of trademark law rests on the Commerce power (which cannot be used to abrogate state immunity), Congress purported to act under Section 5 of the Fourteenth Amendment when enacting this statute, asserting that state infringements would constitute a deprivation of property without due process. However, the Supreme Court rejected a similar argument in Florida Prepaid Postsecondary Expense Board v. College Savings Bank[footnoteRef:607] when it held that patent infringement, by itself, does not constitute a due process violation.[footnoteRef:608] More recently, in Allen v Cooper,[footnoteRef:609] the Court held that the Copyright Act’s provision abrogating sovereign immunity was also unconstitutional, finding the Congressional record inadequate to support a finding that infringement by states rose to the level of a due process violation.[footnoteRef:610] Therefore, it is unlikely that the TRCA would be regarded as a valid abrogation of state governmental immunity from damage suits for dilution.[footnoteRef:611] [607: 527 U.S. 627, 51 USPQ2d 1081 (1999).]  [608: Id. at 643–48 (finding that Congress did not sufficiently identify a lack of remedial availability and that the federal statute was a disproportionate response to the apparent incidence of nonremediated infringement). In a companion case, the Court also rejected an argument that the TRCA allowed Congress to make states subject to liability for false advertising under the Lanham Act, further undermining arguments in favor of allowing dilution claims against states. Florida Prepaid, 527 U.S. at 672 (finding that false advertising claims do not implicate a property right).]  [609: 140 S. Ct. 994 (2020).]  [610: Id. at 1006-07.]  [611: Federal district courts have held (relying on Florida Prepaid) that the TRCA is not a valid abrogation of state sovereign immunity for trademark infringement. E.g., Clemente Props., Inc. v. Urrutia, 693 F. Supp. 3d 215, 236–38 (D.P.R. 2023); Board of Regents of the University of Wis. Sys. v. Phoenix Int’l Software, Inc., 565 F. Supp. 2d 1007, 1011–13, 88 USPQ2d 1825 (W.D. Wis. 2008).
] 

The consequence of these general principles is that the owner of a famous mark may be able to obtain an injunction against appropriate state officials for future violations of the TDRA. But even prospective relief may be subject to some caveats. In Kentucky Mist Moonshine, Inc. v. University of Kentucky,[footnoteRef:612] the court held that the state university was entitled to immunity from a suit seeking a declaratory judgment that there was no likelihood of confusion between plaintiff’s mark and the university’s mark and that the plaintiff’s use of “Kentucky Mist Moonshine” did not dilute the university’s mark.[footnoteRef:613] The court rejected several proffered rationales for avoiding sovereign immunity. The fact that the university removed the case to federal court did not abrogate immunity because (1) the Kentucky legislature had not waived the university’s immunity in state court and (2) the federal claims would still be subject to immunity.[footnoteRef:614] Ex Parte Young did not apply because the plaintiff sued the university, not state officers individually.[footnoteRef:615] [612: 192 F. Supp. 3d 772, 119 USPQ2d 1380 (E.D. Ky. 2016).
]  [613: Id. at 784.
]  [614: Id. at 781–82.
]  [615: Id. at 784. The court also rejected an argument that plaintiff’s amendment of the complaint abrogated immunity. Id. at 783–84. It further found that the case was not yet ripe for decision. Id. at 784–87. See also Clemente Props., Inc. v. Urrutia, 693 F. Supp. 3d 215, 240 (D.P.R. 2023) (finding plaintiff’s claim for declaratory relief moot and holding that plaintiff had not provided evidence of a continuing violation).] 

Moreover, Ex Parte Young has been held to apply to federal claims, but not state claims, thus precluding even injunctive relief for state law violations, at least in a federal court (the Eleventh Amendment applies to federal courts).[footnoteRef:616] And a state does not waive its sovereign immunity by registering a trademark with the Patent and Trademark Office.[footnoteRef:617] [616: Virginia Polytechnic Inst. & State Univ. v. Hokie Real Estate, Inc., 813 F. Supp. 2d 745, 751, 101 USPQ2d 1405 (W.D. Va. 2011).
]  [617: Id. at 752.
] 

IX.  Retroactivity: Applying the FTDA and TDRA to Conduct That Began Before Enactment
IX.A. 	The Retroactivity Issue in General
The FTDA was passed by Congress in December 1995 and, by its terms, became effective on January 16, 1996, when it was signed by the President.[footnoteRef:618] Obviously, this created a new theory of liability for federal trademark law: infringement without a necessity for showing likelihood of confusion. Moreover, although just over half of the states at that time had statutes protecting marks against dilution, only a few permitted remedies other than an injunction.[footnoteRef:619] Thus, in addition to creating a nationwide remedy to supplement existing state laws, by adding the possibility of damages and attorneys’ fees,[footnoteRef:620] the FTDA significantly enhanced the potential consequences for those found to have diluted another’s trademark. Similarly, when the TDRA became effective, on October 6, 2006, it changed the standard of liability for federal dilution violations from actual dilution[footnoteRef:621] to likelihood of dilution, making it easier to prove violations than it had been before the TDRA. [618: Federal Trademark Dilution Act of 1995, Pub. L. No. 104-98, §5 (codified at 15 U.S.C. §§1125(c), 1127). When the statute was amended by the TDRA in 2006, the definition of dilution in §1127 was eliminated.]  [619: CONN. GEN. STAT. ANN. §35-11i(c) (enacted 1993) (West 2005); IOWA CODE ANN. §548.113 (effective 1994) (West 1997); N.J. STAT. ANN. §56:3-13.20 (effective Jan. 5, 1996, less than two weeks before the FTDA) (West 2001); S.C. CODE ANN. §39-15-1165 (effective Oct. 13, 1994) (West Supp. 2009); WASH. REV. ANN. CODE §19.77.160 (effective 1989, originally based on the 1988 Senate dilution bill, since amended to follow the 1996 Model Bill) (West Supp. 2012).
]  [620: Lanham Act §43(c)(2), 15 U.S.C. §1125(c)(2) (providing damages for “willful” acts of dilution), revised and renumbered as §43(c)(4) by the TDRA. Damages as remedies are discussed in Chapter 11, §III. Section 43(c)(5) also permits the award of the panoply of remedies set forth, inter alia, in §35(a), including attorneys’ fees. 15 U.S.C. §1117(a).]  [621: The proper standard for analyzing violations under the original FTDA was the subject of dispute until the Supreme Court resolved the matter in Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 65 USPQ2d 1801 (2003). See Chapter 9, §II.C.3, for a discussion of this issue.] 

As a result, when first the FTDA and later the TDRA became effective, there were many uses being made of marks that had been lawful but became unlawful as a result of the newly enacted statutes. The question is whether the new standards of liability and protection ought to be applied to uses that began before the effective date of the statute.
Unfortunately, but not surprisingly, with one notable exception, both the FTDA and the TDRA were largely silent on their effect on preenactment conduct. The legislative history of each is also silent on this issue. Thus, courts have had to decide this issue based on canons of construction and presumptions drawn from relevant precedent in other areas. Under the original FTDA, courts were somewhat divided on the issue,[footnoteRef:622] although a trend in favor of retroactivity under some circumstances was emerging. Courts have been more uniform about the issue as it relates to conduct that began after 1995 but before the TDRA. A provision of the TDRA that specifically limits its damages remedies to conduct occurring after the effective date of the TDRA has made Congress’s intentions much clearer than they were when the original FTDA was enacted. [622: Compare Sporty’s Farm, LLC v. Sportsman’s Mkt., Inc., 202 F.3d 489, 502, 53 USPQ2d 1570 (2d Cir.), cert. denied, 530 U.S. 1262 (2000) (FTDA can be applied to ongoing conduct that began before FTDA); Viacom Inc. v. Ingram Enters., Inc., 141 F.3d 886, 888–90, 46 USPQ2d 1473 (8th Cir. 1998) (same); Nissan Motor Co., Ltd. v. Nissan Computer Corp., 231 F. Supp. 2d 977, 979, 65 USPQ2d 2008 (C.D. Cal. 2002) (same), aff’d in part, rev’d in part, 378 F.3d 1002, 72 USPQ2d 1078 (9th Cir. 2004), cert. denied, 544 U.S. 974 (2005); Kellogg Co. v. Exxon Mobil Corp., 192 . Supp. 2d 790, 59 USPQ2d 1551, 1558 (W.D. Tenn. 2001) (same); Hasbro, Inc. v. Clue Computing, Inc., 66 F. Supp. 2d 117, 126–30, 52 USPQ2d 1402 (D. Mass. 1999) (same), aff’d on other grounds, 232 F.3d 1, 56 USPQ2d 1766 (1st Cir. 2000) (the First Circuit expressly declined to take a position on this issue.); Medic Alert Found. U.S., Inc. v. Corel Corp., 43 F. Supp. 2d 933, 941, 51 USPQ2d 1024 (N.D. Ill. 1999) (same); Fuente Cigar, Ltd. v. Opus One, 985 F. Supp. 1448, 1451–53 (M.D. Fla. 1997) (same), with Nike, Inc. v. Nike Sec., L.P., 50 USPQ2d 1202, 1206–08 (N.D. Ill. 1999) (FTDA not to be applied retroactively); S Indus., Inc. v. Diamond Multimedia Sys., Inc., 991 F. Supp. 1012, 1021, 45 USPQ2d 1705 (N.D. Ill. 1998) (same); Resorts of Pinehurst, Inc. v. Pinehurst Nat’l Dev. Corp., 973 F. Supp. 552, 555–59, 43 USPQ2d 1746 (M.D.N.C. 1997) (same); and Circuit City Stores, Inc. v. OfficeMax, Inc., 949 F. Supp. 409, 419, 42 USPQ2d 1194 (E.D. Va. 1996) (same). See Bonechi, S.R.L. v. Irving Weisdorf & Co., 46 USPQ2d 1725, 1726–27 (S.D.N.Y. 1998) (finding FTDA does not permit retroactive application in claim for damages, though it may permit a prospective injunction); cf. Intermatic, Inc. v. Toeppen, 1998 WL 102702 (N.D. Ill. 1998) (permitting introduction of evidence of pre-FTDA conduct as part of a trial on willfulness, where damages might be awarded).] 

Obviously a serious caveat is in order here. As time has passed, the number of cases challenging conduct that began before 1996 has become increasingly small. Indeed, even to the extent that such cases may exist, the doctrine of laches and the statute of limitations are serious barriers to imposing any liability.[footnoteRef:623] Regarding the TDRA, there are still many cases involving conduct beginning before the TDRA became effective. However, the issue with regard to the TDRA is largely limited to injunctive relief because of a specific provision in the TDRA relating to damages. On the other hand, the discussion in this section may continue to have relevance to claims brought under state law. States have been updating their laws, some states enacting new laws that provide damages remedies where their old statutes did not, others enacting dilution laws for the first time. Barring some applicable state law principle or a specific direction in the new state statutes, the same principles that guide the decisions under the FTDA and TDRA should guide the state-law decisions as well. [623: Laches and the statute of limitations are discussed in §VII.A and B, above.] 

Because courts on all sides of the issue often point to the same precedent as the key element—the Supreme Court’s opinion in Landgraf v. USI Film Products[footnoteRef:624]—the starting point is a discussion of that case, followed by a discussion of the various courts’ applications of Landgraf to the FTDA and TDRA problems. [624: 511 U.S. 244 (1994).] 

IX.B. 	The Landgraf Decision
In Landgraf v. USI Film Products,[footnoteRef:625] the Supreme Court examined the issue of the retroactive application of a new civil rights statute. Landgraf had filed suit in 1989 under the Civil Rights Act of 1964, alleging that she had been sexually harassed by a fellow employee and had left her job as a result.[footnoteRef:626] The trial court dismissed, finding that the statute did not provide her with relief.[footnoteRef:627] While her appeal was pending, the Civil Rights Act of 1991 was signed. The new statute provided for compensatory and punitive damages and a jury trial. The plaintiff argued that the new statute permitted her to recover and that she should thus be granted a jury trial. The court of appeals rejected this argument, and Landgraf appealed to the Supreme Court. The Supreme Court also rejected her argument, after a lengthy discussion of the principles relating to statutory retroactivity. Failing to discern an “unambiguous directive” concerning retroactivity in the statute,[footnoteRef:628] the Court was forced to turn to more general factors. [625: Id.]  [626: Id. at 248.]  [627: Id. at 249. The Court found her situation inappropriate for injunctive relief, the only form of relief then available.]  [628: Id. at 263.] 

The Court recognized that various canons of statutory construction may appear to be at odds. Thus, the rule that the court should “apply the law in effect at the time it renders its decision”[footnoteRef:629] seems to contradict the canon that presumptively disfavors retroactive effects of newly enacted statutes, absent clear direction.[footnoteRef:630] The Court found the presumption against retroactivity particularly strong where the new statute upsets existing contractual or property rights.[footnoteRef:631] As a corollary, the presumption would be expected to operate where new obligations were imposed on previously completed activities.[footnoteRef:632] That was the case in Landgraf itself, where the new statutory provisions would have greatly increased the liability for conduct that took place prior to their enactment.[footnoteRef:633] The Court found this to be dispositive and held that the Civil Rights Act of 1991 provisions did not apply retroactively. [629: Id. at 264 (quoting Bradley v. School Bd. of Richmond, 416 U.S. 696, 711 (1974)).]  [630: Id.]  [631: Id. at 271.]  [632: Id. at 272.]  [633: Id. at 283. The Court did note that the conduct in question was illegal under preexisting law; thus, the new statute did not penalize conduct that was legal when it was performed. Id. at 281.] 

The Landgraf opinion cautions that retroactivity should not be assumed in all cases. That it applies to conduct occurring before enactment does not alone make a statute operate retroactively.[footnoteRef:634] “Rather, the court must ask whether the new provision attaches new legal consequences to events completed before its enactment.”[footnoteRef:635] The Court cited many instances where retroactivity should not be presumed. One significant situation involves claims for prospective relief, notably injunctions, which the Court stated “operate[] in futuro.”[footnoteRef:636] The Court also noted that many statutes that upset expectations founded on existing law cannot be characterized as “retroactive.”[footnoteRef:637] However, the Court also described “retroactive effect” as “whether [the statute] would impair rights a party possessed when he acted, increase a party’s liability for past conduct, or impose new duties with respect to transactions already completed.”[footnoteRef:638] [634: Id. at 269.]  [635: Id. at 269–70 (emphasis added).]  [636: Id. at 273–74 (citing American Steel Foundries v. Tri-City Cent. Trades Council, 257 U.S. 184, 201 (1921)).]  [637: Id. at 269 n.24 (citing new property taxes and zoning regulations as examples).]  [638: Id. at 280.] 

IX.C. 	Lessons Drawn From Landgraf: The Split Decisions Before the TDRA
The earliest comprehensive discussion of the retroactivity issue under the FTDA is in Circuit City Stores, Inc. v. OfficeMax, Inc.[footnoteRef:639] CarMax, a Circuit City subsidiary engaged in the sale of cars and trucks, sought a declaration of noninfringement against OfficeMax, the office supply store chain. OfficeMax counterclaimed for infringement and dilution. Because CarMax began using the mark in 1993,[footnoteRef:640] it claimed that application of the FTDA would be improperly retroactive. Finding no clear congressional intent, the court looked to Landgraf for interpretive guidance. The court took from Landgraf primarily a strong presumption against retroactivity, as opposed to the rule of applying current law to pending cases.[footnoteRef:641] In particular, the court pointed to the language in Landgraf relating to upsetting settled expectations and “considerations of fairness” as strong indications that the FTDA should not apply to CarMax’s situation.[footnoteRef:642] It rejected OfficeMax’s argument that the injunctive relief it sought would apply only to future conduct,[footnoteRef:643] distinguishing language cited in Landgraf as “dicta.”[footnoteRef:644] The court also noted that the FTDA made CarMax’s conduct a federal violation for the first time, whereas the conduct in the injunction cases cited in Landgraf was illegal prior to the new statutory enactment.[footnoteRef:645] The court concluded that the concepts of fairness and settled expectations in Landgraf militated against retroactive application of the statute.[footnoteRef:646] [639: 949 F. Supp. 409, 42 USPQ2d 1194 (E.D. Va. 1996).]  [640: Id. at 410. OfficeMax first used its mark in 1988. Id. at 411. At the time of the suit, CarMax apparently owned a federal registration for the CarMax mark. Id.]  [641: Id. at 414.]  [642: Id. at 415.]  [643: Id. at 416–17. OfficeMax pointed to the language in Landgraf that seemed to view injunctive relief as prospective. In response, the district court noted that OfficeMax’s original counterclaim alleged willful dilution and asked for damages. Id. at 416.]  [644: Id. at 417.]  [645: Id. The court also asserted that existing state dilution laws would be more restrictive than the FTDA, and noted that Virginia had no such law. Id. at 415.]  [646: Id. at 418.] 

The analysis and conclusions of Circuit City were followed by several subsequent courts.[footnoteRef:647] [647: E.g., Resorts of Pinehurst, Inc. v. Pinehurst Nat’l Dev. Corp., 973 F. Supp. 552, 554–60, 43 USPQ2d 1746 (M.D.N.C. 1997) (quoting Circuit City at length); S Indus., Inc. v. Diamond Multimedia Sys., Inc., 991 F. Supp. 1012, 1021, 45 USPQ2d 1705 (N.D. Ill. 1998) (specifically finding conduct beginning before and continuing after the FTDA not to be covered by the FTDA); Viacom Inc. v. Ingram Enters., Inc., 965 F. Supp. 1278, 1281, 43 USPQ2d 1148 (W.D. Mo. 1997), rev’d, 141 F.3d 886, 46 USPQ2d 1473 (8th Cir. 1998); Nike, Inc. v. Nike Sec., L.P., 50 USPQ2d 1202, 1206–08 (N.D. Ill. 1999); see Bonechi, S.R.L. v. Irving Weisdorf & Co., Ltd., 46 USPQ2d 1725, 1726–27 (S.D.N.Y. 1998) (FTDA would not apply retroactively to claim for damages for conduct occurring entirely before its enactment); Black & Decker (U.S.) Inc. v. Pro-Tech Power Inc., 26 F. Supp. 2d 834, 857 (E.D. Va. 1998) (same).] 

However, another view of the issue has emerged, most notably in the Eighth Circuit’s opinion in Viacom Inc. v. Ingram Enterprises, Inc.[footnoteRef:648] Viacom was a suit between the Blockbuster video store chain and a fireworks seller who also used the Blockbuster mark. The Eighth Circuit disputed the Circuit City reading of Landgraf with respect to injunctions, finding such relief to be prospective, even when the activity was not illegal before the new enactment.[footnoteRef:649] However, Viacom did state that the fairness concerns expressed in Circuit City could be considered under the FTDA. Specifically, it pointed to the FTDA’s admonishment that any relief under the statute was “subject to the principles of equity.”[footnoteRef:650] [648: 141 F.3d 886, 46 USPQ2d 1473 (8th Cir. 1998). Prior to Viacom, a Florida district court also disagreed with Circuit City. See Fuente Cigar, Ltd. v. Opus One, 985 F. Supp. 1448, 1451–53 (M.D. Fla. 1997).]  [649: 141 F.3d at 889. The court also found that the §43(c)(3) defense could be applied consistent with Landgraf. Id. at 890.]  [650: Id. at 890.] 

The Viacom analysis was followed in a lengthy district court opinion in Hasbro, Inc. v. Clue Computing, Inc.[footnoteRef:651] As did the court in Viacom, the Hasbro court found convincing the Landgraf statement that injunctive relief operates prospectively and was unwilling to construe that statement narrowly.[footnoteRef:652] It further quoted from a nineteenth-century Supreme Court case (also quoted in Viacom) to the effect that injunctions may properly be issued against conduct that became illegal after the passage of the legislation, and found it consistent with Landgraf.[footnoteRef:653] The Hasbro court viewed Circuit City as overlooking the proper analysis out of concerns of fairness.[footnoteRef:654] As in the Viacom opinion, the Massachusetts district court stated that the fairness concerns expressed in Circuit City were more properly accounted for by the equitable considerations relating to issuing injunctions under the FTDA.[footnoteRef:655] On appeal, however, the First Circuit expressly refused to take a position on the retroactivity issue, which it determined was unnecessary for the disposition of the appeal.[footnoteRef:656] [651: 66 F. Supp. 2d 117, 52 USPQ2d 1402 (D. Mass. 1999), aff’d on other grounds, 232 F.3d 1, 56 USPQ2d 1766 (1st Cir. 2000); accord Medic Alert Found. U.S., Inc. v. Corel Corp., 43 F. Supp. 2d 933, 941, 51 USPQ2d 1024 (N.D. Ill. 1999).]  [652: 66 F. Supp. 2d at 129.]  [653: Id. (quoting United States v. Trans-Missouri Freight Ass’n, 166 U.S. 290, 342 (1897)).]  [654: Id.]  [655: Id.]  [656: 232 F.3d at 3. The First Circuit noted the split in the courts on this issue. Id.] 

Another case that follows Viacom is Kellogg Co. v. Exxon Mobil Corp.[footnoteRef:657] The Kellogg court was similarly unwilling to dismiss the Landgraf language regarding injunctions as irrelevant dicta.[footnoteRef:658] Noting that precedent from its own circuit (outside of the trademark arena) appeared to regard injunctive relief as nonretroactive, the court found that “[r]equiring [defendant] Exxon to conform its behavior to the congressional mandate of the FTDA is not ‘manifestly inequitable’ as the court in Circuit City suggested.”[footnoteRef:659] However, Exxon had begun its use of the allegedly diluting mark[footnoteRef:660] over 30 years before the FTDA was enacted, and had even registered a version of the mark.[footnoteRef:661] The Kellogg court acknowledged this, stating that if it was determined that Exxon had a “valid property interest” in its mark, then Kellogg could not enjoin Exxon’s use.[footnoteRef:662] [657: 192 F. Supp. 2d 790, 59 USPQ2d 1551 (W.D. Tenn. 2001).]  [658: Id. at 1557.]  [659: Id. at 1558 (citation omitted).]  [660: The decision only denied a summary judgment motion; it did not determine whether Exxon had caused dilution.]  [661: Id. at 1553.]  [662: Id. at 1558. The court left that issue for determination at trial. Id.] 

IX.D. 	Synthesis: The Proper Application of Landgraf to the FTDA and the TDRA
IX.D.1. 	Imposing Liability on Conduct That Predates the Original FTDA
Viacom and cases that follow its reasoning are undoubtedly correct that injunctive relief against future conduct under the FTDA should not necessarily be viewed as retroactive under Landgraf,[footnoteRef:663] even where the conduct began before the FTDA was enacted. However, that does not end the story. The real differences among the courts’ approaches to the retroactivity problem appear to result in large part from different views of the defendant’s pre-FTDA conduct. A careful analysis of those views will lead to a synthesis of the different analyses into a coherent whole that is consistent with Landgraf. [663: Landgraf v. USI Film Prods., 511 U.S. 244, 269 n.24 (1994). See §IX.B, C, above.] 

Two simple analogies will illustrate the division. One analogy would be to a defendant who is dumping toxic chemicals into a river. At some point, a federal statute is passed, making such conduct illegal and providing for stiff civil penalties for violations. Under Landgraf, it would be proper for a court to enjoin future pollution by the defendant, even if it was the result of a continuous course of conduct begun before the enactment of the pollution law. One could further imagine a defendant who, prior to the statute, built a plant that dumped pollutants into the river, relying on the fact that it was then legal, and cost-effective, to do so. Landgraf would still permit enjoining future pollution despite the upset expectations of the defendant.[footnoteRef:664] Those courts affirming the applicability of the FTDA to pre-FTDA conduct that continues after its enactment appear to view a diluting defendant’s actions much as one would view the river polluter. [664: See Landgraf, 511 U.S. at 269 n.24 (citing various types of regulations that may lawfully upset settled expectations, such as tax or zoning laws or laws banning gambling).] 

On the other hand, consider a property owner who has invested in certain property on the assumption that she can build a house on beachfront land with a view. She buys the land, builds the house, and now is told that a brand-new law will force her to knock down the house, because it interferes with the enjoyment of the beach by others. In that case, other language in Landgraf indicates that the new regulation should not be applied retroactively to the house that was built prior to the regulation, as do other precedents.[footnoteRef:665] Courts refusing to apply the FTDA retroactively have pointed to the upsetting of settled expectations as a prime reason for their decisions.[footnoteRef:666] [665: See id. at 271 (“The largest category of cases in which we have applied the presumption against statutory retroactivity has involved new provisions affecting contractual or property rights, matters in which predictability and stability are of prime importance.” (footnote omitted)).]  [666: E.g., Resorts of Pinehurst, Inc. v. Pinehurst Nat’l Dev. Corp., 973 F. Supp. 552, 555–59, 43 USPQ2d 1746 (M.D.N.C. 1997); Circuit City Stores, Inc. v. OfficeMax, Inc., 949 F. Supp. 409, 418–19, 42 USPQ2d 1194 (E.D. Va. 1996).] 

Thus, the question of how to apply Landgraf may be determined by whether one views the activity at issue as simply imposing new obligations on continuing activity or as defeating vested property interests.[footnoteRef:667] (It is somewhat ironic that the retroactive application of the FTDA requires a non-property view of a defendant’s rights, since the plaintiff tends to view its trademark rights as akin to property.) So viewed, the proper application of Landgraf becomes somewhat clearer, but also somewhat complicated. [667: See Landgraf, 511 U.S. at 280 (describing retroactivity in part as “whether [the statute] would impair rights a party possessed when he acted . . .”).] 

Applying Landgraf requires us to categorize a defendant’s activity as one akin to previously vested property rights, or simply a continuation of activity once lawful but now regulated. This, in turn, will depend on precisely what constitutes the defendant’s activity. In a typical blurring case, the defendant is using as its own trademark the same or a substantially similar mark as the plaintiff’s famous mark. Under U.S. law, trademark rights are acquired by use, not registration.[footnoteRef:668] When the defendant began using a mark that was not confusingly similar to the plaintiff’s mark, it thereby acquired rights in the mark. Those rights were “vested” in a real sense at the time the defendant began using the mark, and they may not even have been subject to subsequent regulatory defeasance, at least not lightly.[footnoteRef:669] Therefore, in those cases where a defendant was using the famous mark as its own trademark, and was doing so in a nonconfusing manner, the application of the FTDA to that defendant would defeat preexisting rights in the mark. [668: S Indus., Inc. v. Space Age Tech., 1999 WL 495484, at *4 (N.D. Fla. June 30, 1999. Since 1989, the Lanham Act has permitted applications for registration based on a bona fide intent to use the mark. Lanham Act §1(b), 15 U.S.C. §1051(b). However, the applicant must file a verified statement of actual use in commerce before a registration will issue. Lanham Act §1(d), 15 U.S.C. §1051(d).]  [669: Cf. Ruckelshaus v. Monsanto Co., 467 U.S. 986, 1003–04 (1984) (trade secret is a property right subject to the Takings Clause); id. at 1005–06 (regulatory taking analysis considers “reasonable investment-backed expectations”).] 

One could point to the existence of state dilution laws prior to the enactment of the FTDA and assert that this put the defendant on notice that its expectations about any rights in a mark previously used by another were not entirely reasonable. However, in Landgraf, the Court refused to apply the new damages provisions of the Civil Rights Act retroactively, despite the fact that the activity complained of (sexual harassment) had been illegal under federal law for many years prior to the enactment of the new remedy provisions.[footnoteRef:670] Thus, the fact that the conduct may have been illegal under some state laws was not sufficient to warrant retroactive application of the FTDA, especially for damages. One may also note that Landgraf involved the imposition of enhanced damages remedies, which the Court characterized as “quintessentially backward looking,”[footnoteRef:671] not injunctions, which are generally regarded as forward looking.[footnoteRef:672] However, viewing trademark rights as “complete” at the time of first use, an injunction under the FTDA would defeat those rights after the fact and could not truly be characterized as forward looking. [670: Landgraf, 511 U.S. at 281–83.]  [671: Id. at 282.]  [672: Id.] 

Showing solicitude for preexisting rights is consistent with a similar policy with respect to remote junior users of trademarks under Sections 15 and 33 of the Lanham Act. Section 15, which sets forth the conditions for a registered mark to become incontestable, specifically preserves “a valid right acquired under the law of any State or Territory by use of a mark … prior to the date of registration” from being extinguished by incontestability.[footnoteRef:673] Section 33(b)(5) preserves the right of a preexisting good-faith junior user[footnoteRef:674] to continue to use the mark in the area in which it was used prior to the senior user’s registration. From its inception, the Lanham Act has recognized the desirability of permitting those with settled expectations resulting from good-faith use of a mark to continue to make use of the mark, even at the cost of some interference with a federal registration. This attitude carries over from the common law, which recognized the right of a good-faith junior user to continue to use a mark, even precluding the senior user from expanding into the junior user’s territory.[footnoteRef:675] A policy of recognizing the rights of prior users under the FTDA would be consistent with that history.[footnoteRef:676] [673: 15 U.S.C. §1065.]  [674: In the terms of the statute, one “whose use … [began] without knowledge of the registrant’s prior use.” 15 U.S.C. §1115(b)(5).]  [675: See United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, 100–101 (1918); National Ass’n for Healthcare Comm’rs, Inc. v. Central Ark. Area Agency on Aging, Inc., 257 F.3d 732, 735, 59 USPQ2d 1352 (8th Cir. 2001).]  [676: Some recognition of this principle can be found in Kellogg Co. v. Exxon Mobil Corp., 192 F. Supp. 2d 790, 59 USPQ2d 1551 (W.D. Tenn. 2001), where the court, while stating that the FTDA permitted injunctive relief against conduct originating pre-FTDA, also stated that “Kellogg, however, may not take advantage of this shift in the law to usurp any valid property interest Exxon may have in its Cartoon Tiger.” Id. at 1558.] 

If the defendant does not use the famous mark as its trademark, then the analysis changes.[footnoteRef:677] Where there is no trademark use, no vested rights accrue to the second user. In that situation, the analogy to the river polluter is the most apt one. At most, the second user has some expectation of continued use (in the absence of a change of law), but no true settled rights in the mark. The non-trademark-use situation is most likely to occur in a tarnishment situation, perhaps fitting for the polluter analogy. Assuming that no other defense to dilution applies,[footnoteRef:678] there is no retroactivity impediment to an injunction. [677: There is some question whether a dilution claim can be based on a non-trademark use under the TDRA. See Chapter 9, §IV.]  [678: Such defense might include a fair use or noncommercial use exclusion.] 

The foregoing discussion assumes that the remedy sought is an injunction. The FTDA also allows for damages where the defendant’s actions are “willful” acts of dilution, as defined in the statute.[footnoteRef:679] Cases asserting claims for damages are very similar to Landgraf. They seek to impose a higher level of liability than was available under almost any state law prior to 1996. And damages were described in Landgraf as backward-looking, as opposed to the prospective nature of injunctions. If the diluting conduct was completed before the enactment of the FTDA, then damages should not be awarded. For conduct continuing after the FTDA, the distinction between vested interests (which should not lead to a damages award) and nonvested interests (where damages may be awarded) should prevail.[footnoteRef:680] [679: Lanham Act §43(c)(5), 15 U.S.C. §1125(c)(5).]  [680: See Kellogg, 192 F. Supp. 2d 790, 59 USPQ2d at 1556, 1558 (no damages allowed for pre-FTDA conduct; damages and injunction possible for post-FTDA conduct but not where award would “usurp any valid property interest” of defendant).] 

IX.D.2. 	Retroactivity Under the TDRA
Like the original FTDA, the TDRA became effective when signed by the President, in this case on October 6, 2006. Unlike the original FTDA, the TDRA does provide some guidance concerning its effect on activity occurring prior to its effective date. Section 43(c)(5), which deals with remedies for dilution other than an injunction, provides that such other remedies (primarily, but not exclusively, damages[footnoteRef:681]) are available only for diluting uses that begin on or after the effective date.[footnoteRef:682] This provision does not tell us explicitly how to deal with requests for injunctive relief, either in cases pending on the effective date or in cases filed after that date but pertaining to activity that began before then.[footnoteRef:683] The effect on pending cases is important because the TDRA changes the definition of dilution, the definition of a famous mark, and the standard for deciding cases (from actual dilution to likelihood of dilution). [681: Section 43(c)(5) (codified at 15 U.S.C. §1125(c)(5)) refers to the remedies available in 15 U.S.C. §§1117(a) and 1118. The former is the main damages section of the Lanham Act. The latter provides other remedies, such as destruction of infringing goods.]  [682: Lanham Act §43(c)(5)(A), 15 U.S.C. §1125(c)(5)(A).]  [683: Section 43(c)(5)(A) may have an unintended effect as well. Prior to the TDRA, damages were available in dilution cases when actual dilution was shown and willful dilution was shown. The amended statute permits damages for willful dilution when there is a likelihood of dilution, a lesser standard. But because it applies only to activity begun after October 6, 2006, and because nothing in the statute as amended explains what is to happen to claims for damages accruing before that date, one can interpret the statute to bar damages claims for any dilution claim where the diluting activity began before October 6, 2006. That probably is not what Congress intended, but a “plain meaning” approach, which was used by the Supreme Court in Moseley, could lead to that result.] 

Courts have held that, when the diluting use begins before the effective date of the TDRA, any dilution claims for noninjunctive relief must satisfy the actual dilution standard of the pre-TDRA statute, although claims for injunctive relief (which may be joined in the same action) will be judged by the likelihood-of-dilution standard of the TDRA.[footnoteRef:684] [684: Gucci America, Inc. v. Guess?, Inc., 102 USPQ2d 1612, 1613 (S.D.N.Y. 2012); University of Kan. v. Sinks, 644 F. Supp. 2d 1287, 1294 (D. Kan. 2008); adidas Am., Inc. v. Payless Shoesource, Inc., 529 F. Supp. 2d 1215, 1243–44 (D. Or. 2007) (citing cases); S&L Vitamins, Inc. v. Australian Gold, Inc., 521 F. Supp. 2d 188, 210 n.5 (E.D.N.Y. 2007); Verilux, Inc. v. Hahn, 2007 U.S. Dist. LEXIS 58507, at *33–34 (D. Conn. Aug. 10, 2007); Dan-Foam A/S v. Brand Named Beds, LLC, 500 F. Supp. 2d 296, 306 n.87 (S.D.N.Y. 2007); Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC, 2007 U.S. Dist. LEXIS 14244, at *17–20 (E.D. Va. Feb. 28, 2007), aff’d on other grounds, 507 F.3d 252, 84 USPQ2d 1969 (4th Cir. 2007) (the court of appeals did not address the issue).] 

When the relief sought is an injunction, the result is different. The Second Circuit has held that pending cases, even those on appeal, should apply the TDRA, in accordance with the general rule that one applies the law applicable at the time the case is decided.[footnoteRef:685] The Ninth Circuit, after some contradictory decisions on this point, apparently has decided to follow the same path.[footnoteRef:686] This position seems to have become the consensus view under the TDRA.[footnoteRef:687] One district court, noting the predominant appellate opinion, applied the Supreme Court’s Landgraf decision and concluded that suits for injunctive relief should be addressed using the TDRA standards.[footnoteRef:688] However, the same court, applying the TDRA’s own statutory provision, concluded that claims for noninjunctive relief must be adjudicated under the pre-TDRA standard.[footnoteRef:689] [685: Starbucks Corp. v. Wolfe’s Borough Coffee, Inc., 477 F.3d 765, 766, 81 USPQ2d 1927 (2d Cir. 2007); accord AutoZone, Inc. v. Strick, 466 F. Supp. 2d 1034, 1044–45, 81 USPQ2d 1516 (N.D. Ill. 2006), rev’d on other grounds, 543 F.3d 923, 88 USPQ2d 1225 (7th Cir. 2008) (the court of appeals did not address the dilution claim). In the Starbucks case, the result was a remand to allow the district court to consider whether the plaintiff, who had lost under the actual dilution standard, should now prevail under the likelihood-of-dilution standard. 477 F.3d at 766. The oddity of this case is that the district court also granted summary judgment against the plaintiff on a dilution claim brought under New York law, which uses a likelihood-of-dilution standard. The Second Circuit, with essentially no discussion, stated that that ruling did not bind the district court’s determination of the federal dilution issue. Id. Although it is true that the factors used under the TDRA are not necessarily identical to those used under New York law, many of them are the same, and the court did not give any guidance to the district court as to the possible differences between the two laws.]  [686: Jada Toys, Inc. v. Mattel, Inc., 518 F.3d 628, 634 n.2, 85 USPQ2d 1895 (9th Cir. 2008). The uncertainty within the Ninth Circuit was evident in the Jada Toys case itself. Originally, the Ninth Circuit stated, in a footnote, that cases filed before the passage of the TDRA would be governed by the original FTDA standards. Jada Toys, Inc. v. Mattel, Inc., 496 F.3d 974, 981 n.2, 83 USPQ2d 1591 (9th Cir. 2007). See Visa Int’l Serv. Ass’n v. JSL Corp., 533 F. Supp. 2d 1089 (D. Nev. 2007) (applying the original Jada Toys analysis). However, the court then withdrew the original opinion and replaced the footnote with one holding just the opposite. The latter decision reflected the court’s view that although Horphag Research Ltd. v. Garcia, 475 F.3d 1029, 1035, 81 USPQ2d 1420 (9th Cir. 2007), appeared to be in conflict with this view (in Horphag, the court used pre-TDRA standards on a case filed before, but heard on appeal after, the TDRA), the difference could be explained by the fact that neither party in Horphag asserted that the TDRA applied, and the actual dilution standard did not alter the outcome. Jada Toys, 518 F.3d at 634 n.2. On reconsideration, the JSL court conformed to the newer opinion. Visa Int’l Serv. Ass’n v. JSL Corp., 590 F. Supp. 2d 1306, 1312–13 (D. Nev. 2008), aff’d, 610 F.3d 1088, 95 USPQ2d 1571 (9th Cir. 2010).]  [687: E.g., V Secret Catalogue, Inc. v. Moseley, 605 F.3d 382, 390, 95 USPQ2d 1050 (6th Cir. 2010), cert. denied, 131 S. Ct. 1003 (2011); Burberry Ltd. v. Euro Moda, Inc., 2009 WL 1675080, at *9, 2009 BL 292967 (S.D.N.Y. June 10, 2009).
]  [688: General Motors Co. v. Urban Gorilla, LLC, 2010 WL 5395065, at *3, 2010 BL 306249 (D. Utah Dec. 27, 2010).]  [689: Id. at *4.] 

Assuming that the view of the Second and Ninth Circuits is correct, it should be noted that injunctions are subject to equitable considerations. Therefore, in some cases it may be appropriate to consider whether an injunction is appropriate if the defendant has reasonably relied on the pre-TDRA actual dilution standard. In such a case, the court should also consider the potential harm to the plaintiff.
IX.D.3. 	Retroactive Application of the Federal Registration Defense Under Section 43(c)(6)
The previous discussion considered the retroactivity issue only from the standpoint of imposing liability. There is an additional retroactivity issue under the TDRA: whether the bar to a state dilution claim against a federally registered mark should apply retroactively. Although Landgraf is not directly on point here, some dicta in the opinion is pertinent to the discussion. The Supreme Court noted that, in contradistinction to the presumption against retroactivity, there is the principle that a court should “apply the law in effect at the time [it] renders its decision.”[footnoteRef:690] It stated further that “[w]hen the intervening statute authorizes or affects the propriety of prospective relief, application of the new provision is not retroactive.”[footnoteRef:691] Applying, for example, the federal registration defense of Section 43(c)(6) to dilution suits based in whole or in part on conduct occurring before its enactment does not implicate the presumption against statutory retroactivity. It does not increase the liability for preexisting conduct; it decreases it. It affects no “vested” rights of either party. And it makes explicit what arguably was implicit before the FTDA (not to mention the TDRA)—that state laws should not interfere with federally granted trademark rights. Thus, it cannot be said to upset a famous mark owner’s reasonable expectations of winning. Section 43(c)(6) can and should be applied to any suit pending at the time of its enactment (or the enactment of its predecessor statute) or any suit filed thereafter, no matter when the alleged diluting conduct began. [690: Landgraf v. USI Film Prods., 511 U.S. 244, 273 (1994) (quoting Bradley v. School Bd. of Richmond, 416 U.S. 696, 711 (1974)). See discussion of Landgraf in §IX.B, above.]  [691: 511 U.S. at 273 (emphasis added).] 

IX.E. 	An Alternative to Nonretroactivity: Principles of Equity
Two of the cases opposing a retroactive bar to injunctive relief pointed out an alternative to retroactivity contained in the FTDA. Section 43(c)(1) provides for an injunction against dilution, but “[s]ubject to the principles of equity.”[footnoteRef:692] The Eighth Circuit stated in Viacom: [692: Lanham Act §43(c)(1), 15 U.S.C. §1125(c)(1). Prior to the TDRA, §43(c)(1) also included the limitation that an injunction was issued “upon such terms as the court deems reasonable.” General principles of equity would include such a limitation, so it does not appear that the amendment narrowed the scope of the court’s authority. There is a similar expression in §43(c)(2), which specifies the situations in which damages may be awarded. 15 U.S.C. §1125(c)(5) (allowing damages for certain “willful” acts of dilution “subject to the discretion of the court and the principles of equity”). Section 43(c)(5) references §35(a), which also makes relief “subject to the principles of equity.” 15 U.S.C. §1117(a).] 

If Ingram’s noncompeting, nonconfusing use of its BLOCKBUSTER mark prior to the FTDA’s enactment was lawful and resulted in Ingram acquiring a valuable and legitimate property interest of its own, Viacom will presumably not be entitled to an anti-dilution injunction granting it a nationwide monopoly in the use of this rather common word.[footnoteRef:693] [693: Viacom Inc. v. Ingram Enters., Inc., 141 F.3d 886, 890, 46 USPQ2d 1473 (8th Cir. 1998).] 

This limitation is appropriate, but perhaps insufficiently broad. Certainly, where a party has acquired a property interest by pre-FTDA (or pre-TDRA) use, an injunction should not issue. However, the caveat that the use must have been “lawful” is problematic, given the uneven distribution of state dilution laws prior to the FTDA. Moreover, a court should consider using its equitable discretion even in cases where the second use is a non-trademark use (and therefore one from which no proprietary interest can accrue). If the second use was designed to dilute the famous mark, then, absent some other defense, the second user cannot claim any equity. However, in the absence of such design, the court ought to stay its injunctive hand, particularly if the conduct was isolated and occurred in a state that lacked a dilution statute.



