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1.I. The Landscape of Dilution: Dilution vs. Traditional Infringement
Although this text is about trademark law, it is not about trademark law as it is usually understood. Rather, it is about trademark dilution, a branch of trademark law that was relatively unused until about 1980. Therefore, the first questions that this book addresses are: What is trademark dilution? And how is it different from other aspects of trademark law?
The discussion begins with the obvious fact that both trademark infringement and trademark dilution involve trademarks and service marks. Trademarks are indicia of the source or origin of goods.[footnoteRef:2] Traditional trademark infringement law protects mark owners and consumers from uses of the same or similar marks that cause confusion among potential consumers.[footnoteRef:3] Trademark law began by protecting against “passing off,” meaning that B used A’s mark to make people believe that B’s goods were really the goods of A (i.e., B “passed off” its goods as those of A).[footnoteRef:4] The law was both protection against unfair competition and a form of consumer protection against deception.[footnoteRef:5] [2: The federal trademark statute, commonly known as the Lanham Act (after Rep. Fritz Lanham), 15 U.S.C. §§1051–1127, defines a “trademark” as “any word, name, symbol, or device, or any combination thereof [used] to identify and distinguish [a person’s] goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown.” 15 U.S.C. §1127. A service mark is defined in essentially the same way, except that it is used to indicate the source of services, not goods. See id. Other types of marks include certification marks and collective marks; they are also defined in the trademark statute. Id. The differences among the various types of marks are not material for purposes of the present discussion. See, e.g., 15 U.S.C. §1053 (service marks registrable in same manner as trademarks).]  [3: E.g., Brookfield Commc’ns, Inc. v. West Coast Entm’t Corp., 174 F.3d 1036, 1053, 50 USPQ2d 1545 (9th Cir. 1999) (“The core element of trademark infringement is the likelihood of confusion … .” (internal quotation marks omitted)); Machinists & Aerospace Workers v. Winship Green Nursing Ctr., 103 F.3d 196, 200, 41 USPQ2d 1251 (1st Cir. 1996) (calling likelihood of confusion “the dispositive inquiry in a Lanham Act case”).]  [4: See 1 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §5:2, at 5-3 to 5-5 (4th ed. 1998 & Supp.) (citing cases).]  [5: See generally Mark P. McKenna, The Normative Foundations of Trademark Law, 82 NOTRE DAME L. REV. 1839 (2007).] 

In modern cases, infringement by confusion has evolved to include many concepts in addition to passing off. Confusion can mean confusion of goods, where consumers purchase widgets, thinking they are A’s widgets when they are really made by B.[footnoteRef:6] It can mean confusion of source, where consumers think the goods come from manufacturer A when they actually come from B. In confusion-of-source cases, the goods need not really be made by A; indeed, A and B may not compete, so there is not a confusion of actual goods produced. Confusion can mean confusion of sponsorship or approval, where the consumer knows that A is not the actual source, but believes that A has licensed or approved of the use of its mark.[footnoteRef:7] Confusion may even mean “post-sale confusion,” where the purchaser knows the goods are not produced or sponsored by A, but someone who sees the goods after they are purchased believes that the goods come from A.[footnoteRef:8] Courts also have used another doctrine, “initial interest confusion,” which protects mark owners even when the confusion is only momentary and is cleared up before any sale is made.[footnoteRef:9] Although this broader range of categories of confusion may reduce the emphasis on unfair competition, the idea of protecting consumers from deception is still important. [6: This is essentially what passing off is about.]  [7: E.g., Boston Athletic Ass’n v. Sullivan, 867 F.2d 22, 28–29, 9 USPQ2d 1690 (1st Cir. 1989); National Football League v. Governor of Del., 435 F. Supp. 1372, 1380–81, 195 USPQ 803 (D. Del. 1977).]  [8: E.g., Insty*Bit, Inc. v. Poly-Tech Indus., Inc., 95 F.3d 663, 671–72, 39 USPQ2d 1961 (8th Cir. 1996), cert. denied, 519 U.S. 1151 (1997); Ferrari S.P.A. Esercizio Fabriche Automobili E Corse v. Roberts, 944 F.2d 1235, 1244–45, 20 USPQ2d 1001 (6th Cir. 1991), cert. denied, 505 U.S. 1219 (1992).]  [9: The doctrine of initial interest confusion is most often used where an Internet user mistakenly accesses the Web site of B, thinking it is the Web site of A, usually because of the similarity between the domain name of B’s site and the trademark used by A for its goods or services. See Brookfield Commc’ns, Inc. v. West Coast Entm’t Corp., 174 F.3d 1036, 1057, 50 USPQ2d 1545 (9th Cir. 1999); see also Network Automation, Inc. v. Advanced Sys. Concepts, Inc., 638 F.3d 1137, 1152–53, 97 USPQ2d 2036 (9th Cir. 2011) (indicating that consumers may now be more sophisticated about the use of search engines and that this affects the analysis of initial interest confusion).] 

Dilution protection represents a different perspective about trademarks. Instead of protecting against confusion, the object of dilution law is to protect the “distinctive quality” of the trademark. Put another way, dilution law recognizes that many trademarks have a value that is more than simply source identification. The value is in the “aura” of the mark, the fact that it uniquely identifies one source, and the feelings it evokes from consumers about anything associated with that brand name. When a second user makes use of this unique mark, particularly to identify its own goods or services, it weakens the bond between the consumer and the brand. In the prosaic terms used to describe dilution, the marketing value of the mark is “whittled away” by the existence of these other uses.[footnoteRef:10] Most important, this erosion of the power of the mark is assumed to occur in the absence of any consumer confusion. This is the key difference between dilution and infringement—the lack of any requirement of confusion. [10: Frank I. Schechter, The Rational Basis of Trademark Protection, 40 HARV. L. REV. 813, 825 (1927) (describing dilution as the “whittling away or dispersion of the identity and hold upon the public mind of the mark”). The assumption that such diluting uses are commonplace is challenged by a study by Professors Paul Heald and Robert Brauneis. See generally Paul J. Heald & Robert Brauneis, The Myth of Buick Aspirin: An Empirical Study of Trademark Dilution by Product and Trade Names, 32 Cardozo L. Rev. 2533 (2011).] 

Thus, dilution severs the link between trademark protection and consumer protection, a central aspect of trademark infringement.[footnoteRef:11] It focuses on protecting the investment of the mark owner. One might reasonably describe diluting uses of a mark as “source distractors.” That is, they distract the viewer from the primary source-identifying content of the mark. Suppose that Zoom is known throughout the country as a trademark for running shoes. Now suppose that another company starts using Zoom as a service mark for airline reservation services. It may be that customers of the airline reservation service know that the Zoom reservations service is not in any way affiliated with Zoom running shoes (otherwise there is infringement by confusion). However, Zoom reservations customers now know that there are two Zoom products. When they see Zoom reservations, they may be reminded of Zoom running shoes (and vice versa). Thus, the mark Zoom no longer has a unique meaning to Zoom reservations customers. If 10 more unrelated Zoom products or services come along, the unique marketing value of Zoom as a brand may be further diminished. This is the process that is commonly associated with dilution. Customers of Zoom running shoes are now “distracted” from the unique association of Zoom with running shoes by all of the other Zoom products and services. [11: Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 429, 65 USPQ2d 1801 (2003) (“Unlike traditional infringement law, the prohibitions against trademark dilution are not the product of common-law development, and are not motivated by an interest in protecting consumers.”); Rosetta Stone, Inc. v. Google, Inc., 676 F.3d 144, 167, 102 USPQ2d 1473 (4th Cir. 2012) (same, quoting Moseley); TCPIP Holding Co. v. Haar Commc’ns, Inc., 244 F.3d 88, 95, 57 USPQ2d 1969 (2d Cir. 2001) (“The Dilution Act offers no benefit to the consumer public—only to the owner.”).] 

Economists have described this phenomenon in terms of “search costs.” When one attempts to use the mark as a means of searching for desirable goods or services, the knowledge of a second user of the mark causes the search to take longer because one has to consider more than one user of the mark.[footnoteRef:12] The salience of this search cost rationale has been seriously questioned,[footnoteRef:13] but it remains a popular explanation of why we should protect marks from dilution. [12: E.g., Ty, Inc. v. Perryman, 306 F.3d 509, 511 (7th Cir. 2002), cert. denied, 538 U.S. 971 (2003).]  [13: E.g., Rebecca Tushnet, Gone in Sixty Milliseconds: Trademark Law and Cognitive Science, 86 TEX. L. REV. 507 (2008).] 

Obviously, protection from similar uses without a need for showing confusion is, potentially, extremely powerful protection for a mark. As courts have noted from time to time, such protection may appear to give trademark owners a property right in their marks, granting them complete control over all uses of the same or similar marks.[footnoteRef:14] Moreover, it could cause dilution to supplant infringement by confusion as the dominant method of protecting trademarks. Aware of this possibility, courts and legislators have placed limits on the use of dilution protection. They have restricted its application to marks that have something to dilute—marks that have a special significance to the public. This is usually phrased as marks having “distinctive quality” or marks that are “strong” or even “famous.”[footnoteRef:15] In addition, courts have attempted to devise tests for dilution that make the law appear less like property protection and that prevent it from becoming a substitute for infringement protection.[footnoteRef:16] Defining these limits is one of the most difficult aspects of this area of trademark law. [14: E.g., Ringling Bros.–Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Dev., 170 F.3d 449, 456, 50 USPQ2d 1065 (4th Cir.), cert. denied, 528 U.S. 923 (1999); Coffee Dan’s, Inc. v. Coffee Don’s Charcoal Broiler, 305 F. Supp. 1210, 1217 n.13, 163 USPQ 602 (N.D. Cal. 1969); see Rosetta Stone, Inc. v. Google, Inc., 676 F.3d 144, 171, 102 USPQ2d 1473 (4th Cir. 2012) (quoting Nissan Motor Co. v. Nissan Computer Corp., 378 F.3d 1002, 1011 (9th Cir. 2004)).]  [15: Sally Gee, Inc. v. Myra Hogan, Inc., 699 F.2d 621, 625, 217 USPQ (2d Cir. 1983) (“extremely strong” mark needed); Lanham Act §43(c)(1), 15 U.S.C. §1125(c)(1) (“famous” mark required); MODEL STATE TRADEMARK BILL §13(a) (INTA 2007) (“famous” mark required). See Chapter 2, §I, and Chapter 8 for discussions of this issue; see also §II.D, below, for discussion of the Model State Trademark Bill.]  [16: See Chapter 3, §I.C.] 

Although dilution ought to stand apart from confusion as a separate theory of trademark protection, the expansion of confusion doctrines has brought the two closer together. In particular, the theories of both confusion of sponsorship and post-sale confusion rely heavily on potential impairment of reputation and loss of goodwill, rather than diversion of trade. This reasoning is similar to the supporting rationale set forth in many dilution cases. Indeed, the concept of misappropriation—reaping where one has not sown[footnoteRef:17]—is a strong undercurrent of the expanded concept of confusion and of dilution. [17: International News Serv. v. Associated Press, 248 U.S. 215, 239 (1918).] 

1.II. The Origins of the Doctrine of Trademark Dilution
1.II.A.	Frank Schechter, the Rational Basis of Protection, and the Expansion of Trademark Infringement by Confusion
1.II.A.1.	The Contributions of Frank Schechter to Dilution Theory
Cases employing the language of dilution[footnoteRef:18] can be found as far back as the beginning of the twentieth century, and even earlier in Great Britain.[footnoteRef:19] However, credit for bringing trademark dilution into the consciousness of courts and legislators usually is given to Frank I. Schechter and his 1927 article, The Rational Basis of Trademark Protection.[footnoteRef:20] Schechter argued that the primary function of trademarks is to advertise and sell goods and services.[footnoteRef:21] The most distinctive marks, he claimed, create favorable impressions in the public’s mind, prompting people to buy more goods sold under that mark.[footnoteRef:22] Further, he asserted that this built-up goodwill allows the mark owner to expand into other areas, using the mark as a guaranty to customers of a particular level of quality and satisfaction.[footnoteRef:23] Thus, the unauthorized use of this mark on other goods (i.e., ones not of a type made by the mark owner) gradually erodes the selling power of the mark. He described this as “the gradual whittling away or dispersion of the identity and hold upon the public mind of the mark or name by its use upon non-competing goods.”[footnoteRef:24] This differs from traditional trademark infringement in that it does not depend on any actual diversion of trade. Nor does it depend on the public being confused about the source or origin of the goods.[footnoteRef:25] Protection of the uniqueness of a trademark, in Schechter’s view, is “the only rational basis for its protection.”[footnoteRef:26] He urged American courts to adopt a doctrine described in a German case, which appeared to protect a mark against use on noncompeting goods in order to protect the selling power of the mark.[footnoteRef:27] [18: “Language of dilution” means an emphasis on protecting the commercial aura or goodwill of the mark, as opposed to an emphasis on protecting against consumer confusion.]  [19: Yale Elec. Corp. v. Robertson, 26 F.2d 972 (2d Cir. 1928); Eastman Photographic Materials Co. v. John Griffith’s Cycle Corp., 15 R.P.C. 105 (1898).]  [20: Frank I. Schechter, The Rational Basis of Trademark Protection, 40 HARV. L. REV. 813 (1927).
]  [21: Id. at 819.]  [22: Id. at 818–19. Schechter called this “the creation and retention of custom.” Id. at 822.]  [23: Id. at 823.]  [24: Id. at 825.]  [25: See id. at 821, 831.]  [26: Id. at 831 (emphasis added).]  [27: Id. at 831–32 (discussing the Odol case in Germany).] 

Schechter did not advocate that all marks should receive such protection. The broadest protection, he believed, should be reserved for “coined or fanciful marks,” as opposed to “words or phrases in common use.”[footnoteRef:28] This is justified because of the requirement that a mark be uniquely associated with a particular source to merit such broad protection.[footnoteRef:29] Indeed, as the Supreme Court has noted, Schechter’s thesis applied to marks that “‘added to rather than withdr[ew] from the human vocabulary.’”[footnoteRef:30] Thus, in Schechter’s concept of dilution, even a very well-known trademark like “Visa” might not be eligible for dilution protection because it is not a coined word. (Depending on context, it might be considered “fanciful”—as Apple is for computers. Whether Visa for credit cards would be sufficiently fanciful for Schechter is unclear.[footnoteRef:31]) [28: Id. at 828.]  [29: See id. at 829. Apparently, Schechter also did not contemplate dilution protection for marks that consist of the products themselves (“product configurations”). He noted that “[t]he owner of a distinctive mark or name … obtains thereby no monopoly of goods or services; these may be freely sold on their own merits and under their own trade symbols.” Id. at 833. Of course, when Schechter wrote, the idea of protecting product configurations as trademarks was not an established concept.]  [30: Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 429, 65 USPQ2d 1801 (2003) (quoting 40 HARV. L. REV. at 829); see id. at 429 n.10 (discussing Schechter’s findings as to the commonality of various marks).]  [31: Cf. Visa Int’l Serv. Ass’n v. JSL Corp., 610 F.3d 1088, 1090, 95 USPQ2d 1571 (9th Cir. 2010) (finding Visa mark diluted by “eVisa” under federal dilution law).
] 

1.II.A.2.	The Expansion of Confusion Theory to Protect Goodwill
Schechter wrote at a time when the doctrines of trademark protection were far more limited than they are today, even without considering the doctrine of dilution. His great concern was that infringement law relied on notions of unfair competition, meaning that protection primarily depended on the existence of competition between the parties. When there was no competition, there usually was no trademark infringement.[footnoteRef:32] However, the theory of confusion that underlies trademark infringement has expanded significantly since 1927. No longer is confusion limited to the same or related goods. This expansion of the circumstances under which confusion may be found has allowed traditional infringement law to protect many of the values that Schechter propounded. [32: See 40 HARV. L. REV. at 821–25.] 

As discussed in section I, the tests used to measure confusion today clearly contemplate the possibility of confusion among unrelated goods, particularly where the plaintiff owns a “strong” mark, that is, one well known to the public and identified with the plaintiff.[footnoteRef:33] Another recognized expansion of the confusion concept is confusion of sponsorship or approval, which does not even require the public to believe that the plaintiff is the actual source of the goods, as long as people think that the plaintiff sponsored or approved of the use of its mark by the defendant.[footnoteRef:34] A further example of the expansion of confusion is “post-sale” confusion, which requires no point-of-sale confusion at all on the part of consumers. It is based on the confusion of others who see the defendant’s product after it is purchased and who are confused about its origin, although the buyer was not confused at all.[footnoteRef:35] This form of confusion relies heavily on the perceived possibility of another manufacturer selling an inferior product, causing loss of reputation among nonpurchasers (since purchasers know that the product is a copy).[footnoteRef:36] Finally, “initial interest confusion” has been recognized, largely in Internet cases, where a person searching the Internet is initially led to the wrong Web site (usually because the offender’s domain name is the same as or similar to the trademark of another person). The user normally realizes his or her mistake and can move on. However, the user may be induced to explore the erroneous site and be diverted from the original search.[footnoteRef:37] [33: E.g., AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 348–49, 204 USPQ 808 (9th Cir. 1979) (listing eight factors for “related goods” cases); Polaroid Corp. v. Polarad Elecs. Corp., 287 F.2d 492, 495, 128 USPQ 411 (2d Cir.) (listing eight factors), cert. denied, 368 U.S. 820 (1961).]  [34: E.g., Boston Athletic Ass’n v. Sullivan, 867 F.2d 22, 27, 9 USPQ2d 1690 (1st Cir. 1989).]  [35: Insty*Bit, Inc. v. Poly-Tech Indus., Inc., 95 F.3d 663, 671–72, 39 USPQ2d 1961 (8th Cir. 1996), cert. denied, 519 U.S. 1151 (1997); Ferrari S.P.A. Esercizio Fabriche Automobili E Corse v. Roberts, 944 F.2d 1235, 1245, 20 USPQ2d 1001 (6th Cir. 1991), cert. denied, 505 U.S. 1219 (1992).]  [36: See Ferrari, 944 F.2d at 1245.]  [37: See Brookfield Commc’ns, Inc. v. West Coast Entm’t Corp., 174 F.3d 1036, 1057, 50 USPQ2d 1545 (9th Cir. 1999). Initial interest confusion is sometimes used outside of the Internet context. See, e.g., Gibson Guitar Corp. v. Paul Reed Smith Guitars, LP, 423 F.3d 539, 76 USPQ2d 1372 (6th Cir. 2005), cert. denied, 547 U.S. 1179 (analyzing, though ultimately denying, claim of initial interest confusion in a store).] 

These forms of confusion, particularly post-sale and confusion of sponsorship, are very dependent on the desire to allow the trademark owner control over the mark’s reputation. Those sentiments are very much like the rationale put forth by Schechter for dilution protection. It is unclear, therefore, whether today Schechter would have divined the same need for promoting a doctrine that potentially protects highly distinctive marks from virtually any unauthorized use on other goods or services.
Nevertheless, Schechter’s dilution proposal has spawned an entirely new and important area of trademark protection. Although his ideas did not begin to take hold for at least 20 years after his article appeared, they have now been enshrined in both federal and state statutes.
1.II.B.	Prestatutory Cases Protecting Marks From Apparent Dilution
Before there were any dilution statutes, there were some cases that are now regarded as the forerunners of modern dilution law. All were decided using a confusion rationale, but with strong dilution overtones. In Great Britain, there was a case as far back as the late nineteenth century, in which Kodak (the photography corporation) sued the maker of a “Kodak” bicycle.[footnoteRef:38] In that case, the court enjoined the Kodak bicycle despite a lack of evident competition, though at least formally it used the doctrine of passing off as its rationale.[footnoteRef:39] [38: Eastman Photographic Materials Co. v. John Griffith’s Cycle Corp., 15 R.P.C. 105 (1898).]  [39: Id.; see also Taittinger S.A. v. Allbev, Ltd., [1994] 4 All E.R. 75, 88, 91, [1993] F.S.R. 641 (Ct. App. (Civil) 1993) (enjoining, on a passing-off rationale, a drink called Elderflower Champagne, with two judges clearly basing their opinions on injury to reputation and goodwill). Dilution under the laws of various other countries is discussed in Chapter 15.] 

In this country, one oft-cited case indicating early support for dilution is Judge Learned Hand’s opinion in Yale Electric Corp. v. Robertson.[footnoteRef:40] The maker of Yale locks opposed registration of the word Yale for use on batteries and flashlights. Though acknowledging that the two companies produced products that did not compete, Judge Hand gave this explanation of why that should not preclude relief: [40: 26 F.2d 972 (2d Cir. 1928).] 

It has of recent years been recognized that a merchant may have a sufficient economic interest in the use of his mark outside the field of his own exploitation to justify interposition by a court. His mark is his authentic seal; by it he vouches for the goods which bear it; it carries his name for good or ill. If another uses it, he borrows the owner’s reputation, whose quality no longer lies within his own control. This is an injury, even though the borrower does not tarnish it, or defer any sales by its use; for a reputation, like a face, is the symbol of its possessor and creator, and another can use it only as a mask.[footnoteRef:41] [41: Id. at 974. Judge Hand did recognize some limits to the protection thus given, even limiting the lower court’s injunction to prohibiting the use of the Yale mark on flashlights and batteries instead of any metal object. Id. He later noted that products could be so disparate that no relief would be available. L.E. Waterman Co. v. Gordon, 72 F.2d 272, 273 (2d Cir. 1934) (relating the example of steam shovels versus lipstick).] 

A New York state court case, Tiffany & Co. v. Tiffany Productions, Inc.,[footnoteRef:42] generally is regarded as one of the earliest true dilution cases. The well-known retailer sued a movie production company calling itself Tiffany, which also used diamonds and other gems as part of its advertising.[footnoteRef:43] After paying obeisance to the confusion rationale, the court continued: “The real injury in such cases of noncompetitive products ‘is the gradual whittling away or dispersion of the identity and hold upon the public mind of the mark or name by its use on non-competing goods.’”[footnoteRef:44] The court obviously was concerned that the defendant had intended to trade on the goodwill of the Tiffany mark.[footnoteRef:45] A few years later, Schechter’s article, discussed in Section II.A, above, again was cited with approval (as along with Judge Hand’s opinion in Robertson) by a New York state court in a suit by the owner of the Philco mark (used on radios and accessories) against a maker of razor blades.[footnoteRef:46] In Philadelphia Storage Battery Co. v. Mindlin, the court stated that there may be exceptions to infringement (or dilution) with a mark that is “so nondescript as to render its selling power improbable,” where fair use is made by the defendant, or where the defendant has in good faith built up recognition of its own.[footnoteRef:47] [42: 264 N.Y.S. 459 (N.Y. Sup. Ct.), aff’d, 260 N.Y.S. 821 (N.Y. App. Div. 1st Dept. 1932), aff’d, 262 N.Y. 482, 188 N.E. 30 (1933).]  [43: Id. at 461. This created an inference of bad-faith use. Id. at 463.]  [44: Id. at 462 (quoting Frank I. Schechter, The Rational Basis of Trademark Protection, 40 HARV. L. REV. 813, 825 (1927)). The court quoted further from Schechter’s article in this and other parts of its opinion. Id. at 462–63.]  [45: Id. at 463. The breadth of the decision was criticized in a dissent in the Appellate Division, 260 N.Y.S. at 822. However, both a majority in the Appellate Division and the Court of Appeals affirmed without opinion.]  [46: Philadelphia Storage Battery Co. v. Mindlin, 296 N.Y.S. 176, 179–80 (N.Y. Sup. Ct. 1937).]  [47: Id. at 181.] 

Another prestatutory case is Bulova Watch Co. v. Stolzberg,[footnoteRef:48] decided by the U.S. District Court for the District of Massachusetts just months before Massachusetts enacted the country’s first dilution statute. In this suit, brought by the maker of Bulova watches against a shoe manufacturer, the court opined that in dealing with an unfair competition claim, [48: 69 F. Supp. 543 (D. Mass. 1947).] 

it is the “unfairness” of the defendant’s conduct rather than the existence of “competition” between plaintiff and defendant which forms the basis for the intervention of a court of equity. The trade-mark not only serves to designate the source of the owner’s products, but also stands as a symbol of his good will and hence it is an instrument for the creation and retention of custom.[footnoteRef:49] [49: Id. at 546 (citing Schechter, 40 HARV. L. REV. at 825). Judge Wyzanski’s opinion for the court also cited and quoted at length from Judge Hand’s opinion in Yale Electric Corp. v. Robertson, 26 F.2d 972 (2d Cir. 1928), discussed above. 69 F. Supp. at 547.] 

The court further noted that “[a] use [of the mark] by the defendant, even on non-competing goods, may result in injury to the plaintiff’s reputation and dilute the quality of the trade-mark.”[footnoteRef:50] [50: 69 F. Supp. at 547.] 

Still another early case involved a suit by a maker of “Kent” combs and brushes against a cigarette manufacturer that used the mark Kent on its cigarettes.[footnoteRef:51] Unlike several of the other cases, there was no finding of any intent to trade on the goodwill of a well-known mark.[footnoteRef:52] Indeed, it appears that although plaintiff had used its mark for 75 years (and much earlier in Great Britain), and its product was of high quality, its trademark was not particularly well known by most consumers.[footnoteRef:53] On these facts, the court found no likelihood of confusion.[footnoteRef:54] In addition to its infringement claim, the plaintiff expressly asserted a claim of tarnishment, based on the nature of the defendant’s product.[footnoteRef:55] However, the court rejected the notion that cigarettes would be viewed as so distasteful that the association would harm the plaintiff’s ability to sell its brushes.[footnoteRef:56] The court also stated that confusion was a necessary predicate to tarnishment.[footnoteRef:57] The plaintiff then put forth an express dilution claim.[footnoteRef:58] The court, however, found the cases in support of dilution to be limited to situations of “confusion, tarnishment, reasonable likelihood of expansion by plaintiff to include the junior product, diversion of trade or other direct injury,”[footnoteRef:59] none of which it found to exist in this case. On the other hand, the court did not reject the theory outright. [51: G.B. Kent & Sons, Ltd. v. P. Lorillard Co., 114 F. Supp. 621, 98 USPQ 404 (S.D.N.Y. 1953), aff’d, 210 F.2d 953, 101 USPQ 161 (1954).]  [52: Id. at 626.]  [53: Id. at 627, 628 (“This is not … a case of a trademark so widely and intensively advertised and nationally known as Ford, Tiffany, DuPont or Bulova.”).]  [54: Id. at 628–29 (rejecting confusion as to both the name and packaging designs).]  [55: Id. at 630.]  [56: Id. (calling it a “conjecture” that was “fanciful”). Perhaps Judge Weinstein would not have rejected that contention so easily in the twenty-first century, but the case was decided in 1953.]  [57: Id.]  [58: Id. at 630–31. The court cited the Robertson opinion as supportive of dilution.]  [59: Id. at 631.] 

Another early federal case rejected what appears to be an argument to create a federal common law of dilution out of unfair competition principles, expressing doubt about its ability to do so in the absence of some statutory direction.[footnoteRef:60] However, the court went on to discuss the merits of the dilution claim, and found that it would not have been successful because plaintiff’s mark was a weak one.[footnoteRef:61] [60: Champion Paper & Fibre Co. v. National Ass’n of Mut. Ins. Agents, 249 F.2d 525, 526 (D.C. Cir. 1957).
]  [61: Id. at 526–27.
] 

Although decided on confusion grounds, these cases served notice of some judicial readiness to expand the traditional boundaries of trademark and unfair competition protection, at least where the mark in question was very well known. By stressing the “unfairness” rather than the “competition,” the Bulova court indicated that the matter went beyond the usual concern for improper diversion of trade, and even beyond the usual concern for confusion.
1.II.C.	Early Support for Dilution: The First State Laws and Supportive Commentary
1.II.C.1.	The First State Dilution Law: Massachusetts
Frank Schechter argued in favor of a federal dilution law in testimony before Congress in 1932,[footnoteRef:62] and a bill was introduced that year embodying a kind of dilution protection.[footnoteRef:63] However, nothing came of these endeavors, and the Trademark Act of 1946 (the Lanham Act) was passed without any federal dilution provision.[footnoteRef:64] The next year, 1947, saw the first state dilution legislation, enacted by Massachusetts.[footnoteRef:65] The original bill in Massachusetts would have protected only a “coined or peculiar word,”[footnoteRef:66] and the accompanying memorandum noted that it would apply only to a “coined or peculiar word” or “unique symbol.”[footnoteRef:67] As enacted, however, the statute had no reference to “unique” or “coined” marks. It simply allowed injunctions against a “[l]ikelihood of …dilution of the distinctive quality of a mark …or a trade name” regardless of the “absence of competition between the parties or the absence of confusion… .”[footnoteRef:68] Early Massachusetts case law interpreting the statute took a cautious route. Owners of marks perceived as fairly common terms without substantial renown found courts unfavorably disposed to protection.[footnoteRef:69] [62: Hearings Before the House Comm. on Patents, 72nd Cong., 1st Sess. 8–17 (Feb. 8, 1932).]  [63: H.R. 11592, 72nd Cong. §2(d)(3) (Apr. 25, 1932). This bill, the so-called Perkins bill (it was introduced by Rep. Perkins), and Frank Schechter’s testimony are discussed in further detail in Chapter 6, II.A.2. The pertinent language of the Perkins bill is reproduced in Appendix A to Chapter 6.]  [64: See Walter J. Derenberg, The Problem of Trademark Dilution and the Antidilution Statutes, 44 CAL. L. REV. 439, 449–50 (1956).]  [65: Act of May 2, 1947, ch. 307, §7a, 1947 Mass. Acts 300 (codified as amended at MASS. GEN. LAWS ANN. ch. 110H §13 (West 2011)).]  [66: House Bill No. 656, discussed in Derenberg, 44 CAL. L. REV., at 452.]  [67: Derenberg, 44 CAL. L. REV., at 452.]  [68: MASS. GEN. LAWS ANN. ch. 110H §13 (West 2011).]  [69: See Derenberg, 44 CAL. L. REV., at 453–57 (discussing cases).] 

1.II.C.2.	The Next State Laws: Illinois, New York, and Georgia
After the enactment of the Massachusetts law, six years would pass before another state, Illinois, would pass a dilution law.[footnoteRef:70] The Illinois statute was followed in short order by one in New York,[footnoteRef:71] which was identical to the one in Massachusetts, and one in Georgia.[footnoteRef:72] The brief legislative history of the New York statute indicates that its purpose was to protect very well-known marks from uses on noncompeting products.[footnoteRef:73] [70: 1953 Ill. Laws 455, §1 (codified at 140 ILL. COMP. STAT. ANN. ¶22 (Smith-Hurd 1986)). The Illinois law has since been substantially amended. 765 ILL. COMP. STAT. ANN. §§1036/5, 1036/65 (West 2009) (effective Jan. 1, 1998). The original Illinois statute was essentially the same as the Massachusetts statute, except for the addition of language protecting a “label or form of advertising” from dilution, in addition to trademarks.]  [71: Act of April 18, 1955, ch. 453, §1 (codified at N.Y. GEN. BUS. LAW §360-l (McKinney Supp. 2012) (formerly §368-d)).]  [72: 1955 Ga. Laws 453 (codified at GA. CODE ANN. §10-1-451(b) (West 2003)). The Georgia and Illinois statutes were the same. See Derenberg, 44 CAL. L. REV. at 441 n.7.]  [73: In Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 42 N.Y.2d 538, 399 N.Y.S.2d 628, 369 N.E.2d 1162, 198 USPQ 418 (1977), the New York Court of Appeals, quoting the legislative history of the statute, stated that its purpose was to prevent “the whittling away of an established trade-mark’s selling power and value through its unauthorized use by others upon dissimilar products.” 369 N.E.2d at 1164 (quoting N.Y. LEGIS. ANN., 1954, at 49).] 

1.II.C.3.	Early Supportive Commentary
One early, and consistent, proponent of dilution protection was Rudolf Callmann.[footnoteRef:74] In an early article, he noted that courts in a number of cases had, at least formally, relied on finding confusion in cases of dissimilar goods.[footnoteRef:75] But he expressed skepticism that confusion was the actual basis of those decisions, believing that they actually were based on dilution.[footnoteRef:76] He supported the expansion of unfair competition beyond the technical “competition” and toward an emphasis on “unfairness” as a basis for relief.[footnoteRef:77] Ultimately, he supported recognition of trademarks as a form of property, with the corresponding right to exclude others from their unauthorized use by those second users.[footnoteRef:78] He asserted that injury results from “[u]nknown simultaneous use” of a mark even where it is “without any visible effect upon the use by the original user.”[footnoteRef:79] He cited the loss of a trademark’s “catch-word potential” as a meaningful injury that should be protected against.[footnoteRef:80] [74: Rudolf Callmann, Unfair Competition without Competition? 95 U. PA. L. REV. 443 (1947) [hereinafter Callmann, Unfair Competition]; see 4 R. CALLMANN, UNFAIR COMPETITION, TRADEMARKS AND MONOPOLIES §22.13 (4th ed. 1984 & Supp.).]  [75: Callmann, Unfair Competition, 95 U. PA. L. REV. at 446–47.]  [76: Id. at 447–48.]  [77: Id. at 452, 454.]  [78: Id. at 465.]  [79: Id. at 461.]  [80: Id. at 462.] 

Although not quite as strong a supporter as Callmann, another commentator favorably disposed to dilution was Beverly Pattishall.[footnoteRef:81] In an early article, Pattishall concluded that the first dilution statutes served “a worthwhile purpose.”[footnoteRef:82] In part, he based this conclusion on the need to protect well-known marks from the legal effects of third-party uses.[footnoteRef:83] That is, if such other uses were allowed, a strong mark might eventually be limited in the extent to which confusion would be found.[footnoteRef:84] However, Pattishall disagreed with Callmann about treating trademarks as property.[footnoteRef:85] He viewed the property rights theory as incompatible with the fundamentals of American trademark law.[footnoteRef:86] Rather, he argued, the commercial value of a mark resulting from its use deserves to be protected.[footnoteRef:87] This concept, he asserted, would properly limit the doctrine to the most deserving of marks.[footnoteRef:88] [81: E.g., Beverly M. Pattishall, The Case for Anti-Dilution Trademark Statutes, 43 TRADEMARK REP. 887 (1953) [hereinafter Pattishall, Case for Statutes]; Beverly W. Pattishall, The Dilution Rationale for Trademark—Trade Identity Protection, Its Progress and Prospects, 71 NW. U. L. REV. 618 (1976) [hereinafter Pattishall, Dilution Rationale].]  [82: Pattishall, Case for Statutes, 43 TRADEMARK REP. at 893.]  [83: See id. at 892–93.]  [84: Id.]  [85: See Pattishall, Dilution Rationale, 71 NW. U. L. REV. at 631, 633.]  [86: Id. at 633.]  [87: Id.]  [88: Id.] 

A third early supporter was Professor Walter Derenberg.[footnoteRef:89] Derenberg advocated the use of state laws (and passage of a federal law) to prevent dilution. He even suggested that state statutes could be used to enjoin certain “collateral uses” of a mark—such as on “used goods,”[footnoteRef:90] or on repackaged goods[footnoteRef:91] where the goods are not as packaged by the trademark owner.[footnoteRef:92] He also supported the use of dilution to preclude certain types of comparative advertising that used another’s mark.[footnoteRef:93] [89: Walter J. Derenberg, The Problem of Trademark Dilution and the Antidilution Statutes, 44 CAL. L. REV. 439, 449–50 (1956).]  [90: See, e.g., Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 129–30, 73 USPQ 133 (1947) (allowing use of Champion trademark on reconditioned spark plugs if labeled as reconditioned).]  [91: See, e.g., Prestonettes v. Coty, 264 U.S. 359, 368 (1924) (rebottled perfume permitted to use trademark).]  [92: Derenberg, 44 CAL. L. REV. at 479–80.]  [93: Id. at 480. This idea, however, seems to have been forestalled by decisions such as Smith v. Chanel, Inc., 402 F.2d 562, 563, 159 USPQ 388 (9th Cir. 1968), permitting truthful comparative advertising under the Lanham Act. Decisions such as Smith lead one to believe that use of state dilution laws in such instances would be preempted. See also Lanham Act §43(c)(3)(A)(i), 15 U.S.C. §1125(c)(3)(A)(i) (exempting “fair use” of a famous mark in comparative advertising from a federal dilution claim); MODEL STATE TRADEMARK BILL §13(d)(1)(A) (INTA 2007) (exempting comparative advertising from state dilution claim); MODEL STATE TRADEMARK BILL §13 (INTA 1996) (same). Several states have included this exemption in their dilution statutes. E.g., ARIZ. REV. STAT. §44-1448.01 (West 2003); ARK. CODE ANN. §4-71-213 (West 2004); CAL. BUS. & PROF. CODE §14247(b)(1)(A) (West 2008); 765 ILL. COMP. STAT. ANN. §1036/65 (West 2009); KAN. STAT. ANN. §81-214 (Supp. 2009); MINN. STAT. ANN. §333.285 (West 2004); NEB. REV. STAT. §87-140 (LexisNexis 2003); 54 PA. CONS. STAT. ANN. §1124 (West Supp. 2012); TENN. CODE ANN. §47-25-513 (LexisNexis 2001);TEX. BUS. & COM. CODE §16.103(d)(1)(A) (2011). See discussion of the Model State Trademark Bill in §II.D, below.] 

Not all early commentators were supportive, of course. A prominent critic was George Middleton.[footnoteRef:94] He argued that dilution prevention was antithetical to the usual idea that the mark is associated with “trade” and is not a separate entity in and of itself.[footnoteRef:95] He also asserted that dilution laws are, in effect, equivalent to an unauthorized copyright in a mark.[footnoteRef:96] Instead of dilution, he advocated judicious (and judicial) adaptation of the existing confusion doctrine to extend protection beyond the then-narrow confines of the law.[footnoteRef:97] [94: George N. Middleton, Some Reflections on Dilution, 42 TRADEMARK REP. 175 (1952).]  [95: Id. at 177.]  [96: Id. at 179–80.]  [97: Id. at 187.] 

Despite the efforts of Schechter and Callmann, it was 20 years after the publication of Schechter’s article before any state law embodied the dilution idea, and a half-century before it began to be accepted by courts.
1.II.D.	The Model State Trademark Bill
1.II.D.1.	The 1964 Model Bill
In 1949, the United States Trademark Association (USTA, now the International Trademark Association or INTA) put forth a Model State Trademark Bill.[footnoteRef:98] Somewhat like that of the Lanham Act itself, the purpose of the Model Bill was to provide a model that would promote uniformity and greater certainty concerning trademark rights under state laws. The need for uniformity was made evident by the passage of the Lanham Act in 1946, which created a uniform federal overlay on trademark law. The 1949 version of the Model Bill had no dilution provision. That was remedied in 1964, with the addition of a dilution provision identical to the Massachusetts statute.[footnoteRef:99] Like the then-existing state statutes, therefore, the 1964 Model Bill was broadly worded. It did not define the term “dilution,” nor did it make clear what is necessary for a mark to have the “distinctive quality” that is the prerequisite for dilution.[footnoteRef:100] [98: MODEL STATE TRADEMARK BILL (1964) [hereinafter 1964 MODEL BILL], reprinted in J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §22.8 (4th ed. 1998 & Supp.); see Andrew L. Goldstein, Bringing the Model State Trademark Bill into the ’90s and Beyond, 83 TRADEMARK REP. 226, 226 (1993); see also Derenberg,  44 CAL. L. REV. at 439–40. Derenberg calls the Model Bill the “Model Act.”]  [99: Goldstein, 83 TRADEMARK REP. at 236. 
]  [100: The 1964 Model Bill followed the pattern of existing state laws by including “injury to business reputation” as proscribed conduct, in addition to dilution.] 

1.II.D.2.	The 1992 Model Bill
The story of the 1992 amendments to the dilution provisions of the Model Bill actually begins in 1987. In that year, the USTA issued a report urging major revisions to the Lanham Act.[footnoteRef:101] Among the recommendations of the USTA Review Commission was the passage of a federal dilution statute.[footnoteRef:102] The federal dilution proposal was limited to protecting “famous” marks that were federally registered, and contained a definition of dilution. Although most of the USTA’s major proposals were enacted into law by the Trademark Law Revision Act of 1988,[footnoteRef:103] the dilution provision was not included.[footnoteRef:104] The 1987 proposals set in motion a review of the USTA’s Model Bill, culminating in the 1992 promulgation of a new version of the model statute with numerous changes, including a new proposed state dilution provision.[footnoteRef:105] The changes were intended to bring many state trademark practices in line with the revisions to federal law.[footnoteRef:106] With regard to dilution, the drafters proposed a provision essentially identical to the federal dilution statute proposed by the USTA in 1987 that had ultimately failed in the House in 1988.[footnoteRef:107] Thus, the new provision protected only “famous” marks, provided factors with which to measure fame, included a definition of dilution, and permitted an award of damages for certain “willful” acts of dilution.[footnoteRef:108] [101: The United States Trademark Association Review Commission Report and Recommendations to USTA President and Board Of Directors, 77 TRADEMARK REP. 375 (1987) [hereinafter USTA Report].]  [102: Id. at 453–62.]  [103: Pub. L. No. 100-667, 102 Stat. 3935 (1988).]  [104: See Chapter 6, §II.B, for a discussion of this history.]  [105: See Goldstein, 83 TRADEMARK REP. at 226. The changes are shown in Appendix A to the Goldstein article.]  [106: Id.]  [107: See id. at 236.]  [108: Id. at 237.] 

However, there are a few deviations between the 1992 Model Bill and the proposed federal bill. First, the 1992 Model Bill protected marks deemed “famous in this state.” As a result, marks less well known than those protected under the federal bill are protected under this version of the bill.[footnoteRef:109] Second, the federal bill (as well as the later-enacted federal statute) required marks to be “distinctive and famous.”[footnoteRef:110] The Model Bill only required marks to be “famous.”[footnoteRef:111] Cases interpreting the eventual federal statute were divided on the significance of the added term “distinctive.”[footnoteRef:112] Third, the Model Bill limited the geographic scope of injunctive relief to the state’s borders.[footnoteRef:113] The drafters apparently believed that because only about half the states then had dilution statutes, it was best to limit the geographic scope of injunctive relief.[footnoteRef:114] [109: The USTA proposal assumed that under federal law, marks must be famous in a “substantial portion” of the country. USTA Report, 77 TRADEMARK REP. at 459. It is unclear whether the USTA intended that the Model Bill protect only marks that are famous in a substantial portion of the state.]  [110: See 15 U.S.C. §1125(c)(1).]  [111: See Goldstein, 83 TRADEMARK REP at 237 (listing the provisions of the Model Bill).]  [112: Compare Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 215–16, 51 USPQ2d 1882 (2d Cir. 1999) (distinctiveness is a separate element of a dilution claim), and V Secret Catalogue, Inc. v. Moseley, 259 F.3d 464, 469–70, 59 USPQ2d 1650 (6th Cir. 2001), rev’d on other grounds, 537 U.S. 418, 65 USPQ2d 1801 (2003), with Times Mirror Magazines, Inc. v. Las Vegas Sports News, LLC, 212 F.3d 157, 167, 54 USPQ2d 1577 (3d Cir. 2000) (distinctiveness not a separate element), cert. denied, 531 U.S. 1071 (2001).]  [113: Goldstein, 83 TRADEMARK REP at 237. The provision states: “The owner of a famous mark shall be entitled only to injunctive relief in this state … .” MODEL STATE TRADEMARK BILL §13 (1992) (emphasis added) [hereinafter 1992 MODEL BILL].]  [114: Id. at 237–38. On the issue of geographic scope of injunctive relief, see generally David S. Welkowitz, Preemption, Extraterritoriality, and the Problem of State Antidilution Laws, 67 TULANE L. REV. 1 (1992).] 

The 1992 Model Bill also added a provision stating that the intent of the law was to harmonize with federal law where possible. Toward that end, federal precedent interpreting similar federal provisions would be considered persuasive authority under state law.[footnoteRef:115] Because there was no federal dilution law at that time, the provision had little immediate effect in the dilution context. However, with the enactment of the Federal Trademark Dilution Act (FTDA)[footnoteRef:116] in 1995 and the Trademark Dilution Revision Act (TDRA)[footnoteRef:117] in 2006, the intent provision took on added importance.[footnoteRef:118] [115: 1992 MODEL BILL §19; see Goldstein, 83 TRADEMARK REP at 234. This provision applied to the entire Model Bill, not just the dilution section. Apparently, there were some objections made by state administrators to this requirement because they believed it would make their examination process overly burdensome. Id. However, courts should not find this requirement to be particularly problematic.]  [116: Pub. L. No. 104-98 §3(a), 109 Stat. 985. See §III.C, below.]  [117: Pub. L. No. 109-312, 120 Stat. 1730 (codified at 15 U.S.C. §1125(c)). See §III.C, below.
]  [118: Not all states with dilution statutes based on the 1992 Model Bill have enacted this intent provision.
] 

1.II.D.3.	The 1996 Amendments to the Model Bill
In 1996, following the signing of the FTDA into law, the Model Bill again was amended.[footnoteRef:119] With regard to the dilution provision (Section 13), the changes largely were made to conform the Model Bill more closely to the language of the FTDA. The amendments added the requirement that the protected mark be “distinctive and famous,” not just famous. A new factor in determining fame was added: the existence of a state or federal registration. Finally, three express exclusions were created: fair use in comparative advertising, noncommercial use, and news reporting and news commentary.[footnoteRef:120] The 1996 amendments also added a requirement in the first part of the proposed dilution provision, namely that protection extends only to another’s “commercial use” of the famous mark. Previously, the Model Bill protected against any “use” of the famous mark. [119: MODEL STATE TRADEMARK BILL (1996) [hereinafter 1996 MODEL BILL], reprinted in 1 GILSON ON TRADEMARKS, app. 1-A (2008).]  [120: The same defenses were part of the original FTDA. Lanham Act §43(c)(4), 15 U.S.C. §1125(c)(4), superseded by 15 U.S.C. §1125(c)(3).] 

1.II.D.4.	The 2007 Revisions of the Model Bill 
In 2007, the dilution provisions of the Model Bill were amended again to reflect the changes in the federal dilution statute contained in the Trademark Dilution Revision Act of 2006.[footnoteRef:121] Among other things, the revisions track the terminology of the TDRA, referring to and separately defining “dilution by blurring” and “dilution by tarnishment.”[footnoteRef:122] The 2007 Model Bill also incorporates the TDRA’s definition of “famous” as “widely recognized by the general consuming public of [the] State or a geographic area in [the] State” and incorporating factors for determining fame like those in the TDRA.[footnoteRef:123] The Model Bill does not, however, incorporate the six suggested factors for determining blurring contained in the TDRA.[footnoteRef:124] Finally, the revised version incorporates the new version of the “fair use” exclusion from liability contained in the TDRA.[footnoteRef:125] [121: Pub. L. No. 109-312, 120 Stat. 1730 (codified at 15 U.S.C. §1125(c)). An overview of the Trademark Dilution Revision Act is contained in §III.C, below, and Chapter 6, §III.]  [122: MODEL STATE TRADEMARK BILL §1(k) (2007) [hereinafter 2007 MODEL BILL], available at http://www.inta.org/Advocacy/Pages/ModelLawsandGuidelines.aspx. The terms are defined in §1(l) and (m).]  [123: 2007 MODEL BILL §13(b). The Model Bill definition makes it possible for a mark to be considered famous in a subregion of the state, thus making it somewhat more protective than the TDRA. On the other hand, the new provisions limit the scope of injunctive relief to the geographic area in which the mark is determined to be famous—and in no case beyond the state’s borders. Id. §13(c).]  [124: The accompanying commentary states that this exclusion reflects the belief of the INTA that the factors were “too lengthy and cumbersome.” Furthermore, the commentary refers to the fact, discussed elsewhere in this text, that state laws tend to include a provision directing their courts to use Lanham Act decisions as guiding (not binding) precedent. Guide to Understanding the Model State Trademark Bill (Overview of 2007 Amendments), available at http://www.inta.org/Advocacy/Pages/ModelLawsandGuidelines.aspx.]  [125: 2007 MODEL BILL §13(d). This language is discussed in Chapter 10, §II.] 

1.III. Sources of Trademark Dilution Law
1.III.A.	State Dilution Statutes
1.III.A.1.	An Overview of State Dilution Statutes
The primary source of state dilution law, and until 1996 the primary source of all dilution law, is state statutes. The federal trademark statute, the Lanham Act, contained no dilution provision when it was passed in 1946.[footnoteRef:126] The first state statute was enacted by Massachusetts in 1947.[footnoteRef:127] Next came Illinois, in 1953,[footnoteRef:128] followed by New York in 1955.[footnoteRef:129] In 1964, the United States Trademark Association (now the International Trademark Association added a dilution section to its Model State Trademark Bill. That section provided: [126: See Chapter 6, §II.A.]  [127: Act of May 2, 1947, ch. 307, §7a, 1947 Mass. Acts 300 (codified as amended at MASS. GEN. LAWS ANN. ch. 110H §13 (West 2011)). The history of the statute is discussed in Walter J. Derenberg, The Problem of Trademark Dilution and the Antidilution Statutes, 44 CAL. L. REV. 439, 452–53 (1956). See also §II.C.1, above.]  [128: 1953 Ill. Laws 455, §1 (codified at 140 ILL. COMP. STAT. ANN. ¶22 (Smith-Hurd 1986)). The Illinois statute has since been replaced with a newer version. 765 ILL. COMP. STAT. ANN. §§1036/5, 1036/65 (West 2009). See §II.C.2, above.]  [129: Act of April 18, 1955, ch. 453, §1 (codified at N.Y. GEN. BUS. LAW §368-d (McKinney 1996)). The statute was later repealed and then recodified at N.Y. GEN. BUS. LAW §360-l (McKinney Supp. 2012), though its substance was not changed. See §II.C.2, above. In 1963, Connecticut enacted a dilution statute. 1963 P.A. 51 §9 (codified at CONN. GEN. STAT. ANN. §35-11i(c) (West 2005)).] 

Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark registered under this Act, or a mark valid at common law, or a trade name valid at common law, shall be a ground for injunctive relief notwithstanding the absence of competition between the parties or the absence of confusion as to the source of goods or services.[footnoteRef:130] [130: MODEL STATE TRADEMARK BILL §12 (1964), reprinted in 3 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §22:8 (4th ed. 1998 & Supp.).] 

The Massachusetts, Illinois, Georgia, and New York statutes (all of which predated the addition of dilution to the Model Bill) were substantially identical to this provision. By 1990, 24 states had adopted dilution statutes, all but one of which were essentially the same as the 1964 Model Bill provision.[footnoteRef:131] [131: These statutes included: ALA. CODE §8-12-17 (Michie 1993); ARK. STAT. ANN. §4-71-113 (Michie 1996); CAL. BUS. & PROF. CODE §14330 (West 1987); CONN. GEN. STAT. ANN. §35-11i(c) (West 1987); DEL. CODE. ANN., §3313 (Michie 1999); FLA. STAT. ANN. §495.151 (West 1997 & Supp. 2002); GA. CODE. ANN. §10-1-451(b) (Harrison 1998); IDAHO CODE §48-512 (West 1997); 140 ILL. COMP. STAT. ANN. ¶22 (Smith-Hurd 1986); IOWA CODE ANN. §548.11(2) (West 1987); LA. REV. STAT. ANN. §51:223.1 (West 1987); ME. REV. STAT. ANN. tit. 10, §1530 (West 1997); MASS. GEN. LAWS ANN. ch. 110B, §12 (West 1999); MO. ANN. STAT. §417.061 (West 2001); MONT. CODE ANN. §30-13-334 (2001); NEB. REV. STAT. §87-122 (Lexis 2000); N.H. REV. STAT. ANN. §350-A:12 (Equity 1984); N.M. STAT. ANN. §57-3-10 (Michie 1995); N.Y. GEN. BUS. LAW §368-d (McKinney 1996); OR. REV. STAT. ANN. §647.101 (Butterworth 1987); 54 PA. CONS. STAT. ANN. §1124 (West 1996); R.I. GEN. LAWS §6-2-12 (Michie 1992); TENN. CODE ANN. §47-25-512 (Lexis/Nexis); WASH. REV. CODE ANN. §19.77.160 (West 1999). (The New York and Massachusetts statutes have since been recodified, but without any substantive change. N.Y. GEN. BUS. LAW §360-l (McKinney Supp. 2012); MASS. GEN. LAWS ANN. ch. 110H, §13 (West 2011).) The lone different statute was that of Washington, which was patterned after the USTA’s proposed federal dilution statute.] 

In 1987, the USTA proposed a federal dilution statute that was substantially more detailed than the 1964 Model Bill. Although bills incorporating the proposal were introduced in Congress,[footnoteRef:132] and a version even passed the Senate,[footnoteRef:133] the proposal was not enacted. However, the proposal became the basis for a revised version of the Model State Trademark Bill, which was promulgated in 1992.[footnoteRef:134] Shortly thereafter, states began enacting dilution statutes based on the new Model Bill.[footnoteRef:135] The pace of new state enactments quickened after the passage of the Federal Trademark Dilution Act (FTDA) in 1995. [132: 133 CONG. REC. S16546 (Nov. 19, 1987) (introduction of S. 1883); 134 CONG. REC. E665 (Mar. 15, 1988) (introduction of H.R. 4156).]  [133: See S. REP. NO. 100-515 at 8, 100th Cong., 2d Sess., 1988 U.S.C.C.A.N. 5577, 5584 (Sept. 15, 1988) (noting Senate passage of S. 1883).]  [134: Andrew L. Goldstein, Bringing the Model State Trademark Bill into the ’90s and Beyond, 83 TRADEMARK REP. 226, 236 (1993). The Model Bill was revised again in 1996, and another time in 2007. See §§II.D.3, 4, above.]  [135: E.g., CONN. GEN. STAT. ANN. §§35-11a(11), 35-11i(c) (West 2005) (effective 1993); IOWA CODE ANN. §§548.101, 548.113 (West 1997) (effective 1994); S.C. CODE ANN. §§39-15-1105(2), 39-15-1165 (West Supp. 2009) (effective Oct. 13, 1994); N.J. STAT. ANN. §§56:3-13.1a, 56:3-13.20 (West 2001) (effective 1996).] 

Thirty-eight states, plus Puerto Rico, now have dilution statutes.[footnoteRef:136] Twenty-nine of those states have dilution statutes patterned after the 1992, 1996, or 2007 provisions.[footnoteRef:137] Fifteen of those are states that previously had statutes substantially the same as the 1964 Model Bill.[footnoteRef:138] Although substantially the same, the newer statutes are not identical to each other. Some of the statutes incorporate the three exclusions listed in the 1996 Model Bill (and the FTDA) or the 2007 Model Bill (and the TDRA), but others apparently do not.[footnoteRef:139] These differences are discussed later in this text.[footnoteRef:140] The newer statutes are considerably more detailed than the older ones. And the newer statutes permit damages awards under some circumstances, whereas the older statutes provided only for injunctive relief. At least one statute expressly permits treble damages and punitive damages.[footnoteRef:141] [136: See §III.A.3, below, for a complete list of the state dilution statutes.]  [137: Alaska, Arizona, Arkansas, Connecticut, Florida, Hawaii, Idaho, Illinois, Indiana, Iowa, Kansas, Minnesota, Montana, Nebraska, Nevada, New Jersey, New Mexico, Pennsylvania, South Carolina, Tennessee, Utah, Washington, West Virginia, and Wyoming all have statutes patterned after either the 1992 or 1996 Model Bill. In 2007, California became the first state to conform to the 2007 Model Bill. Mississippi, which had a statute patterned after the 1992 Model Bill, conformed to the 2007 Model Bill in 2009. This was followed by Oregon, Alabama, and Texas, all following the basic pattern of the 2007 Model Bill. The Puerto Rico statute also follows the basic pattern of the 2007 Model Bill, but with some differences as well.]  [138: Alabama, Arkansas, California, Connecticut, Florida, Idaho, Illinois, Iowa, Montana, Nebraska, New Mexico, Oregon, Pennsylvania, Tennessee, and Texas.]  [139: Those states whose statutes do not incorporate the three exclusions include Connecticut, Idaho, Iowa, New Jersey, New Mexico, South Carolina, West Virginia, and Wyoming. The original Washington statute did not include the exemptions, but effective July 27, 2003, Washington’s statute was amended to incorporate the three exemptions. Mississippi’s former statute, patterned after the 1992 Model Bill, was amended to conform to the 2007 Model Bill, which includes the three exemptions contained in the TDRA, two of which are the same as the FTDA. (Oregon, Alabama, and Texas also have adopted the 2007 Model Bill, as has Puerto Rico.) Nevada’s statute clearly incorporates the “fair use in comparative advertising” exemption. NEV. REV. STAT. ANN. §600.43(4) (LexisNexis 2004). Its implementation of the other two exemptions is rather unusual. The statute requires a “commercial use” as an element of the claim. Id. §600.43(1). Another part of the statute provides that the phrase “commercial use … does not include use of a mark for research, criticism, news commentary, news reporting, teaching or any similar use that is not primarily for profit.” This may not entirely encompass the FTDA’s exemption, as interpreted by some courts. See Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 63 USPQ2d 1715 (9th Cir. 2002), cert. denied, 537 U.S. 1171 (2003) (a use may be “commercial” within the meaning of §43(c)(1) and still be exempted as a “noncommercial use” under [former] §43(c)(4)(B) [now §43(c)(3)(C)] of the Lanham Act).]  [140: The exclusions are discussed in Chapter 4, §II.]  [141: ALASKA STAT. §45.50.180(b) (Lexis 2000).] 

1.III.A.2.	State Dilution Statutes: The Different Models
As of 1964, when the first dilution provision was included in the Model State Trademark Bill, five states had enacted dilution statutes.[footnoteRef:142] All of those states had similar dilution statutes. There are now 38 states with dilution statutes (plus Puerto Rico), and there are numerous differences among them. These differences will be discussed in detail in succeeding chapters. However, state statutes can be grouped roughly into four categories, representing the different Model Bill provisions after which they are patterned: the 1964 version, the 1992 version, the 1996 version, or the 2007 version. However, it must be emphasized that even within each category, there are significant variations among the state laws. Thus, one must consult the relevant state statute to determine its exact scope of protection and terms. One must also be aware of specialized dilution statutes, which may supplement the regular state dilution statute.[footnoteRef:143] [142: MASS. GEN. LAWS ANN. ch. 110B, §12 (enacted 1947) (now codified at ch. 110H §13); 140 ILL. COMP. STAT. ANN. ¶22 (effective 1953); N.Y. GEN. BUS. LAW §368-d (enacted 1955) (now codified at §360-l); GA. CODE ANN. §10-1-451(b) (enacted 1955); CONN. GEN. STAT. ANN. §35-11i(c) (enacted 1963).]  [143: E.g., IDAHO CODE ANN. §49-402C(2)(d) (prohibiting any slogan on license plates “that infringes upon, dilutes or compromises, or could be perceived to infringe upon, dilute or compromise, the trademarks of the state of Idaho, including, but not limited to, ‘Idaho Potatoes,’ ‘Grown in Idaho,’ ‘Famous Idaho Potatoes,’ or ‘Famous Potatoes’”); N.Y. ALCO. BEV. CONT. LAW §55-c(2)(e)(ii) (McKinney 2013) (in a regulation of beer distributors and wholesalers, defining “good cause” to reach situations “in which the wholesaler acts or threatens to act to significantly impair, harm or dilute the reputation or competitive position of the brewer or otherwise irreparably injure the brewer, its brands or trademarks.”).
] 

From 1964 to 1992, when the first amendments to the Model Bill’s dilution provisions were made, another 20 states enacted dilution laws, bringing the total to 25.[footnoteRef:144] All but Washington’s were similar to the 1964 Model Bill.[footnoteRef:145] From 1992 through 1995, five states enacted new laws, all but one of which were similar to the 1992 Model Bill.[footnoteRef:146] From 1996 to the present, 24 states (plus Puerto Rico) have enacted laws modeled after the 1992, 1996, or 2007 Model Bill.[footnoteRef:147] Of the laws enacted since 1992, 15 were in states that replaced statutes similar to the 1964 Bill with a newer version.[footnoteRef:148] This brings the total of states with dilution laws to 38, of which 29 are of the newer varieties. One territory, Puerto Rico, has a dilution law, and it is based on the 2007 Model Bill. [144: Alabama, Arkansas, California, Connecticut, Delaware, Florida, Idaho, Iowa, Louisiana, Maine, Missouri, Montana, New Hampshire, New Mexico, Oregon, Pennsylvania, Rhode Island, Tennessee, Texas, and Washington.]  [145: Washington’s statute was modeled after the 1987 USTA proposed federal law.]  [146: Connecticut, Iowa, Minnesota, New Jersey, and South Carolina. The exception was Minnesota, whose 1994 statute more closely resembled the 1964 Model Bill, although it was not identical. See MINN. STAT. ANN. §325D.165 (West 1995). This statute was replaced in 1998. MINN. STAT. ANN. §333.285 (West 2011).]  [147: Alabama, Alaska, Arizona, Arkansas, California, Florida, Hawaii, Idaho, Illinois, Indiana, Kansas, Minnesota, Mississippi, Montana, Nebraska, Nevada, New Mexico, Oregon, Pennsylvania, Tennessee, Texas, Utah, West Virginia, and Wyoming. In addition, in 2003, Washington state amended its existing statute, which was based on the 1988 federal dilution bill, to conform to the 1996 Model Bill. The California statute was the first to incorporate the revisions reflected in the 2007 Model Bill. Mississippi amended its statute twice in that period, first to conform to the 1992 Model Bill and then, in 2009, to conform to the 2007 Model Bill. Oregon, Alabama, and Texas have since amended their 1964 Model Bill-based laws to conform to the 2007 Model Bill.]  [148: Those states are Alabama, Arkansas, California, Connecticut, Florida, Idaho, Illinois, Iowa, Montana, Nebraska, New Mexico, Oregon, Pennsylvania, Tennessee, and Texas. All but Connecticut and Iowa enacted their statutes after the FTDA was enacted. In 2003, Washington replaced its statute, which was based on the 1988 federal dilution bill, with one conforming to the 1996 Model Bill. Florida’s 2007 statute alters the 1996 Model Bill by allowing relief when the second use is “likely to cause dilution.” It does not, however, incorporate the revisions reflected in the 2007 Model Bill. California was the first state to incorporate the revisions reflected in the 2007 Model Bill. Since then, Mississippi, Oregon, Alabama, and Texas have also adopted the 2007 Model Bill, as has the territory of Puerto Rico.] 

1.III.A.3. State-by-State Comparison of Dilution Statutes
The following table summarizes the status of state dilution laws as of 2024:
Table 1-1. State-by-State Comparison of Dilution Statutes
	State/Territory
	Citation
	1964
Type
	1992
Type
	1996
Type
	2007
Type
	Effective
Date of Current Law

	Alabama
	ALA. CODE §§8-12-6(2)–(4), 8-12-17
	**
	
	
	X
	Jan. 1, 2011


	Alaska
	ALASKA STAT. §45.50.180(d), (e)
	
	X

	
	
	Jan. 1, 1997

	Arizona
	ARIZ. REV. STAT.
§§44-1441(A)(2),
44-1448.01
	
	
	X
	
	1998

	
Arkansas
	
ARK. CODE ANN.
§§4-71-201(3),
4-72-213
	
**
	
	
X
	
	
1997

	
California
	
CAL. BUS. & PROF.
CODE §§14202(k)–(m), 14247
	
**
	
	
	
X
	
Jan. 1, 2008

	
Connecticut
	
CONN. GEN. STAT. ANN. §§35-11a(11),
35-11i(c)
	
**
	
X
	
	
	
1993

	
Delaware
	
DEL. CODE ANN. tit. 6,  §3313
	
X
	
	
	
	
1976

	
Florida
	
FLA. STAT. ANN. §495.151
	
**
	
	
X
	
	
Jan. 1, 2007

	
Georgia
	
GA. CODE ANN.
§10-1-451(b)
	
X
	
	
	
	
1955

	
Hawaii
	
HAW. REV. STAT. ANN. §§482-1, 482-32
	
	
	
X
	
	
July 1, 2003


	Idaho
	IDAHO CODE ANN.
§§48-501(5), 48-513
	**
	X
	
	
	July 1, 1996


	Illinois
	765 ILL. COMP. STAT. ANN. §§1036/5, 1036/65
	**

	

	X

	

	Jan. 1, 1998


	
Indiana
	
IND. CODE ANN.
§§24-2-1-2(3),
24-2-1-13.5
	
	
	
X
	
	
July 1, 2006

	
Iowa
	
IOWA CODE ANN.
§§548.101, 548.113
	
**
	
X
	
	
	
1994

	
Kansas
	
KAN. STAT. ANN.
§§81-202, 81-214
	
	
	
X
	
	
July 1, 1999

	
Louisiana
	
LA. REV. STAT. ANN.
§51:223.1
	
X
	
	
	
	
1984

	
Maine
	
Me. Rev. Stat. Ann.
tit. 10, §1530
	X
	
	
	
	Jan. 1, 1980

	
Massachusetts
	
MASS. GEN. LAWS
ANN. ch. 110H, §13
	
X
	
	
	
	
1947

	
Minnesota
	
MINN. STAT. ANN.
§§333.18, 333.285
	
†
	
	
X
	
	
1998

	
Mississippi
	
MISS. CODE ANN.
§§75-25-1(k)–(m),
75-25-25
	
	
††
	
	
X
	
July 1, 2009 

	
Missouri
	
MO. REV. STAT.
§417.061
	
X
	
	
	
	
1973

	
Montana
	
MONT. CODE ANN.
§§30-13-301(3),
30-13-334
	
**
	
	
X
	
	
July 1, 2003

	
Nebraska
	
NEB. REV. STAT. ANN.
§§87-128(3), 87-140
	
   **
	
	
X
	
	
July 13, 2000

	
Nevada
	
NEV. REV. STAT. ANN.
§600.435
	
	
	
X

	
	
Oct. 1, 2001

	New Hampshire
	N.H. REV. STAT. ANN.
§350-A:12
	X
	
	
	
	Sept. 1, 1969


	New Jersey
	N.J. STAT. ANN.
§§56:3-13-1a,
56:3-13.20
	
	X
	
	
	Jan. 5, 1996

	
New Mexico
	
N.M. STAT. ANN.
§§57-3B-3, 57-3B-15
	
**
	
X
	
	
	
1997

	
New York
	
N.Y. GEN. BUS. LAW
§360-l (formerly
§368-d)
	
X
	
	
	
	
1955 (repealed and recodified eff. Jan. 1, 1997)

	
Oregon
	
OR. REV. STAT. §§647.005(2), 647.107
	
**
	
	
	
X
	
Jan. 1, 2010

	
Pennsylvania
	
54 PA. CONS. STAT.
ANN. §§1102, 1124
	
**
	
	
X
	
	
Aug. 1998

	
Puerto Rico
	
P.R. LAWS ANN. tit. 10,  §§223(a)−(c), 223y
	
	
	
	   
     X
	
Dec. 16, 2009

	
Rhode Island
	
R.I. GEN. LAWS
§6-2-12
	
X
	
	
	
	
1975

	
South Carolina
	
S.C. CODE ANN.
§§39-15-1105(2),
39-15-1165
	
	
X
	
	
	
Oct. 13, 1994

	
Tennessee
	
TENN. CODE ANN.
§§47-25-501(3),
47-25-513
	
**
	
	
X
	
	
June 4, 2000

	
Texas
	
TEX. BUS. & COM.
CODE ANN. §§16.001(2)−(4), 16.103
	
**
	
	
	   
     X
	
Sept. 1, 2012

	
Utah
	
UTAH CODE ANN.
§§70-3a-103(1)(c),
70-3a-403
	
	
	
X
	
	
May 6, 2002

	
Washington
	
WASH. REV. CODE ANN. §§19.77.010,
19.77.160
	

	
     ‡
	
X
	
	
July 23, 2003

	
West Virginia
	
W. VA. CODE §§47-2-1, 47-2-13
	
	
     X
	
	
	
1996

	
Wyoming
	
WYO. STAT. ANN.
§§40-1-101(j),
40-1-115
	

	
X

	

	

	
1997




1992 Type: Statutes patterned after the 1992 Model State Trademark Bill.
1996 Type: Statutes patterned after the 1996 Model State Trademark Bill.
2007 Type: Statutes patterned after the 2007 Model State Trademark Bill.
Effective Date: The effective date of the current statute.
**These states formerly had “1964 Type” statutes.
††These states formerly had either “1992 Type” or “1996 Type” statutes.
†In 1994, Minnesota enacted a statute similar to the 1964 Model Bill, but with more detail, including a definition of dilution. That statute was replaced in 1998.
‡Washington’s original statute was actually patterned after the 1988 federal dilution bill, which was not enacted. It was most like the 1992 Model Bill. This statute was amended in 2003 to conform to the 1996 Model Bill.
1.III.B.	Common-Law Dilution Claims
In a few very early cases, the courts appeared to recognize dilution as a form of trademark protection at common law.[footnoteRef:149] However, those courts also used the language of traditional infringement by confusion to justify their opinions. Since that time, only rarely have courts recognized dilution by common law. The most prominent such case is from Ohio, where a federal court of appeals held that Ohio law provided dilution protection.[footnoteRef:150] This ruling was followed in subsequent cases.[footnoteRef:151] A New Jersey appellate court also indicated a willingness to recognize a common-law dilution claim, although that state now has a statute.[footnoteRef:152] A federal court in the Virgin Islands apparently assumed that the Virgin Islands would permit a common-law dilution claim, although it denied the claim on the merits on the erroneous assumption that the Restatement (Third) of Unfair Competition requires likelihood of confusion for dilution.[footnoteRef:153] In another case, a plaintiff asserted a claim for dilution under North Dakota law, without specifying the source; North Dakota has no dilution statute and the court was not asked at that point to rule on the claim as such.[footnoteRef:154] Similarly, a federal court in the District of Columbia appears to have assumed without actually deciding that a common-law dilution claim can be asserted under D.C. law.[footnoteRef:155] The district does not have a dilution statute. It has been asserted that Michigan recognizes dilution under common law,[footnoteRef:156] but several courts applying Michigan law have held to the contrary.[footnoteRef:157] A Virginia federal court denied the existence of a common-law dilution claim in that state.[footnoteRef:158] Given the prevalence of statutory protection and the existence of a federal dilution statute, there is little reason for state courts (or federal courts interpreting state law) to create common-law dilution claims.[footnoteRef:159] The task of creating such rights is best left to the discretion of state legislators. [149: E.g., Tiffany & Co. v. Tiffany Prods., Inc., 147 Misc. 679, 681–82, 264 N.Y.S. 459, 461–62 (N.Y. Sup. Ct.), aff’d, 237 A.D. 801, 260 N.Y.S. 821 (N.Y. App. Div. 1932), aff’d, 262 N.Y. 482, 188 N.E. 30 (1933) (using “whittling away” language); Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 54–55, 296 N.Y.S. 176, 179 (N.Y. App. Div. 1937) (citing Frank I. Schechter, The Rational Basis of Trademark Protection, 40 HARV. L. REV. 813 (1927)).]  [150: Ameritech, Inc. v. American Info. Techs. Corp., 811 F.2d 960, 965, 1 USPQ2d 1861 (6th Cir. 1987). But see Worthington Foods, Inc. v. Kellogg Co., 732 F. Supp. 1417, 1457 & n.94, 14 USPQ2d 1577 (S.D. Ohio 1990) (expressing doubt that Ohio common law recognizes dilution).]  [151: E.g., Jet, Inc. v. Sewage Aeration Sys., 165 F.3d 419, 424, 49 USPQ2d 1355 (6th Cir. 1999); see United States Playing Card Co. v. Bicycle Club, 695 N.E.2d 1197 (Ohio Ct. App. 1997) (discussing a laches defense to a common-law dilution claim).]  [152: Chanel, Inc. v. Casa Flora Co., 241 A.2d 24, 27, 159 USPQ 189 (N.J. Super Ct. App. Div. 1968) (“We do not doubt that dilution of a trade-mark may be enjoined.”).]  [153: Board of Dirs. of Sapphire Bay Condos. W. v. Simpson, 2014 U.S. Dist. LEXIS 112570, at *35, 2014 BL 225521 (D.V.I. Aug. 13, 2014). Section 25 of the Restatement clearly states that dilution applies “without proof of a likelihood of confusion.” Moreover, the Restatement also clearly states that dilution liability exists “only under an applicable antidilution statute.” RESTATEMENT (THIRD) UNFAIR COMPETITION §25(1) (1995).
]  [154: Schlumberger Tech. Corp. v. Coil Tubing Sols., LLC, 103 F. Supp. 3d 846, 850 (S.D. Tex. 2015). A Florida plaintiff, apparently ignoring the state’s statute (or perhaps trying to avoid showing that its mark was famous) asserted a common-law dilution claim, but the court did not address it. Millenia Prop. Owners Ass’n v. Heartwood 21, LLC, 2013 WL 12167534, at *1 (M.D. Fla. Oct. 16, 2013).
]  [155: Jericho Baptist Church Ministries, Inc. (D.C.) v. Jericho Baptist Church Ministries, Inc. (Md.), 223 F. Supp. 3d 1, 12–13 (D.D.C. 2016) (discussing the applicable statute of limitations for trademark claims). The case the court relied on, however, appears to have mentioned dilution only in relation to irreparable harm, not a cause of action. See Malarkey-Taylor Assocs. v. Cellular Telecomms. Indus. Ass’n, 929 F. Supp. 473, 478 (D.D.C. 1996).
]  [156: Hearings on H.R. 1295 and H.R. 1270 Before the Subcomm. on Courts and Intellectual Property of the Comm. on the Judiciary, 104th Cong., 1st Sess. (July 19, 1995) (statement of Mary Ann Alford, International Trademark Association); see Consolidated Cosmetics v. Neilson Chem. Co., 109 F. Supp. 300, 310, 96 USPQ 320 (E.D. Mich. 1952).]  [157: Bowling Proprietors’ Ass’n of Am. v. Greater Mich. Bowling Proprietors’ Ass’n, 2008 U.S. Dist. LEXIS 90972, at *11 (E.D. Mich. Nov. 3, 2008) (Michigan common law does not recognize a claim for dilution); Herman Miller, Inc. v. A. Studio S.R.L., 79 USPQ2d 1905, 1913–14 (W.D. Mich. 2006) (Michigan common law does not recognize a claim for dilution); Sports Auth., Inc. v. Abercrombie & Fitch, Inc., 965 F. Supp. 925, 932 n.3, 42 USPQ2d 1662 (E.D. Mich. 1997); Aero-Motive Co. v. U.S. Aeromotive, Inc., 922 F. Supp. 29, 47 (W.D. Mich. 1996).]  [158: Black & Decker (U.S.), Inc. v. Pro-Tech Power, Inc., 26 F. Supp. 2d 834, 857 (E.D. Va. 1998); accord Pro-Concepts, LLC v. Resh, 2014 U.S. Dist. LEXIS 18416, at *43 (E.D. Va. Feb. 11, 2014); see Performance Plumbing, Inc. v. Atlantic Heating & Cooling Serv. Inc., 2017 WL 11508383, at *3, 2017 BL 542725 (E.D. Va. June 19, 2017) (acknowledging Virginia’s lack of a dilution statute); Norm Thompson Outfitters, Inc. v. General Motors Corp., 448 F.2d 1293, 1299, 171 USPQ 328 (9th Cir. 1971) (common-law dilution action not recognized in Oregon).]  [159: In an odd case, a New York federal court allowed a claim it denominated as a common-law dilution claim to go forward, without any citation to New York’s dilution statute. National Hockey League v. Hockey Cup LLC, 129 USPQ2d 1354, 1361–62 (S.D.N.Y. 2019). In another odd situation, a Pennsylvania federal court asserted that the state’s “common law” dilution claim was the same as the federal, except for the requirement of interstate commerce, ignoring the fact that Pennsylvania has a dilution statute. Cornette v. Graver, 2020 WL 1643370, at *4 n.9, 2020 BL 124076 (W.D. Pa. Apr.2, 2020).] 

1.III.C.	Dilution Under Federal Law
Although Frank Schechter testified in favor of federal dilution protection as early as 1932,[footnoteRef:160] no such protection was included in the Trademark Act of 1946 (the Lanham Act).[footnoteRef:161] As states began passing dilution statutes, federal law stood on the sidelines. Without statutory support, it generally was believed that federal law did not grant protection from dilution.[footnoteRef:162] In a number of proceedings before the Patent and Trademark Office prior to the enactment of a federal dilution statute, litigants argued that the applied-for mark would cause dilution of an existing mark. However, the PTO appears to have almost uniformly rejected such claims rather summarily, finding that the Lanham Act did not countenance a dilution claim.[footnoteRef:163] In 1988, the Senate passed a dilution provision as part of a comprehensive reform of the Lanham Act.[footnoteRef:164] The House refused to concur, however, and no dilution statute was passed. [160: See Chapter 6, §II.A.1.]  [161: Trade-mark Act of 1946, ch. 540, 60 Stat. 427 (codified as amended at 15 U.S.C. §§1051–1127 (2001)). The Lanham Act was not the first federal trademark statute. The first one was enacted in 1870. See Act of July 8, 1870, ch. 230, §§77–84, 16 Stat. 198, 210–12. In Trademark Cases, 100 U.S. 82 (1879), however, the Supreme Court held the statute unconstitutional on the grounds that it exceeded Congress’s power to regulate interstate commerce. Id. at 99. A far less comprehensive statute was passed in 1881. See Act of Mar. 3, 1881, ch. 138, 21 Stat. 502. Another statute was passed in 1905, see Act of Feb. 20, 1905, ch. 592, 33 Stat 724, and amended in 1920. See Act of Mar. 19, 1920, ch. 104, 41 Stat. 553.]  [162: Community Fed. Sav. & Loan Ass’n v. Orondorff, 678 F.2d 1034, 1036 n.7, 215 USPQ 26 (11th Cir. 1982); Tiffany & Co. v. National Gypsum Co., 459 F.2d 527, 530, 173 USPQ 793 (C.C.P.A. 1972); Champion Paper & Fibre Co. v. National Ass’n of Mut. Ins. Agents, 249 F.2d 525, 526 (D.C. Cir. 1957); see R.G. Barry Corp. v. Mushroom Makers, Inc., 612 F.2d 651, 658 (2d Cir. 1979). But cf. Champions Golf Club, Inc. v. Sunrise Land Corp., 846 F. Supp. 742, 758, 32 USPQ2d 1419 (W.D. Ark. 1994) (claiming authority to enjoin dilution under general equity power even in the absence of statutory authority); Adolph Coors Co. v. A. Genderson & Sons, Inc., 486 F. Supp. 131, 136, 209 USPQ 103 (D. Colo. 1980) (asserting that defendant’s actions “are …likely to dilute the distinctive quality of Adolph Coors Company trademarks and trade name”).]  [163: E.g., K2 Corp. v. Philip Morris, Inc., 192 USPQ 174, 177 (T.T.A.B. 1976); Leo Burnett Co. v. Analog Tech. Corp., 173 USPQ 632, 635 (T.T.A.B. 1972); Max Factor & Co. v. Clairol, Inc., 163 USPQ 240, 243 (T.T.A.B. 1969) (also indicating that dilution requires confusion); Coca-Cola Co. v. Fanta, 155 USPQ 276, 278 (T.T.A.B. 1967); In re The Standard Mattress Co., 153 USPQ 864, 865 (T.T.A.B. 1967); Mister Donut of Am., Inc. v. Mr. Steak, Inc., 150 USPQ 712, 714–15 (T.T.A.B. 1966) (no dilution claim under Lanham Act, and state law claims are not cognizable in the TTAB); Interwoven Stocking Co. v. Crest Hosiery Mill, 134 USPQ 43, 45 (T.T.A.B. 1962); see E. M. Bailey Distrib. Co. v. Petro-Vend, Inc., 207 USPQ 769, 772 (T.T.A.B. 1980) (dilution claim “do[es] not state a claim for legal damage to petitioner”). But cf. Campana Corp. v. Atlas Int’l Corp., 114 USPQ 458 (Comm’r Patents 1957) (rejecting dilution claim on the merits but indicating that a claim of “hitching a free ride on the reputation and goodwill developed by another” could be a basis to refuse registration).
]  [164: S. 1883, reprinted in S. REP. NO. 100-515 (Sept. 15, 1988).] 

Finally, in 1995, a separate statute, the Federal Trademark Dilution Act of 1995, was enacted.[footnoteRef:165] The FTDA limited its protection to trademarks deemed “distinctive and famous,” using factors set forth in the statute.[footnoteRef:166] Unlike statutes using the 1964 Model State Trademark Bill, the FTDA contained a definition of dilution, albeit one that did not ameliorate the interpretive problems of the previous state laws.[footnoteRef:167] [165: Pub. L. No. 104-98 §3(a), 109 Stat. 985. The FTDA became effective when signed by President Clinton on January 16, 1996.]  [166: Lanham Act §43(c)(1)(A)–(H), 15 U.S.C. §1125(c)(1)(A)–(H) (amended and replaced in 2006 by the Trademark Dilution Revision Act of 2006).]  [167: Id. §45, 15 U.S.C. §1127 (definition of “dilution”) (deleted by amendment in 2006). The meaning of this definition, and the significance of the 2006 amendments, are discussed in Chapter 9.] 

In 2006, three years after a Supreme Court decision that severely limited the scope of the FTDA,[footnoteRef:168] Congress enacted the Trademark Dilution Revision Act of 2006.[footnoteRef:169] The TDRA was a substantial revision of the FTDA. It legislatively reversed the Court’s interpretation of the FTDA, and also attempted to address interpretive problems with the FTDA that had divided the circuits.[footnoteRef:170] The TDRA also attempted to define dilution somewhat more specifically, creating two categories—dilution by blurring and dilution by tarnishment,[footnoteRef:171] but it is unclear whether this has ameliorated the interpretive problems with dilution statutes. Like the FTDA, the TDRA contains three exclusions from liability: a “fair use” exclusion, a “noncommercial use” exclusion, and an exclusion for news reporting and commentary.[footnoteRef:172] Although the FTDA was enacted, in part, in reaction to the perceived inconsistency of state laws, neither it nor the TDRA preempted them, except in one limited respect.[footnoteRef:173] Therefore, state law continues to be a source of protection, especially for marks well known only in a small area. [168: Moseley v. V Secret Catalogue, 537 U.S. 418, 433, 65 USPQ2d 1801 (2003) (requiring showing of actual dilution under FTDA).]  [169: Pub. L. No. 109-312, 120 Stat. 1730 (codified at 15 U.S.C. §1125(c)).]  [170: The TDRA is discussed in detail in Chapters 6–11.]  [171: Lanham Act §43(c)(2)(B), (C), 15 U.S.C. §1125(c)(2)(B), (C).]  [172: Id. §43(c)(3), 15 U.S.C. §1125(c)(3). (The exclusions were formerly contained in §43(c)(4)(A)–(C).) The original “fair use” exclusion was amended significantly by the TDRA. See Chapter 10, §II.]  [173: See H.R. REP. NO. 104-374, at 3 (need for consistency), 4, 8, 1995 U.S.C.C.A.N. 1029, 1030, 1031, 1035 (no preemption). The one instance of preemption is §43(c)(6), which bars a dilution action under state law against a federally registered trademark. See Chapter 10, §V. Other possible preemption issues are discussed Chapter 4, §III.] 

The FTDA appears to have initiated the enactment of several new state dilution statutes. From 1995 to the present, 15 states have replaced their existing dilution statutes with new laws, all of which are roughly patterned after the FTDA or the TDRA.[footnoteRef:174] Several states also have enacted provisions in their trademark laws making federal interpretations of federal law persuasive authority under similar state laws.[footnoteRef:175] However, the enactment of the TDRA, which differs in some significant ways from the FTDA, makes interpretation of state laws patterned after the FTDA (which is done largely by federal courts) much more problematic.[footnoteRef:176] [174: A total of 29 states now have a newer version. Of that group, five states—Alabama, California, Mississippi, Oregon, and Texas—have amended their statutes to conform to the 2007 Model Bill. Puerto Rico also has adopted a statute that is somewhat like the 2007 Model Bill.]  [175: ARK. CODE ANN. §4-71-218 (LexisNexis 2001); CAL. BUS. & PROF. CODE §14272 (West. 2008); FLA. STAT. ANN. §495.181 (West 2010); IDAHO CODE §48-518 (LexisNexis 2003); 765 ILL. COMP. STAT. ANN. §1036/90 (West 2009); IND. CODE §24-2-1-0.5 (LexisNexis 2006); KAN. STAT. ANN. §81-220 (Supp. 2009); MISS. CODE ANN. §75-25-37 (2009); NEB. REV. STAT. §87-127 (West 2003); N.J. STAT. ANN. §56:3-13a (West 2001); N.M. STAT. ANN. §57-3B-2 (Michie 2000); OR. REV. STAT. §647.115(3) (2009); TENN. CODE ANN. §47-25-518 (LexisNexis 2001); UTAH CODE ANN. §70-3a-102 (West 2004); WASH. REV. CODE ANN. §19.77.930 (West 1999); W. VA. CODE §47-2-19 (West 2002). Many of those provisions assert that the intent of the statute is to harmonize state law with federal law.]  [176: See David S. Welkowitz, State of the State: Is There a Future for State Dilution Laws? 24 SANTA CLARA COMP. & HIGH TECH. L.J. 681 (2008) (discussing the effect of the TDRA on state laws). Most state laws are worded like the original FTDA and may be subject to the same interpretation given to that statute by the Supreme Court. Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 433, 65 USPQ2d 1801 (2003) (requiring showing of actual dilution under FTDA). See §III.A.3, above (table indicating the different types of state laws). On the other hand, several states, such as Massachusetts and New York, still retain statutes that are worded like the 1964 Model Bill. See Savin Corp. v. Savin Grp., 391 F.3d 439, 455–56, 73 USPQ2d 1273 (2d Cir. 2004) (Moseley not applicable to claim under New York law), cert. denied, 546 U.S. 822 (2005); Tommy Hilfiger Licensing, Inc. v. Goody’s Family Clothing, Inc., 2003 U.S. Dist. LEXIS 8788, at *109 n.11 (N.D. Ga. May 9, 2003) (dismissing FTDA claim; noting plaintiff’s failure to assert a claim under Georgia law, which is differently worded). But see Playboy Enters., Inc. v. Netscape Commc’ns Corp., 354 F.3d 1020, 1031 n.48, 69 USPQ2d 1417 (9th Cir. 2004) (California law is interpreted to be the same as federal law). It is submitted that the Ninth Circuit’s understanding of the California dilution statute was flawed, but California now has a statute based on the 2007 Model bill. Several other states, plus Puerto Rico, also have statutes based on the 2007 Model Bill, which is in some ways broader than the TDRA. See generally Chapters 25.] 

1.III.D.	The Restatement of Unfair Competition
Published in 1995,[footnoteRef:177] the Restatement (Third) of Unfair Competition[footnoteRef:178] recognizes dilution as a doctrine of trademark protection. Section 25, entitled “Liability Without Proof of Confusion: Dilution and Tarnishment,” states as follows: [177: The work was completed by 1994, as can be seen from the foreword date (April 29, 1994).]  [178: There were no earlier versions of the Restatement of Unfair Competition. The Restatement (First) of Torts included various sections dealing with unfair competition. The Restatement (Second) of Torts also was to have included a discussion of unfair competition, but that portion was removed before it was promulgated. The drafters believed that unfair competition had evolved into its own area of law. This begat the Restatement (Third) of Unfair Competition. See GEOFFREY C. HAZARD, JR., Foreword, RESTATEMENT (THIRD) OF UNFAIR COMPETITION xi (1995).] 

(1) One may be subject to liability under the law of trademarks for the use of a designation that resembles the trademark, trade name, collective mark, or certification mark of another without proof of a likelihood of confusion only under an applicable antidilution statute. An actor is subject to liability under an antidilution statute if the actor uses such a designation in a manner that is likely to associate the other’s mark with the goods, services, or business of the actor and:
(a) the other’s mark is highly distinctive and the association of the mark with the actor’s goods, services, or business is likely to cause a reduction in that distinctiveness; or
(b) the association of the other’s mark with the actor’s goods, services, or business, or the nature of the actor’s use, is likely to disparage the other’s goods, services, or business or tarnish the images associated with the other’s mark.
(2) One who uses a designation that resembles the trademark, trade name, collective mark, or certification mark of another, not in a manner that is likely to associate the other’s mark with the goods, services, or business of the actor, but rather to comment on, criticize, ridicule, parody, or disparage the other or the other’s goods, services, business, or mark, is subject to liability without proof of a likelihood of confusion only if the actor’s conduct meets the requirements of a cause of action for defamation, invasion of privacy, or injurious falsehood.[footnoteRef:179] [179: RESTATEMENT (THIRD) OF UNFAIR COMPETITION §25.] 

The Restatement is not law, of course, but a reflection of what the drafters believe the law is (or perhaps ought to be). Given the vagueness of many state statutes and the enactment of the TDRA, which differs from the Restatement formulation, the Restatement can serve as an interpretive source for state laws.[footnoteRef:180] The comments following Section 25 of the Restatement present fairly detailed explanations and may be of particular value to courts and practitioners. Although the specific provisions of Restatement §25 will be discussed in various chapters of this text, it is worth listing here some of the more interesting aspects of its analysis: [180: See, e.g., Great S. Bank v. First S. Bank, 625 So.2d 463, 470, 30 USPQ2d 1522 (Fla. 1993) (using standards from the Restatement to describe the level of distinctiveness required under the state’s dilution statute).] 

The title. The title of Restatement §25 expressly separates “dilution” from “tarnishment.” These two theories of protection often are grouped together under the single heading of “dilution.” In fact, the Restatement would allow a tarnishment claim to be brought by the owner of any protectable mark, not just a very distinctive or famous one.
Only highly distinctive marks can be diluted. The Restatement would require a mark to be “highly distinctive” to be protected by dilution. The comments set forth several factors to be considered when making this determination. Many of these were expressly incorporated into the FTDA and similarly worded state statutes for determining whether a mark is “distinctive and famous.” (The TDRA and the 2007 Model Bill have defined “famous” with greater specificity.)
Dilution is a creature of statute. The Restatement permits dilution protection only when there is a statute providing for such protection. Common-law dilution claims are not recognized.
Trademark vs. non-trademark uses by the unauthorized user. Unauthorized trademark uses are actionable under the normal rules for dilution or tarnishment. However, non-trademark uses that serve another purpose (such as comment, parody, satire, and even disparagement of another’s goods) are subject to a more stringent standard. Such uses are actionable only if the use is independently tortious under the laws of defamation or invasion of privacy or as an injurious falsehood. The comments explain that such uses do not blur the distinctiveness of the other’s mark and raise significant free speech issues.
A standard for demonstrating dilution. The Restatement recognizes that dilution requires a mental association between the two uses of the mark, causing consumers to view the mark as leading to two sources. The comments also discuss possible relevant factors for determining likelihood of dilution; ironically, these include factors relevant to likelihood of confusion.
1.IV. Dilution Claims May Use Multiple Sources
Although both federal and state laws now contain provisions for dilution claims, a plaintiff need not elect one or the other. One may bring dilution claims in the same action arising under federal and state law, even if the two laws are not congruent.[footnoteRef:181] One also may bring claims under multiple state laws if the facts of the case warrant their application.[footnoteRef:182] However, given the diversity of state laws and the paucity of precedent under the newer ones, the conflict-of-laws problems may be large in some cases.[footnoteRef:183] [181: See Chapter 12, §I, for a discussion of federal subject matter jurisdiction over such claims. See also Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 225 n.7, 51 USPQ2d 1882 (2d Cir. 1999) (dilution claim brought under New York law may be broader than FTDA claim).]  [182: See Advantage Rent-A-Car, Inc. v. Enterprise Rent-A-Car Co., 238 F.3d 378, 380–81, 57 USPQ2d 1561 (5th Cir. 2001) (claims brought under the FTDA and the laws of Arkansas, Louisiana, New Mexico, and Texas); R.L. Winston Rod Co. v. Sage Mfg. Co., 838 F. Supp. 1396, 1398 n.2, 29 USPQ2d 1779 (D. Mont. 1993) (claims brought under eight different state dilution laws).]  [183: See Abbott Labs. v. Nutramax Prods., Inc., 844 F. Supp. 443, 446, 30 USPQ2d 1873 (N.D. Ill. 1994) (choice-of-law analysis required to select between Massachusetts and Illinois dilution laws); cf. WHS Entm’t Ventures v. Paperworkers, 997 F. Supp. 946, 955 (M.D. Tenn. 1998) (after dismissing federal claims, declining jurisdiction over state trademark claims citing, inter alia, concerns that state law had received little attention from state courts). Moore v. Weinstein Co., 545 F. App’x 405, 411 (6th Cir. 2013) (finding the dilution laws of Tennessee and Arizona to be the same—thus, no conflict existed).] 

The choice-of-law problem posed by dilution is a difficult one. Often one or both of the parties distribute goods throughout the country, or at least in several different states. This can create serious choice-of-law problems—indeed, a case could involve several different state dilution laws.[footnoteRef:184] Although a complete discussion of choice-of-law issues is beyond the scope of this text, one case discussing the issue is noted here for the benefit of readers for whom this problem is relevant. In Deere & Co. v. MTD Products, Inc.,[footnoteRef:185] the two parties distributed their competing products nationwide. The plaintiff argued for the application of the law of New York (where some of the goods had been sold), while defendant argued for the application of the law of Illinois (where plaintiff had its principal place of business). Applying the choice-of-law rules of New York (the forum state), the court held that, in view of the fact that there was no single or dominant place in which defendant’s goods were distributed, it would assume that the plaintiff’s injury occurred where it had its principal place of business—Illinois.[footnoteRef:186] [184: See, e.g., Advantage Rent-A-Car, 238 F.3d 378 (suit included claims under dilution laws of four different states—Arkansas, Louisiana, New Mexico, and Texas).]  [185: 2002 WL 1837402 (S.D.N.Y. Aug. 9, 2002), adhered to on reconsideration, 2002 WL 31357692 (S.D.N.Y. Oct. 17, 2002).]  [186: Id. at *4; see also Rolex Watch USA, Inc. v. JBJ Distribs., Inc., 77 F. App’x. 208 (5th Cir. 2003) (unpublished opinion) (district court should not have applied New York law where there was no jurisdictional nexus with New York).] 

