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Preface
The journey to this treatise began at the very beginning of this millennium. This treatise is now completely electronic, which means that the updates are integrated into the main text. I hope this will make it easier to use the material, since readers no longer need to check both the Main Volume and a Supplement. Everything is in one place.
I, too, experienced exciting changes: from Whittier Law School to the U.S. Copyright Office, from which I retired in 2024. With that change comes a caveat: The opinions expressed in this book are mine alone, and should not be construed as representing the opinions of the Copyright Office, either directly or indirectly.
Consistent with the pattern that emerged after the 2006 revision to the dilution statute, most developments in dilution have been evolutionary, rather than revolutionary. In many ways, the law has become more predictable over time. The case law discussed in Chapters 8 and 9 make it clear that the main gatekeeper for dilution protection is the requirement of fame. Once a mark is deemed famous, the chances of success on a dilution claim rise significantly. Demonstrating the high barrier imposed by fame, courts are increasingly willing to dismiss dilution claims at the pleading stage, largely on the grounds that no plausible claim of fame exists. (See Chapter 8.) (The emphasis on fame as a gatekeeper is increasingly evident if a dilution claim is made at the Trademark Trial and Appeal Board—see Chapter 13 for more details.)
However, in 2023 the Supreme Court significantly limited the noncommercial use exclusion in Jack Daniel’s Properties, Inc. v. VIP Products, Inc. The significance of this case is discussed in Chapter 10 (including the decision on remand), as well as Chapter 4.
Perhaps because courts are scrutinizing the issue of fame under the federal statute more carefully, state dilution laws are receiving a closer look by litigants. (See Chapters 2–5.) On the other hand, many courts are using the federal standard to judge claims under state law, making those claims harder to maintain.
An important part of these updates has always been tracking global trademark dilution developments. In the international chapter (Chapter 15), you will continue to find updates, especially those from major jurisdictions. Although Brexit now is officially in place, its full effect is still somewhat uncertain. There are citations to dilution statutes around the world, including some new case law in Europe and Canada, as well as citations to new cases and articles discussing dilution around the world.
In 2019, the Supreme Court followed up its decision in Matal v. Tam with Iancu v. Brunetti. Like Tam, the decision in Brunetti did not directly involve dilution, but, in combination, the implications of these decisions for dilution, especially tarnishment, are very broad. More recently, in Vidal v. Elster, decided in 2024, the Court appears to have limited the scope of its First Amendment review of trademark cases in general. The possible effects of Tam, Brunetti, and Elster on dilution are discussed in Chapters 8–10. Many new cases, affirming existing trends, have been added throughout the book.
As a reminder, the TDRA was amended in October 2012 to correct a drafting error that resulted in an interesting change in the statute. In Appendix H, I have reproduced the amendment.
As always, my editors at Bloomberg Law have been very supportive and helpful. I invite readers to e-mail me with suggestions and comments at dwelkowitz@law.whittier.edu (yes, I still get e-mail at that address) so that I may improve the contents of this treatise and create a more useful resource for all of you, every year.
DAVID WELKOWITZ
Washington, D.C.




